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United States Court of Appeals for the 

District of Columbia | 

I 

— 

No. 6392. | 

Georg Jensen Handmade Silver Inc., Appellant, 

vs. 

Georg Jensens S0lvsmedie A/S et al. 

— 

a Supreme Court of the District of Columbia. 

In Equity. 

No. 56665. | 

Georg Jensen Handmade Silver Inc., Plaintiff, 

vs. 

Georg Jensens S0lvsmedie A/S, Georg Jensen & Wendel 
A/S, Thorolf M0ller, and Peder A. Pedersen, De¬ 
fendants. 

United States of America, 

District of Columbia , ss: 

Be it remembered, That in the Supreme Coiirt of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, th^ following 
papers were filed and proceedings had in the abojve-entitled 
cause, to wit: 

. 

i 

1 In the Supreme Court of the District of Columbia. 

In Equity. 

No. 56665. 

Georg Jensen Handmade Silver Inc., 169 West 57th Street, 

New York, N. Y., Plaintiff, 

vs. 

Georg Jensens S0lvsmedie A/S, Georg Jensen j& Wendel 
A/S, Thorolf M0ller, and Peder A. Pedersen, De¬ 
fendants. 


1—6392a 
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GEORG JENSEN HANDMADE SILVER INC. VS. 


Bill of Complaint. 

For Trade Mark Relief. 

Filed Jan. 11, 1934. * 

To the Supreme Court of the District of Columbia: 

Plaintiff complains, states and alleges as follows: 

1. That the plaintiff, Georg Jensen Handmade Silver 
Inc., is a corporation created and existing under the laws 
of the state of New York, a citizen of that state and domi¬ 
ciled and located in the borough of Manhattan, city, county 
and state of New York, and brings this suit in its own right: 

2. That the defendant Georg Jensens S0lvsmedie A/S 
(Georg Jensen Silversmith Corporation) is a corporation 
duly organized under the laws of the kingdom of Denmark, 
is domiciled, located and doing business in the city of Co¬ 
penhagen in said kingdom of Denmark, and is sued in its 
own right and as the agent of the co-defendants herein, 
Peder A. Pedersen, George Jensen & Wendel A/S, and 
Thorolf Mpller: 

That the defendant Georg Jensen & Wendel A/S 
2 is a corporation duly organized under the laws of 
the kingdom of Denmark, is domiciled, located and 
doing business in the city of Copenhagen in said kingdom 
of Denmark, and is sued in its own right and as the alter 
ego, and as the agent, of the co-defendant Thorolf M0ller, 
and as the agent of, the co-defendants herein, Georg Jen¬ 
sens Splvsmedie A/S and Peder A. Pedersen: 

That the defendant Thorolf M0ller is a subject of the 
king of Denmark and resident in Oestrupgaard, in the king¬ 
dom of Denmark, and is sued in his own right and as man¬ 
aging director of the co-defendant Georg Jensen & Wendel 
A/S and as the agent of the co-defendants herein, Georg 
Jensens S0lvsinedie A/S, Georg Jensen & Wendel A/S and 
Peder A. Pedersen: 

That the defendant Peder A. Pedersen is a subject of 
the king of Denmark and resident in Hellerup in the king¬ 
dom of Denmark, and is sued in his own right and as the 
managing director of, and as agent of the co-defendant 
Georg Jensens S0lvsmedie A/S: 

3. That this is a cause in equity arising under the trade¬ 
mark laws of the United States of America; and the de- 
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fendants, not being domiciled within the United iStates of 
America, all have appointed a person residing ydthin the 
United States of America and in the District of jColumbia 
on whom process or notice of proceedings affecting the 
right of ownership of the trade-marks here in controversy 
may be served with the same force and effect as if served 
upon themselves in person, giving this Court jurisdiction: 

4. That the trade-marks involved in this suit comprise 
the words Georg Jensen and Jensen, the letters, or initials 
GJ, GI, Gi, (the two latter being Danish alternative forms 
of writing the letters GJ) and any letter, letters or mono¬ 
grams indicative or symbolic as are J, GpJ, GI, Gi 

3 of the notation Georg Jensen or Jensen, alone, or in 
combination with a line surrounding or a geometrical 
figure enclosing said words, or initials, or letters, or in 
combination with a plurality of dot forms surrounding said 
words or initials, or letters, in elliptical, or in circular, ar¬ 
rangement: or said words, or initials, or letter^, so sur¬ 
rounded bv said dot forms and surmounted by a brown: or 
said words, or initials, or letters, so surrounded by said dot 
forms, the whole being enclosed within an elliptical or a 
circular line or figure: or said words, or initials, or letters, 
so surrounded bv said dot forms and so enclosed [within an 
elliptical, or a circular, line or figure with a c^own sur¬ 
mounting the whole, exemplified among others in trade¬ 
mark registrations Nos. 148,928, 292,638 and 293,$30 issued 
by the United States Patent Office and in applications in 
the United States Patent Office for registration of trade¬ 
marks Ser. Nos. 330,787 and 331,369 hereinafter more fully 
referred to: 

5. Plaintiff’s business is the buying of gold ^nd silver 
articles and jewelry manufactured in Denmark for plain¬ 
tiff by the defendant Georg Jensens Sblvsmedie A/S, the 
importing of said goods into the United States of America, 
and the exploiting, advertising, marketing, veiiding and 
selling in the United States of America under the trade¬ 
marks here in controversy said gold and silver articles and 
jewelry: that this said business was founded in the city of 
New York in the year 1923 by plaintiff’s predecessor, Fred- 
erik Lunning, who is now and has been since plaintiff’s 
incorporation the president of plaintiff: that since the 
foundation of said business it has been continuously and 
uninterruptedly carried on by plaintiff and by plaintiffs 
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predecessor, said Frederik Limning, in said city of 

4 New York and in interstate commerce in and through¬ 
out the United States of America and is now being* 

so carried on by plaintiff: 

G. That plaintiffs predecessor, said Frederik Lunning, 
entered inti) three agreements with the defendants herein 
in respect to said gold and silver articles and jewelry 
manufactured by Georg Jensens S0lvsmedie A/S from de¬ 
signs made by Georg Jensen and others and the business 
therein to be acquired, carried on and established by said 
Frederik Lunning in the United States of America, to wit: 

Agreement dated August 31, 1923 between Frederik 
Lunning, plaintiff’s predecessor, and Georg Jensens S0lv- 
smedie A/S (Georg Jensen Silversmith Corporation), P. A. 
Pedersen, Thorolf M0ller, all defendants herein, and Georg 
Jensen; 

Agreement dated January 30, 1925 between Frederik 
Lunning, plaintiff’s predecessor, and Georg Jensens S0lv- 
smedie A/S (Georg Jensen Silversmith Corporation), one 
of the defendants herein; 

Agreement dated April 13, 1926 between Frederik Lun¬ 
ning, plaintiff’s predecessor, and Georg Jensens S0lv- 
smedie A/S (Georg Jensen Silversmith Corporation), P. A. 
Pedersen, Thorolf M0ller, all defendants herein, and Georg 
Jensen; 

whereby, as will appear more fully from copies of said 
agreements attached hereto and marked Exhibit 1, Parts 
A, B and C respectively, said Frederik Lunning acquired 
for himself, his personal representatives and assigns, the 
exclusive right in and for the United States of America to 
sell said gold and silver articles and jewelry together with 
the exclusive use of any and all trade-marks and trade- 
names used or to be used in connection with said goods: 
and whereby the parties defendant and said Georg 

5 Jensen, for themselves, their personal representa¬ 
tives and assigns, covenanted, granted, promised 

and agreed to and with said Frederik Lunning, that,—for 
the purpose of enabling him, said Frederik Lunning, his 
personal representatives and assigns, to establish, acquire 
and enter upon, manage, conduct, continue and carry on 
the business in the United States of America of selling said 
gold and silver articles and jewelry manufactured by said 
Georg Jensens Sdlvsmedie A/S, its successors and as- 
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signs,—they would not at any time for the period of one 
hundred years from and after the date, i. e. Ah gust 31, 
1923, of the earliest of said contracts either alone, or 
jointly with, or as agent for any person or persons, firms 
or corporations, except only as agent for said Frederik 
Lunning, his personal representatives or assigns, and 
either directly or indirectly sell any gold and silver articles 
or jewelry in the United States of America or toj any per¬ 
son or firms for resale in the United States of Anjerica nor 
set up, make, carry on or encourage, or be engaged or in¬ 
terested in any opposition to the business established and 
to be established in the United States of Americp by said 
Frederik Lunning, his personal representative^ and as¬ 
signs, nor do anything to the prejudice thereof; that the 
party Thorolf Mdller, one of the defendants herein, signed 
said agreements for himself and, as the managing director 
of the co-defendant Georg Jensen & Wendel A/Sj, with in¬ 
tent to bind, and did so bind, said defendant Georg Jensen 
& Wendel A/S: and plaintiff’s predecessor, said Frederik 
Lunning, so understood at the time of signing said con¬ 
tracts and so represented to plaintiff at the tim^ plaintiff 
took over said business: that said agreements pave and 
transferred to said Frederik Lunning, his personal repre¬ 
sentatives and assigns, all the rights in and to pny busi¬ 
ness, trade and good-will including any and all rights 
G in and to any and all trade-marks and tr^de-names 
used or to be used in connection with said gold and 
silver articles and jewelry that said Georg Jensen and the 
defendants Georg Jensens Sdlvsmedie A/S, Geoifg Jensen 
& Wendel A/S, Thorolf Mpller and Peder A. Pedersen, or 
any of them, may have had or will have acquired or may 
claim to have had or acquired in the United States of 
America; and plaintiff’s predecessor, said Frederik Lun¬ 
ning, so understood at the time of signing said contracts 
and so represented to plaintiff at the time plaintiff took over 
said business; that said Frederik Lunning for a valuable 
consideration by an instrument in writing, dateq June 8, 
1928, as will more fully appear from a copy thereof hereto 
attached and marked Exhibit 2, sold, conveyed a!nd trans¬ 
ferred to plaintiff, its successors and assigns, the said busi¬ 
ness acquired, established and carried on by him as afore¬ 
said for the sale in the United States of America of said 
gold and silver articles and jewelry together with the good¬ 
will and all trade-marks and brands, all contracts, assets, 
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material, and property of every kind and description in¬ 
cluding all his rights in, to and under said agreements with 
said Georg Jensen and the defendants herein whereby plain¬ 
tiff became and is now the true and lawful owner of said 
business and of all trade-marks, trade-names and good-will 
connected with said business including among others all 
the right, title and interest of said Frederik Lunning in 
and to the trade-marks set out in paragraph 4 hereof: 

7. That since the foundation of plaintiff’s said business, 
plaintiff and its predecessor have continuously used, plain¬ 
tiff’s predecessor using up to a certain date in June, 1928, 
and plaintiff continuing the use from that date to the 

present time, in said business and on said gold and 
7 silver articles and jewelry in New York and in in¬ 
terstate commerce in and throughout the United 
States of America, and plaintiff is now so using, the trade¬ 
marks here in controversy, i. e. Georg Jensen and Jensen, 
and the letters or initials GJ, GI, Gi, alone, or in combina¬ 
tion with a plurality of dot forms surrounding said words 
Georg Jensen, or said initials, or said letters, in elliptical, 
or in circular, arrangement: or said words Georg Jensen 
so surrounded bv said dot forms and surmounted bv a 
crown: or said words, or initials, or letters, so surrounded 
by said dot forms, the whole being enclosed within an ellip¬ 
tical or a circular line or figure: or said words, George Jen¬ 
sen, so surrounded by said dot forms and so enclosed within 
an elliptical line or figure with a crown surmounting the 
whole, some of which are shown by the annexed photostats 
marked Exhibit 3, Parts 1 to 12 inclusive which are photo¬ 
stats of articles sold or on sale by plaintiff: and said 
trade-marks are applied to plaintiff’s goods by impressing, 
engraving or die-stamping said trade-marks directly 
thereon and in other appropriate ways: 

8. That, on information and belief, said Frederik Lun¬ 
ning was the first to establish in the United States of Amer¬ 
ica a going business for the sale of said gold and silver 
articles and jewelry and the first to use in such a business 
in interstate commerce in and throughout the United States 
of America the trade-marks here in controversy or any 
trade-mark comprising the words Georg Jensen or Jensen 
or indicative or symbolic of those words: that said plaintiff 
and its predecessor, said Frederik Lunning, have, by ex¬ 
tensive use in said business and on said goods as well as by 
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other means, educated and taught the public and 

8 trade in the United States of America to know, and 
said public and trade do know, that th^ letters or 

initials GJ, in monogrammic or any form, and tt^e letters or 
symbols GI, or Gi, which are alternative forms common in 
the Danish language of expressing the letters, aind particu¬ 
larly the initials, GJ, are equivalent with, and indicative and 
symbolic of, the trade-mark Georg Jensen or Jejisen and of 
plaintiff’s goods; and that, in view of said use had of said 
education of the trade by plaintiff and its preddcessor, any 
mark comprising the letter or initial J, or thd letters or 
initials GJ in whatever form or arrangementj displayed, 
when applied to said gold and silver articles apd jewelry, 
will, and does mean, to the trade and public in | the United 
States of America said gold and silver articles hnd jewelry 
sold by plaintiff: ! 

9. That by the endeavors and the investment of large 
sums of money on the part of plaintiff and its predecessor; 
by the excellence of their judgment in exhibiting and dis¬ 
playing throughout the United States of America said gold 
and silver articles and jewelry; by the integrity of their 
business dealing; and by the extensive exploitation of said 
trade-marks in connection with and on said goods, plaintiff 
and its predecessor, created and established the Ivery valua¬ 
ble good-will and reputation now possessed jby plaintiff 
and which has crystallized around said tradermarks and 
the names Georg Jensen and Jensen and marks symbolic 
thereof to the value of one hundred thousand dollars or 
more: and that plaintiff and, on information and belief, said 
Frederik Lunning were induced by said defendants to ac¬ 
cept said contracts and to adopt these endeavors and ex¬ 
penditures, and did so accept and adopt, in the belief and 

understanding as heretofore set out that all rights 

9 in the United States of America in respect to said 
goods and in and to the trade-marks "and trade- 

names used and to be used in connection with said goods 
would be and was the exclusive property of said Frederik 
Lunning, his personal representatives and assigns and par¬ 
ticularly of plaintiff herein: 

10. That no other person, firm, corporation or associa¬ 
tion other than plaintiff has the right to use for the same de¬ 
scription of goods in the United States of America, the 
trade-marks here in controversy or any near resemblance or 
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simulation of said trade-marks; that plaintiff being the 
owner of the exclusive right to sell the goods in the United 
States of America on which said trade-marks are used and 
plaintiff and its predecessor having continuously used the 
trade-marks in interstate commerce in the United States of 
America since the foundation of plaintiff’s business, and 
neither plaintiff nor its predecessor, said Frederik Lunning, 
having abandoned said trade-marks, plaintiff is entitled to 
exclusive use and ownership of said trade-marks in the 
United States of America and to the right to register said 
trade-marks, and to any and all registrations thereof in 
the United States Patent Office: 

11. That on or about October 3,1931, plaintiff, said Georg 
Jensen Handmade Silver Inc., being then the owner of the 
trade-mark Gi, filed in the United States Patent Office under 
the Act of February 20, 1905 in Class 28, Jewelry and pre¬ 
cious-metal ware, an application, Ser. No. 319,694, for regis¬ 
tration of said trade-mark for bracelets, brooches, and other 
jewelry for personal wear (not including watches); trays, 
teapots, coffee-pots, dishes, plates, vases, jars, 
10 pitchers, sugar-basins, cream jugs, water jugs, bowls, 
cups, center ornaments for tables, spoons, knives, 
forks, cigarette-cases, signets, jugs and mugs, tableware, 
toilet-ware and ornamental ware made of or plated with 
silver, gold, platinum, and/or other precious metal, and duly 
complied with the requirements of the law of the United 
States in such case made and provided and with the regula¬ 
tions prescribed by the Commissioner of Patents; and, upon 
due examination, it appearing that said Georg Jensen Hand¬ 
made Silver Inc., the plaintiff herein, was entitled to have 
said trade-mark registered under the law, said trade-mark 
was on the twenty-second day of March 1932 duly regis¬ 
tered in the United States Patent Office to plaintiff said 
Georg Jensen Handmade Silver Inc., its successors or as¬ 
signs ; and the certificate of registration of said trade¬ 
mark, No. 292,638, was issued to plaintiff, Georg Jensen 
Handmade Silver Inc., in the name of the United States of 
America, under the seal of the Patent Office, and signed by 
the Commissioner of Patents or his name printed thereon 
and attested by an Assistant Commissioner of Patents or 
by one of the law examiners duly designated by the Com¬ 
missioner of Patents as will more fully appear from a certi¬ 
fied copy of said certificate of registration No. 292,638 
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hereto attached and marked Exhibit 4; that said [registra¬ 
tion Xo. 292.638 was granted by the United Statcjs Patent 
Office for the symbolical letters Gi as being the equivalent 
of the letters GJ as will more fully appear from aj certified 
copy of the amendment filed November 30, 19^1 in the 
United States Patent Office in connection with the) applica¬ 
tion Ser. Xo. 319,694 for said registration No. 2^2,638 at¬ 
tached hereto and marked Exhibit 5, and that tjie trade¬ 
mark of this registration Xo. 292,638 and the trade-mark 
of registration No. 148,928, hereinafter referred tp, are in¬ 
terfering registered trade-marks : 

11 12. That on or about October 3,1931 plaintiff being 

then the owner of the trade-mark consisting of the 
words Georg Jensen surrounded bv a series of dot forms 
elliptically arranged, the whole being surmounted by a 
crown, filed in the United States Patent Office under the Act 
of February 20, 1903 in Class 28, Jewelry and [precious- 
metal ware, an application, Ser. Xo. 319,693, for registra¬ 
tion of said trade-mark for bracelets, brooches, and other 
jewelry for personal wear (not including watches); trays, 
lea-pots, coffee-pots, dishes, plates, vases, jars, pitchers, 
sugar-basins, cream jugs, water jugs, bowls, cu}j>s, center 
ornaments for tables, spoons, knives, forks, cigarette-cases, 
signets, jugs and mugs, tableware, toiletware, dnd orna¬ 
mental ware made of or plated with sliver, gold, platinum, 
and/or other precious metal; and duly complied'with the 
requirements of the law of the United States in such case 
made and provided and with the regulations prescribed by 
the Commissioner of Patents: and, upon due examination, 
it appearing that said Georg Jensen Handmade Silver Inc., 
the plaintiff herein, was entitled to have said trade-mark 
registered under the law, said trade-mark wajs on the 
twenty-sixth day of April, 1932, duly registered in the 
United States Patent Office; and the certificate of registra¬ 
tion of said trade-mark Xo. 293,530 was issued td plaintiff, 
Georg Jensen Handmade Silver Inc., in the nailne of the 
United States of America, under the seal of the patent Of¬ 
fice, and signed by the Commissioner of Patents orj his name 
printed thcreou and attested by an Assistant Commissioner 
of Patents or by one of the law examiners duly designated 
by the Commissioner of Patents as will more fully appear 
from a certified copy of said certificate of registration No. 

293,530 hereto attached and marked Exhibit 6; an^l that the 
7 
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trade-mark of this registration Xo. 293,530 and the 

12 trade-mark of registration Xo. 148,928, hereinafter 
referred to, are interfering registered trade-marks: 

13. That on information and belief on Jaimarv 11, 1921 
the defendant Georg Jensens Sblvsmedie A/S of Copen¬ 
hagen, Denmark, alleging itself to be the owner of the trade¬ 
mark, tiled in the United States Patent Office under the Act 
of February 20, 1905 in Class 28, Jewelry and precious- 
metal ware, an application Ser. Xo. 142,079 for registra¬ 
tion of the trade-mark consisting of the words Georg Jensen 
surrounded by a series of dot forms elliptically arranged 
and the whole enclosed within an elliptical border or line for 
bracelets, brooches and other jewelry for personal wear, 
(not including watches,) silver trays, teapots, coffee-pots, 
dishes, plates, vases, jars, pitchers, sugar-basins, cream- 
jugs, watcr'-jugs, bowls, cups, center ornaments for tables, 
spoons, knives, forks, cigarette-cases, cigar-cases, signets, 
jugs, and niugs, all of the foregoing articles being made of 
or plated with precious metal, and duly complied with the 
requirements of the law of the United States in such case 
made and provided, and with the regulations prescribed by 
the Commissioner of Patents: and said trade-mark was, on 
the twenty-ninth day of November, 1921, duly registered in 
the United States Patent Office; and the certificate of regis¬ 
tration of said trade-mark Xo. 148,928 was issued to the 
defendant, Georg Jensens Sdlvsmedie A/S, in the name of 
the United States of America, under the seal of the Patent 
Office, and signed by the Commissioner of Patents as will 
more fully appear from a certified copy of said certificate 
Xo. 148,928 attached hereto and marked Exhibit 7: that, 
before the issuance of said certificate of registration No. 
148,928, the applicant, said Georg Jensens Splvsmedie A/S. 
designated, by a notice in writing filed in the United States 
Patent Office, Herbert R. Kerslake, 900 F St. X. W. Wash., 
D. C. as the person residing within the United States 

13 on whom process or notice of proceedings affecting 
the 'right of ownership of the trade-mark brought 

under the provisions of the trade-mark act or under other 
laws of the United States may be served with the same force 
and effect as if served upon the applicant or registrant in 
person as will more fully appear from a certified copy of 
the file wrapper and contents of the application Ser. No. 
142,079 for said registration Xo. 148,928 attached hereto 
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and marked Exhibit 8, whereby said Herbert R. jKerslake 
became the agent of all the defendants herein with respect 
to said trade-mark: that in the declaration forming part of 
the application Ser. No. 142,079 for said U. S. registration 
No. 148,928, the applicant, Georg Jensens Sblvsm^die A/S, 
alleged, as shown by the certified copy of the file wrapper 
and contents of said U. S. registration No. 148,928, Exhibit 
8, that the trade-mark of said application Ser. Nq. 142,079 
had been registered on September 20, 1919 in Denmark as 
No. 741 and filed in said application Ser. No. 142,oj79 a copy 
of said alleged Danish registration No. 741: and that the 
trade-mark of said U. S. registration No. 148,92$ and the 
trade-marks of plaintiff’s U. S. registrations Nos. 292,638 
and 293,530 hereinbefore referred to are interfering regis¬ 
tered trade-marks: 

14. That, on information and belief, the defendant Georg 
Jensens Sblvsmedie A/S did not reveal to said Frederik 
Limning the existence of said trade-mark registration No. 
148,928 either prior to or at the time of signing ally of said 
contract s and said Frederik Lunning and plaintiff were igno¬ 
rant of said registration No. 148,928 until many y^ars later, 
i. e., until 1931, when, during the prosecution of j;he appli¬ 
cation for plaintiff’s registration No. 293,530 the Patent 
Office cited said registration No. 148,928] he, said 
14 Frederik Lunning, and plaintiff first became aware 
of its existence; that, verily believing itielf to be 
1 he owner of the trade-mark of registration No. 148,928, 
plaintiff, when said registration was cited by the Patent 
Office, claimed ownership thereof: that subsequently, in 
1932, plaintiff was informed and believes that the defend¬ 
ant Georg Jensens Sblvsmedie A/S did not renew Danish 
registration No. 741 when it expired on September 20, 1929 
and that said Danish registration No. 741 was [expunged 
from the Danish register as will appear more fyillv from 
the certified copy of said Danish registration Embodying 
an extract from said Danish register and verified English 
translation thereof attached hereto and marked ^Exhibit 9: 
that the trade-mark of Danish registration No. 741 and 
the trade-mark of said U. S. registration No. 148,928 are 
the same as will more fully appear from the certified copy 
of said Danish registration No. 741, Exhibit 9, and from 
the certified copy of said U. S. registration No. 148,928, 
Exhibit 7, hereinbefore referred to: that, on information 
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and belief, at the time of its application for said United 
States registration No. 148,928, the defendant and regis¬ 
trant of registration No. 148,928, Georg Jensens Sblvs- 
niedie A/S, was not domiciled and did not have a manu¬ 
facturing establishment within the territory of the United 
States, and never has been and is not now so domiciled 
and never had and has not now a manufacturing estab¬ 
lishment within the territorv of the United States and 

* 


therefore said Georg Jensens Sblvsmedie A/S derived its 
right to apply in the United States for registration of trade¬ 
mark No. 148,928 solely from its Danish registration No. 
741 for the same mark; that said Danish registration No. 
741 expired on September 20, 1929 and was not renewed; 
and that the trade-mark of United States registra- 


15 tion No. 148,928 has ceased 1o be protected in Den¬ 
mark where it was registered previous to said U. S. 
registration No. 148,928 where the defendant Georg Jen¬ 
sens S^lvsmedie A/S was at the time of said application 
for registration No. 148,92S located, is now, and always 
has been located: and that therefore said United States 
xegistration No. 148,928 has ceased under the statutes of 
the United States to be in force and is null and void and 
of no effect: 

15. That notwithstanding that the defendant Georg Jen¬ 
sens Solvsmedie A/S assigned all its rights in the United 


States of America to plaintiff’s predecessor Frederik Lim¬ 
ning, and 1 through said Frederik Lunning to plaintiff, 
including United States registration No. 148,928, said de¬ 
fendant Georg Jensens Sblvsmedie A/S by failure to 
renew its Danish registration No. 741 and thereby keep 
said U. S. registration No. 148,928 in force, abandoned 
said U. S. registration No. 148,928 and thereby abandoned 
any and all claims it alleges to have had under said U. S. 
registration No. 148,928: wherefore said registration No. 
148,928 should be cancelled: 

16. That on information and belief, instigated thereto 
by the co-defendants said Georg Jensens Solvsmedie A/S, 
said Pedei* A. Pedersen, and said Thorolf Moller, and 
acting for itself and as the alter ego of, and agent of, said 
co-defendant Thorolf Moller, said Georg Jensen & Wendel 
A/S, falsely alleging itself to be the owner of the trade¬ 
mark, filed in the United States Patent Office on or about 
September 29, 1932 an application, Ser. No. 330,787, for 



GEORG JENSENS S0LVSMEDIE a/s ET AL. 


13 


registration of a trade-mark consisting of the letters GJ 
enclosed within a rectangular outline, for bracelets, 
brooches, and other jewelry for personal wear, 

16 not including watches, trays, teapots, coffeepots, 
dishes, plates, vases, jars, pitchers, sugarbasins, 

creamjugs, waterjugs, bowls, cups, center ornaments for 
tables, spoons, knives, forks, cigarette-cases, cigar-cases, 
signets or seals, jugs and mugs, tableware, toiletware and 
ornamental ware, all made of or plated with silver, gold, 
platinum, and other precious metals, and designated, by a 
notice in writing embodied in said application Ser. No. 
330,787, Herbert R. Kerslake No. 817 National Press 
Building, N. W. Washington, D. C. as a persoii residing 
within the United States on whom process or notice of 
proceedings affecting the right of ownership of said trade¬ 
mark brought under the provisions of the trade-mark act 
or under other laws of the United States may be served 
with the same force and effect as if served upon the ap¬ 
plicant or registrant in person, as will more fully appear 
from the certified copy of the file wrapper ancj contents 
of said application Ser. No. 330,787 attached hereto and 
marked Exhibit 10, whereby said Herbert R. Keprslake be¬ 
came the agent of all the defendants herein with respect 
to said trade-mark: 

17. That on information and belief, instigated thereto 
by the co-defendants Georg Jensen & Wendel A/S and 
Thorolf Mdller, and acting under the direction bf the co¬ 
defendant Peder A. Pedersen, the defendant Georg Jen¬ 
sens Sdlvsmedie A/S, falsely alleging itself to be the 
owner of the trade-mark consisting of the letters or in¬ 
itials GJ in monogrammic form, said monogram being 
enclosed in a rectangular outline, filed in the United 
States Patent Office on or about October 19, 1932 an ap¬ 
plication, Ser. No. 331,369, for registration of said trade¬ 
mark for bracelets, brooches, and other jewelry for per¬ 
sonal wear, not including watches, tray^, teapots, 

17 coffeepots, dishes, plates, vases, jars, | pitchers, 
sugarbasins, creamjugs, waterjugs, boids, cups, 

center ornaments for tables, spoons, knives, forks, ciga¬ 
rette-cases, cigar-cases, signets or seals, jugs find mugs, 
tableware, toiletware and ornamental ware all made of or 
plated with silver, gold, platinum, and other precious 
metals, and designated, by a notice in writing enjibodied in 
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said application Ser. No. 331,369, Herbert R. Kerslake, 
National Press Bldg. N. W. Washington, D. C. as a person 
residing within the United States on whom process or 
notice of proceedings affecting the right of ownership of 
said trade-mark brought under the provisions of the 
trade-mark act or under other laws of the United States 
may be served with the same force and effect as if served 
upon the applicant or registrant in person, as will more 
fully appear from the certified copy of the file wrapper 
and contents of said application Ser. No. 331,369 attached 
hereto and marked Exhibit 11, whereby said Herbert R. 
Kerslake became the agent of all the defendants herein 
with respect to said trade-mark: 

IS. That plaintiff and, on information and belief, its 
predecessor in business Frederik Lunning have sold no gold 
and silver articles and jewelry other than said gold and 
silver articles and jewelry specified in said contracts recited 
in paragraph 6; that the amount of the purchases by plain¬ 
tiff and its predecessor from the defendant Georg Jensens 
Sblvsmedie A/S within the prescribed time limit provided 
in said contracts is greater than said contracts required; 
that plaintiff and its predecessor have paid to defendant 
Georg Jensens Sblvsmedie A/S the prices asked of them 
for said gold and silver articles and jewelry; that 
18 plaintiff and its predecessor in these and every other 
way have in good faith complied with all the terms 
of said contracts; and that said contracts have always been, 
and are now, in full force and effect and are now irrevo¬ 
cable : 

19. That on information and belief the alleged trade¬ 
marks of said applications Ser. Nos. 330,787 and 331,369 
for registrations filed, as set out in paragraphs 16 and 17 
hereof, ini the United States Patent Office respectively by 
the co-defendants said Georg Jensen & Wendel A/S and 
said Georg Jensens Sblvsmedie A/S each comprise the let¬ 
ters GJ aid that said alleged trade-marks are respectively 
indicative of and equivalent to the trade-mark Georg Jen¬ 
sen and equivalent to the symbolical letters GI and Gi and 
are intended by said applicants Georg Jensen & Wendel 
A/S and Georg Jensens Sblvsmedie A/S, co-defendants 
herein, to be so understood, and are so understood, by the 
trade and public in the United States of America, that the 
letters GJ of the alleged trade-mark of said application Ser. 
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No. 330,787, as will more fully appear from the drawing 
of Exhibit 10, are in substantially the same peculiarly dis¬ 
tinctive type of the initial letters G and J of the name 
Georg Jensen that plaintiff employs in the door j signs of 
its salesrooms in New York and in window signs distrib¬ 
uted by plaintiff throughout the United States fc|r use in 
shops where the goods of plaintiff are sold, as \fill more 
fully appear from photostats of said door and window signs 
attached hereto and marked Exhibit 12, Parts A and B, and 
which peculiar lettering is associated in the United States 
of America in the mind of the public with plaintiff’s busi¬ 
ness, name and goods and plaintiff verily believes that such 
peculiar type has been employed in said alleged 
19 trade-mark by said defendant Georg Jenseii & Wen- 
del A/S for that reason: that the monogijam com¬ 
prising the letters GJ of the alleged trade-mark of said ap¬ 
plication Scr. No. 331,369 is substantially identical in de¬ 
sign and lettering with the monogram of those letters GJ 
used by plaintiff, as more fully appears from Eixhibit 3, 
part 5 and the drawing of Exhibit 11, which monogram is 
associated in the United States in the mind of the public 
with plaintiff’s goods and for that very reason, plaintiff be¬ 
lieves, said monogram in such design and lettering] has been 
employed in said alleged trade-mark by the defendant 
Georg Jensens Solvsmcdie A/S: that said attempts to reg¬ 
ister said alleged trade-marks are an invasion of plaintiff’s 
rights in and to the ownership of the trade-mark^ here in 
controversy and have been made, plaintiff verily 
with intent and effect to impair plaintiff’s rights 
will in the trade-marks here in controversy and to impair 
and deprive plaintiff of the protection plaintiff nc 
in and under said trade-marks and trade-mark 
tions Nos. 292,638 and 293,530: 

20. That notwithstanding said agreements herein recited 
in paragraph 6 and plaintiff’s exclusive rights thereunder, 
and well knowing all the facts recited in paragraph 14 in 
respect to said Danish registration No. 741 and said United 
States registration No. 148,928, and fraudulently tjaking ad¬ 
vantage of the statutory prima facie evidence of (Ownership 
afforded by said registration No. 148,928, and acting for 
itself and under the direction of and as the agqnt of the 
co-defendant Peder A. Pedersen, and instigated thereto by 


a 
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the co-defendant said Peder A. Pedersen said Tho- 

20 rolf M0ller and said Georg Jensen & Wendel A/S, 
acting for itself and as the alter ego of, and agent 

of, the co-defendant said Thorolf Miller, the defendant 
Georg Jensens Sdlvsmedie A/S has asserted, and is now 
asserting, ownership of said U. S. registration No. 14S,928 
and statutory rights in the United States thereunder; that 
such assertions are, in view of the alleged facts set out in 
paragraph 14 hereof, made in bad faith and plaintiff verily 
believes with intent to impair and deprive the plaintiff of 
the protection plaintiff now enjoys under said trade-marks 
here in controversy and under plaintiff’s said trade-mark 
registrations Nos. 293,530 and 292,638 and otherwise: and 
to that end said defendant Georg Jensens Sdlvsmedie A/S 
has attempted to persuade the United States Patent Office 
to cancel plaintiff’s said trade-mark registration No. 293,- 
530: 

21. On information and belief, that notwithstanding 
plaintiff’s exclusive rights in the United States and plain¬ 
tiff’s ownership of the trade-marks here in controversy and 
in opposition to plaintiff’s said business, and in violation of 
said agreements recited in paragraph 6 hereof, the defend¬ 
ant Georg Jensen & Wendel A/S acting for itself and as 
the alter ego of, and agent for, the co-defendant Thorolf 
Miller lias invaded plaintiff’s exclusive territory and has 
offered to sell and at prices below plaintiff’s selling price 
and has so sold said gold and silver articles and jewelry 
carrying the trade-marks here in controversy all without 
authority of plaintiff and against plaintiff’s protests; and 
said defendant Georg Jensens Sdlvsmedie A/S acting as 
the agent of the co-defendant Georg Jensen & Wendel A/S 
has shipped said goods carrying said trade-marks at the 
request and on the orders of the co-defendant Georg 

21 Jensen & Wendel A/S to others in the Uinted States 
than plaintiff and without plaintiff’s authority and 

against the protests of plaintiff; and that said defendants 
have unlawfully used said trade-marks on goods in inter¬ 
state commerce without authority of applicant, against its 
protest and in infringement of plaintiff’s exclusive rights 
under said trade-marks and said trade-mark registrations 
Nos. 293,530 and 292,638 and said agreements and said de¬ 
fendants Georg Jensen & Wendel A/S and Georg Jensens 
Sblvsmedie A/S in writing have admitted such use; and 
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that said defendant George Jensen & Wendel A/S, so act¬ 
ing for itself and as the alter ego of, and agent for, the co- 
defendant Thorolf Mpller, has circulated propaganda in 
the United States of America prejudicial to thp business 
of plaintiff all, plaintiff verily believes, with intent to im¬ 
pair plaintiff’s ownership of said trade-marks ind plain¬ 
tiff’s good-will in said business and said trade-marks and 
to render plaintiff’s business unprofitable to plaintiff: that 
said defendant Georg Jensen & Wendel A/S, soj acting as 
aforesaid in this paragraph 21, when plaintiff took such 
steps as it could to prevent the defendant Georg Jensen & 
Wendel A/S from breaking in and absorbing plaintiff’s 
business and tried to stop such shipments to this country, 
has made such false representations to purchasers as to 
mislead said purchasers to believe that the trjade-marks 
here in controversy are the trade-marks of said defendant 
Georg Jensen & Wendel A/S and that the said defendant 
Georg Jensen & Wendel A/S is experiencing some trouble 
in respect to said trade-marks at the hands of plaintiff 
thereby impairing plaintiff’s good-will and prestige and 
clouding in the mind of the public plaintiff’s ownership of 
said trade-marks; that as a result of the propaganda cir¬ 
culated in the United States by Georg Jensen & 
22 Wendel A/S a false impression is being- and has 
been created in the minds of many that plaintiff is 
the representative of, and plaintiff’s salesrooms are merely 
show rooms for, said defendant Georg Jensen j& Wendel 
A/S and many are visiting plaintiff’s salesrooms, taking 
the time of plaintiff’s salesclerks to make selections, and 
otherwise using the facilities of plaintiff’s business estab¬ 
lishment and then purchasing the articles so selected of 
said defendant Georg Jensen & Wendel A/S all by di¬ 
rection of and with the knowledge of said Georg Jensen & 
Wendel A/S and to the loss and injury of plaintiff and to 
the impairment of plaintiff’s rights in and ownership of 
the trade-marks here in controversy in the United States 
of America: that in unlawfully offering to sell and selling 
said gold and silver articles and jewelry in the United 
States of America carrying the trade-marks her0 involved 
said defendant Georg Jensen & Wendel A/S ha^ infringed 
plaintiff’s rights in said trade-marks and trade-mark reg¬ 
istrations Xos. 292,638 and 293,530; and in so shi pping said 

2—6392a 
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gold and silver articles and jewelry to others in the United 
States of America, and at the request of others than plain¬ 
tiff, said defendant Georg Jensens S0lvsmedie A/S has 
contributed to infringement of plaintiff’s rights in said 
trade-marks and trade-mark registrations Nos. 292,638 and 
293,530; and that Georg Jensen & Wendel A/S, as the alter- 
ego and agent of the co-defendant Thorolf M0ller, is bound 
by the covenant of said contracts not to sell said gold and 
silver articles and jewelry in the United States of America 
except only as agent for plaintiff’s predecessor, Frederik 
Lunning, his personal representatives or assigns, and there¬ 
fore plaintiff as the successor and assignee of said Frederik 
Lunning is 1 entitled to the profit of said Georg Jensen & 
Wendel A/S on all said sales and business in the 
23 United States of America: and anv use of any of the 
trade-marks here involved by any of the defend¬ 
ants in connection with commerce in, to or with the United 
States of America being unlawful under said contracts can¬ 
not establish any trade-mark rights in said defendants or 
any of them: 

22. On information and belief, that the co-defendants 
Georg Jensens Sblvsmedie A/S and Peder A. Pedersen 
have conspired together to harass plaintiff in its said busi¬ 
ness and in its use of said trade-marks and to that end said 
co-defendants Georg Jensens Sblvsmedie A/S and Peder A. 
Petersen, bach as the agent for the other, have resorted to 
the unethical means of inducing and employing a man and 
have caused him to send, to plaintiff, fictitious orders for 
silver articles that it was known to said co-defendants 
plaintiff did not have in stock and could not obtain from 
Denmark wfithin the time limit for delivery specified in said 
orders and subsequently employed, caused and induced 
said man as their agent to seek employment with and enter 
the employ of plaintiff which said man did without reveal¬ 
ing his relations wfith said co-defendants Georg Jensens 
Sblvsmedie A/S and Peder A. Pedersen and instructed said 
man to surreptitiously find out all about plaintiff’s business 
and selling- prices and make periodical reports of such find¬ 
ings to said co-defendants, and said man unlawfully did 
make such periodical reports and unlawfully sent to said 
co-defendants copies of plaintiff’s price-lists: that said de¬ 
fendant Georg Jensens Sblvsmedie A/S acting for itself 
and at the instigation of said defendant Peder A. Pedersen 
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has ignored plaintiff’s protests against thq wrongful 

24 activities of the co-defendants Georg iJensen & 
Wendel A/S and Thorolf Miller herein c|omplained 

of, and ignored plaintiff’s requests to said defendant Georg 
Jensens Sdlvsmedie A/S to compel said co-defendants 
Thorolf Mpller and Georg Jensen & Wendel A/jS to cease 
such wrongful activities; all with the intent, purpose and 
result of unlawfully damaging plaintiff in his said business 
and unlawfully disturbing his rights and ownership in and 
1 o said trade-marks: 

23. That on information and belief the defendant, Georg 
Jensen & Wendel A/S deals in Denmark for itself and as 
the alter ego of, and as the agent of, the co-defeindant said 
Thorolf Mqller in said gold and silver articles atad jewelry 
manufactured by the co-defendant Georg Jensens Sdlvs- 
medie A/S, under contracts between said co-defendant 
Georg Jensens Sdlvsmedie A/S and the co-defendant said 
Georg Jensen & Wendel A/S; and that whatever rights in 
Denmark said co-defendants Georg Jensen & A\fendel A/S 
and said Thorolf Mqller may claim to have in the trade¬ 
marks here in controversy or anv of them are derived from 
said co-defendant Georg Jensens Sblvsmedie A/S, and the 
co-defendants said Georg Jensen & Wendel A/jp, and said 
Thorolf Mqller and said Peder A. Pedersen, qs agent of 
said co-defendant Georg Jensens S0lvesmedie| A/S, are 
therefore parties interested under the registrant, said 
Georg Jensens Sblvsmedie A/S, of said interfering U. S. 
registration No. 148,928: 

24. On information and belief that, entirely aside from 
the assignments and estoppels of the contract^ with said 

Frederik Lunning set out in paragraph 6 hereof, 

25 neither of said defendants Georg Jensens Sdlvs- 
medie A/S or Georg Jensen & Wendel A/S, or any 

other of the co-defendants herein, has any right jto registra¬ 
tion in the United States Patent Office of anv trade-mark 
that thev have not registered in Denmark; but hven should 
they or any of them own Danish registrations of any of the 
trade-marks here involved, they, and each ot! them, are 
estopped from ownership in the United States |of America 
of any of said trade-marks and from registering them in the 
United States Patent Office by said contract^ recited in 
paragraph 6 and entered into with said Frederik Lunning, 
all rights to and under which have now accrued jto plaintiff; 
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and that the defendants said Georg Jensens S0lvsmedie 
A/S, said Peder A. Pedersen, said Thorolf Miller and said 
Georg Jensen & Wendel A/S, as the alter ego of, and as the 
agent of said Thorolf M0ller, are each and every of them 
estopped by said contracts recited in paragraph 6 hereof 
and entered into with said Frederik Limning, all rights to 
and under which have now accrued to plaintiff, from owner¬ 
ship, direct or indirect, in any business, good-will, trade¬ 
marks and trade-names in the United States of America in 
connection with said gold and silver articles and jewelry; 
and said defendants, and each and every of them, by said 
contracts recited in paragraph 6 hereof abandoned to plain¬ 
tiff’s predecessor, Frederik Lunning, any and all rights and 
claims in and to anv business and good-will in the United 
States of America in connection with said gold and silver 
articles and jewelry and any and all rights and claims of 
ownership in and to the trade-marks involved herein that 
thev or anv of them may have had: 

26 25. On information and belief that, with intent and 

purpose of aiding the co-defendant said Georg 
Jensen & Wendel A/S to unlawfully sell goods in the United 
States of America in competition with plaintiff in contra¬ 
vention of said contracts Exhibit No. 1, and of plaintiff’s 
rights therein, said defendant Georg Jensens S0lvsmedie 
A/S has since about the latter part of 1932 or early part 
of 1933 been shipping into the United States to others 
than plaintiff for, and has been furnishing for shipment 
into the United States to, said co-defendant Georg Jensen 
& Wendel A/S and said co-defendant Georg Jensen & Wen- 
del A/S has been so shipping into the United States, all 
without the consent and against the protests of plaintiff, 
said goods identical with the goods sold by plaintiff and 
carrying the trade-marks in forms other than those pre¬ 
viously used but readily recognizable by the public in the 
United States of America as marks identifying the goods 
sold by plaintiff, with the intent and purpose of injuring 
plaintiff’s business and trade-mark rights by leading the 
public to believe that they can obtain goods identical with 
plaintiff’s goods without the trade-marks in the forms used 
by plaintiff although plaintiff continues to sell its goods 
under said trade-marks, and to establish a basis for sus¬ 
taining the applications, Serial Nos. 330,787 and 331,369, 
for registration of said other forms of said trade-mark 
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filed in the United States Patent Office by the co-defendants 
said Georg Jensens Solvsmedie A/S and said Georg Jen¬ 
sen & Wendel A/S, all to the great injury and damage of 
the plaintiff’s business and plaintiff’s tfade-mark 

27 rights which have accrued to plaintiff ujnder said 
contracts and by the adoption and use of said trade¬ 
marks in interstate commerce in the United State^ of Amer¬ 
ica by plaintiff and its predecessor as aforesaid: 

26. On information and belief, that said defendant Georg 
Jensen & Wendel A/S is the alter ego of, and agbnt of the 
co-defendant Thorolf M0ller; that said co-defendant 
Thorolf M0ller is the principal stockholder, managing di¬ 
rector and moving spirit of said co-defendant Georg Jensen 
& Wendel A/S; that said defendant Georg Jensens S0lv- 
smedie A/S is the alter ego of, and agent of, shid co-de¬ 
fendant Peder A. Pedersen; and that said Peder |A. Peder¬ 
sen is the principal stockholder, managing director and 
moving spirit of said Georg Jensens S0lvsmedie jA/S; that 
all and each of said defendants have conspired together by 
the wrongful acts herein complained of to invacjle the ex¬ 
clusive rights of plaintiff, to impair the prestige of said 
trade-marks and plaintiff’s ownership therein, and to ren¬ 
der plaintiff’s business thereunder unprofitable for the 
purpose of inducing plaintiff to relinquish its exclusive 
rights and ownership of said trade-marks in the United 
States of America; and, to that end, said defendant Georg 
Jensens S0lvsmedie A/S, acting for itself and as; the alter 
ego of, and as the agent of, and instigated theretp by, said 
co-defendant Peder A. Pedersen, has aided, abutted and 
encouraged the co-defendants said Georg Jensen j& Wendel 
A/S and said Thorolf M0ller in said conspiracy/to violate 
plaintiff’s trade-mark rights and ownership thereof, and 
plaintiff’s exclusive territory, to undersell plaintiff 

28 and in other wrongful acts herein complained of, 
and, by acting as the agent of said co-defendant 

Georg Jensen & Wendel A/S, in shipping direct to parties 
in the United States other than plaintiff or plaintiff’s 
predecessor and without authority from plaintiff or plain¬ 
tiff’s predecessor said goods and by condoning and failing 
to prevent and stop the herein complained of wrongful 
activities of said co-defendants Georg Jensen & Wendel 
A/S and Thorolf M0ller: and said Georg Jensen & Wen¬ 
del A/S acting for itself and as the alter ego of, and agent 
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of, said co-defendant Thorolf M0ller and at the instigation 
of said Thorolf Mdller, has aided and abetted said co¬ 
defendant Georg Jensens Sdlvsmedie A/S and said co-de¬ 
fendant Peder A. Pedersen in said conspiracy by invasion 
of plaintiff’s exclusive territory and trade-mark rights and 
ownership thereof, by selling and advertising said goods 
in the United States of America, and at prices lower than 
the selling prices of plaintiff, and by circulating propa¬ 
ganda in the United States of America to the prejudice of 
plaintiff’s prestige and rights under said trade-marks here 
in controversy and plaintiff’s ownership thereof and to 
the prejudice of, and in opposition to, plaintiff’s business: 
all to the irreparable loss and injury of plaintiff. 

29 Prayer. 

For as much as plaintiff can have no adequate remedy 
except in a Court of Equity, plaintiff prays: 

1. Writs of subpoena directed to said defendants Georg 
Jensens Sdlvsmedie A/S, Georg Jensen & Wendel A/S, 
Thorolf Mqller, and Peder A. Pedersen commanding them 
and each of them to appear and answer this bill of com¬ 
plaint but not under oath, the oath being waived, and to 
perform and abide by such order and decree herein as to 
the Court may seem just: 

2. A decree adjudging that plaintiff is the owner of the 
trade-marks or trade-names Georg Jensen and Jensen, 
alone, or in combination with other matter including a sur¬ 
rounding line or an enclosing geometrical figure, or a 
plurality of dot forms surrounding said words Georg Jen¬ 
sen or Jensen in elliptical or other geometric arrangement, 
with or without an outer line running parallel to the ar¬ 
rangement of said dot forms, and with or without a sur¬ 
mounting crown; and of any letter or letters, and any initial 
or initials indicative or symbolic of the trade-marks or 
trade-names Georg Jensen or Jensen in monogrammic or 
any other form including J, GJ, GI, Gi, alone, or in com¬ 
bination with other matter including a surrounding line or 
enclosing geometrical figure, or a plurality of dot forms 
surrounding said letter or letters, initial or initials, or 
monogram, in circular, or other geometric, arrangement 

with or without an outer enclosing line, and with or 

30 without a surmounting crown: and of a plurality of 

dot forms arranged in circular, elliptical, or other 
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geometric, arrangement with or without a surrounding outer 
line and with or without a surmounting crown, al0ne, or in 
combination with other matter: 

3. A decree adjudging United States trade-majrk regis¬ 
tration No. 148,928 in whole null and void and of no force 
and effect and ordering said certificate of registration to 
be delivered up by the defendant Georg Jensens S0lvsmedie 
A/S to the Commissioner of Patents for cancellation: 

4. A decree adjudging that the defendants Georg Jensens 
Sp'lvsmedie A/S, Georg Jensen & Wendel A/S, Thorolf 
Mbller and Peder A. Pedersen, or any of them, are not en¬ 
titled to register in the United States Patent (/ffice any 
trade-mark used on or in connection with the gold and 
silver articles and jewelry herein involved: 

5. A decree adjudging that the defendant Geor^ Jensens 
Sblvsmedie A/S is not entitled to register in the United 
States Patent Office the trade-mark of the application for 
registration Ser. No. 331,369, and an order enjoining, both 
provisionally and perpetually, said defendant G6org Jen¬ 
sens Sdlvsmedie A/S, its successors and/or asjsigns, its 
agents, representatives and attorneys, and each ind every 
of them, from further prosecuting in the United States 
Patent Office or elsewhere said application for registration 
of trade-mark Ser. No. 331,369, or any proceedings con¬ 
nected therewith, and requiring said defendant to withdraw 
and to abandon said application for registration Ser. No. 

331,369: | 

31 6. A decree adjudging that the defendant, Georg 

Jensen & Wendel A/S is not entitled to register in 
the United States Patent Office the trade-mark of applica¬ 
tion for registration Ser. No. 330,787, and an jorder en¬ 
joining, both provisionally and perpetually, said defendant, 
Georg Jensen & Wendel A/S, its successors anti assigns, 
its servants, agents, representatives and attorneys, and 
each and every of them, from further prosecuting in the 
United States Patent Office or elsewhere said application 
for registration of trade-mark Ser. No. 330,78[7, or any 
proceedings connected therewith and requiring said de¬ 
fendant to withdraw and abandon said application for reg¬ 
istration Ser. No. 330,787: 

7. A decree adjudging that the contracts, recited in para¬ 
graph 6 of this bill of complaint, dated January 30, 1923, 
August 31, 1923, April 13, 1926, and the assignment, recited 

l 
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in said paragraph 6 dated June S, 1928, are valid and of 
full force and effect and binding on the parties hereto, their 
successors, assigns and personal representatives; and an 
order enjoining said defendants, Georg Jensens Sblvsmedie 
A/S, Georg Jensen & Wendel A/S, their successors and as¬ 
signs, Thorolf Mdller and Peder A. Pedersen, their per¬ 
sonal representatives, and their servants, agents, attorneys 
and workmen, and all those in privity with said defendants, 
and each and every of them, both provisionally and per¬ 
petually, from doing any acts in contravention thereof or 
in anv wav interfering with the rights, trade-marks and 
business thereby secured to plaintiff, or in opposition or 
prejudicial to the business of plaintiff: 

32 8. An order enjoining, both provisionally and per¬ 

petually, said defendants, Georg Jensens Sblvsmedie 
A/S, Georg Jensen & Wendel A/S, their successors and 
assigns, Thorolf Mbller and Peder A. Pedersen, their per¬ 
sonal representatives, and their servants, agents, attorneys 
and workmen, and all those in privity with them, and each 
and every of them, from directly or indirectly employing 
in advertising in the United States of America or on goods 
in, or to be shipped or carried to, the United States of 
America the trade-marks Georg Jensen, Jensen, J, GJ, 
GI, Gi, in any form including monograms thereof, alone, 
or in combination with other matter including, a surround¬ 
ing line or an enclosing geometrical figure, or a plurality 
of dot forms and/or a surrounding outer line with or with¬ 
out a surmounting crown: or any mark comprising a plural¬ 
ity of dot forms of any character, including circular, 
spherical or pendant forms, in any geometric, including 
circular and elliptical, arrangement, or such forms in sucli 
arrangement with an enclosing outer line and with or with¬ 
out a surmounting crown, alone, or in combination with 
other matter: 

9. An order enjoining, both provisionally and perpetu¬ 
ally, the defendants, Georg Jensens Sdlvsmedie A/S, Georg 
Jensen & Wendel A/S, their successors and assigns, Thorolf 
M0ller and Peder A. Pedersen, their personal representa¬ 
tives, and their servants, agents, attorneys and workmen, 
and all those in privity with them, and each and every of 
them, front selling in, or shipping to, the United States of 
America, to any person other than plaintiff or those desig- 
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nated in writing by plaintiff, said gold or ^ilver ar- 

33 tides and jewelry; or gold or silver articles and 
jewelry bearing the trade-marks of plaintiff’s regis¬ 
trations Nos. 292,638 and 293,530, or either of them; or 
gold or silver articles and jewelry bearing the trade-marks 
of United States applications for registrations Nos. 330,- 
787 and 331,369, or said gold and silver articles and jewelry 
bearing the trade-marks Georg Jensen, Jenser(, J, GJ, 
GI, Gi, in any form including monograms, alone, c(r in com¬ 
bination with other matter including a surrounding line or 
an enclosing geometrical figure, or a plurality of dot forms 
surrounding any of said marks in circular or elliptical ar¬ 
rangement with or without an outer line running parallel 
to the arrangement of said dot forms, and with or without 
a surmounting crown; or any trade-mark comprising a 
plurality of dot forms of any shape, including circular, 
spherical, and pendant, dot forms, in any geometrical, in¬ 
cluding circular and elliptical, arrangement, with or with¬ 
out an enclosing outer line and with or without a surmount¬ 
ing crown, alone, or in combination with each other or 
other matter; and from in any manner advertising or offer¬ 
ing to sell or to ship for importation to the United States 
said gold and silver articles and jewelry; and frojn stating, 
representing or advertising that plaintiff is thej agent of 
said defendants, or either of them, or that said defendants, 
or any of them, can and will sell for importatioh into the 
United States goods similar to or identical with goods dealt 
in by plaintiff; and from advertising or stating f!hat goods 
similar to or identical with goods dealt in by plaintiff can 
be purchased of them or any of them, or at prices less or 
other than those fixed by plaintiff; and from ojffering to 

sell said goods for importation into the Unilted States 

34 at prices other than those fixed by plaintiff; and 
from advertising, suggesting, stating or indicating 

in any manner that goods identical with and similar to those 
dealt in by the defendant, said Georg Jensen j& Wendel 
A/S, or any other of said defendants, can be seep in plain¬ 
tiff’s salesrooms; and from in any manner inducing or caus¬ 
ing others to take up the time of plaintiff’s salesmen, or 
use plaintiff’s salesrooms or other facilities of plaintiff’s 
establishment in New York, to promote the unlawful sales 
and competition of said defendant, Georg Jensenj & Wendel 
A/S, or any other of said defendants: 
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10. An order enjoining, both provisionally and perpetu¬ 
ally, the defendants, George Jensens Sdlvsmedie A/S, 
Georg Jensen & Wendel A/S, their successors and assigns, 
Thorolf Mdller and Peder A. Pedersen, their personal rep¬ 
resentatives, and their servants, agents, attorneys and 
workmen, and all those in privity with them, and each and 
everv of them, from directlv or indirectlv, doing any act or 
instituting or prosecuting any proceedings in the United 
States Patent Office or elsewhere in the United States for 
the purpose of interfering with or depriving plaintiff of 
the protection enjoyed by plaintiff to which plaintiff is en¬ 
titled under the trade-mark or other laws of the United 
States: 

35 11J A decree adjudging that the defendants, Georg 

Jensens Sdlvsmedie A/S, George Jensen & Wendel 
A/S, Thorolf Mdller and Peder A. Pedersen, and each and 
every of them, have violated and infringed, and have con¬ 
tributed to violation and infringement of, plaintiff’s ex¬ 
clusive rights in and ownership of said trade-marks here in 
controversy secured and accrued to plaintiff by and under 
said contracts and said assignment recited in paragraph 
6 of this bill of complaint and by plaintiff’s adoption and 
use of said trade-marks: and an order, both provisional 
and perpetual, enjoining said defendants, Georg Jensens 
Sdlvsmedie A/S, Georg Jensen & Wendel A/S, their suc¬ 
cessors and assigns, Thorolf Mpller and Peder A. Pedersen, 
their personal representatives, and their servants, agents, 


attorneys and workmen, and all those in privity with them, 
and each and every of them, from infringing or violating, 
or contributing to infringement or violation of, the exclu¬ 
sive rights secured and accrued to plaintiff by and under 
said contracts and said assignment and by plaintiff’s adop¬ 


tion and use of said trade-marks: 


12. An order, both provisional and perpetual, enjoining 
said defendants, Georg Jensens Sdlvsmedie A/S, Georg 
Jensen & Wendel A/S, their successors and assigns, Thorolf 
Mdller and Peder A. Pedersen, their personal representa¬ 
tives, and their servants, agents, attorneys and workmen, 
and all those in privity with them, and each and every of 
them, from conspiring with each other or with others to 
injure or to interfere with plaintiff’s rights in and owner¬ 
ship of said trade-marks or to injure, interfere with, op¬ 
pose, or do anything prejudicial to plaintiff’s said busi¬ 


ness: 
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36 


to 


13. A decree adjudging that the defendant Geor 
Jensen & AYendel A/S has infringed, and jthat the 
defendants, Georg Jensens Sblvsmedie A/S, Thoi|olf M01- 
ler and Peder A. Pedersen and eash and every of them 

* i 

have contributed to infringement of plaintiff’s ifights in 
said trade-marks and trade-mark registrations Nod. 292,638 
and 293,530: and an order, both provisional and perpetual, 
enjoining said defendants, Georg Jensens Sblvsmedie A/S, 
Georg Jensen & Wendel A/S, their successors and assigns, 
Thorolf M0ller and Peder A. Pedersen, their personal rep¬ 
resentatives, and their servants, agents, attorneys and 
workmen, and all those in privity with them, and each and 
every of them, from infringing or violating, or contribut¬ 
ing to infringement or violation of, plaintiff’s rights in 
said trade-marks and trade-mark registrations ^ T os. 292,- 
638 and 293,530, or either of them: j 

14. Such other and further relief in the premises as the 
equity of the case may require and to the Court nliav seem 
meet and just. 

GEORG JENSEN HANDMADE SILVE^ INC., 
By FREDERIK LUNNING, 

President . 

AXEL V. BEEKEN, ! 

Attorney and of Counsel for Plaintiff, 

1144 National Press Building, Washington, D. C. 

State of New York, j 

County of Neiv York, ss: j 

On this 11th day of January, 1934, before me personally 
appeared Frederik Lunning, who being by me duly sworn 
as to the truth of the allegations made in the above bill of 
complaint, says that he is the president of Georg Jensen 
Handmade Silver Inc., the plaintiff above named ; that he 
has read the foregoing bill of complaint and knows the con¬ 
tents thereof; and that the same is true of his own knowl¬ 
edge excejjt as to the matters therein stated on information 
and belief and as to those matters he believes them to be 
true. 

BERTHA S. BECKER, 

Notary Public, Neiv York County. 

N. Y. Co. Clk’s No. 571. Reg. No. 5-B-739. Term expires 
March 30, 1935. 
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37 Exhibit 1, Part A. 

Copy of Agreement of August 31, 1923. 

This agreement, made and executed this 31 th day of 
August 1923, by and between the Georg Jensen Silversmith 
Corporation, a corporation duly organized under the laws 
of the Kingdom of Denmark, hereinafter called the party 
of the first part, and P. A. Pedersen of Copenhagen, Den¬ 
mark, and Thorolf Mpllcr of Oestrupgaard, Denmark, 
hereinafter called the parties of the second part, and Fred- 
erik Lunning of Odense, Denmark, hereinafter called the 
party of the third part, and Georg Jensen of Copenhagen, 
Denmark, hereinafter called the party of the fourth part, 
Whereas' the party of the first part is engaged in the 
manufacture and sale of gold and silver articles and jewelry 
and is desirous of establishing a market for the sale thereof 
in the United States of America; and ! 

Whereas the said Georg Jensen, party of the fourth part 
has heretofore for a valuable consideration granted and 
conveyed to the said Georg Jensen Silversmith Corpora¬ 
tion, party of the first part for ever the exclusive right, 
license, and privilege of using all designs made by him 
and which mav be made bv him in the future in the raanu- 
facture of gold and silver articles and jewelry, the use of 
his name in connection therewith together with all patents, 
trade names and trade marks, and the exclusive right to sell 
all gold and silver articles and jewelry made by him per- 
sonwallv or under his direction or which are made from 
designs made by him, anywhere and especially the ex¬ 
clusive right of sale thereof in the United States of Amer¬ 
ica, and 

38 Whereas the said Georg Jensen Silversmith Cor¬ 
poration the party of the first part, now possesses 

the said exclusive right to manufacture gold and silver arti¬ 
cles and jewelry made from designs made by the said Georg 
Jensen the exclusive use of all trade names and trade marks 
in connection therewith and the exclusive right of sale 
thereof everywhere and especially in the United States of 
America and has not heretofore conveyed such rights or 
interests therein to anyone. Now therefore witnesseth 
First: that the said party of the first part in considera¬ 
tion of one dollar paid by the party of the third part to the 
party of the first part and other good and valuable consid- 
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e ration, receipt of which is hereby acknowledged, has 
granted, bargained and sold, and by these presents does 
grant, bargain and sell unto the party of the tljird part 
his personal representatives and assigns, the exclusive 
right, license, and privilege of selling all the gold and silver 
articles and jewelry manufactured by it, from designs made 
by the said Georg Jensen or others, together with the use 
of all patents, trade names, and trade marks in connection 
therewith, in the following named territory, namblv: 

The United States of America, for the term cff twenty 
years from the date of this agreement, subject, however, 
to the conditions hereinafter contained. 

Georg Jensen Silversmith Corporation engage them¬ 
selves to deliver all stock to the United States of America 
with a reduction of 20% on the usual—at any time—ruling 
wholesale prices. 


Second: The party of the third part covenants and agrees 
to extend and develop the business of selling the s^id Georg 
Jensen gold, silver and jewelry in said territory, and that 
the sales from the said Georg Jensen Silversmith Corpora¬ 
tion to the third part- shall each year equal or exceed the 
amounts placed opposite such year in the following table: 

39 First year . 50.000 Kroner 

Second year . 70.000 “ 

Third year . 125.000 “ 

Fourth year. 200.000 “ 

Fifth year. 300.000 “ 

Sixth year . 340.0^0 “ 

Seventh year . 460.000 “ 

Eighth year . 600.000 “ 

Ninth year . 760.0(jo “ 

Tenth year . 940.0(}0 “ 


It is understood and agreed that if in any yeai^ the sales 
from the Georg Jensen Corporation to the third plart- shall 
fall below the amount specified in such schedule, the party 
of the first part shall be at liberty to cancel this agreement 
upon giving six months notice to the party of |the third 
part. It is also understood and agreed that if in any year 
the sales shall exceed the amount specified in jhe above 
schedule, the amount of the excess may be calculated in 
the amount of the sales of any flowing year. 
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Third: The party of the first part covenants and agrees 

(1) that all orders received from the party of the third 
part shall be executed promptly. 

(2) that all orders for stock on hand shall be shipped 
within eight days after the receipt of the order. 

(3) that all usual orders for stock for which designs have 
been made shall—when the Silversmitherv is not very much 

* f 

occupied—be shipped within four weeks after the receipt of 
the order. 

(4) that all orders for stock of a special design, not pre¬ 
viously executed, shall be shipped within a reasonable time. 

For the purpose of enabling the party of the third part, 
his personal representatives and assigns, to establish, ac¬ 
quire and enter upon, manage, conduct, continue, 
40 and carry on the business of selling the said gold 
and silver articles and jewelry manufactured by the 
said Georg Jensen Silversmith Corporation, its successors 
and assigns, the party of the first part does for itself, its suc¬ 
cessors and assigns, and the parties of the second and fourth 
parts do for their personal representatives and assigns, by 
these presents, covenant//, grant, promise and agree to and 
with the said party of the third part, his personal representa¬ 
tives and assigns, that from and after the execution of 
this agreement, they will not at any time for the period 
of twentv vears from and after the date hereof, either 
alone, or jointly with, or as agent for any person or per¬ 
sons, firms or corporations, except only as agent for said 
party of the third part hereunto, his personal representa¬ 
tives or assigns, and either directly or indirectly sell anv 
gold and silver articles or jewelry in the United States 
of America or to any person or firms for resale in the 
United States of America, nor set up, make, carry on or 
encouragb, or be engaged or interested in any opposition 
to the business established and to be established in the 
United States of America by the said party of the third 
part, his personal representatives and assigns, nor to do 
anything to the prejudice thereof. 

On the other hand, the third part-, his personal represent¬ 
atives, assigns or successors engage themselves neither 
direct or in connection with others nor as agent for who 
ever it may be, to sell or work for the sale of gold, silver- 
work or jewelry than the said Georg Jensen Silversmith 
Corporation, Copenhagen. 
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The third part-, his representatives, assigns, or [successors 
engage themselves not to liandl- Georg Jensen Silversmith 
Corporation’s gold-, silverwork or jewelry in oilier terri¬ 
tories or other countries than the United States cjf America 
unless written agreement has been signed witlli the firm 
Georg Jensen Silversmith Corporation, Copenhagen. 

In witness whereof, the party of the first part jias caused 
this agreement to be signed bv its officers thereunto dulv 
authorized, and its corporate seal to be affixed, and the 
parties of the second, third, and fourth part have 
41 hereunto set their hands and seals, the day and vear 
first above written. 

Sealed and delivered in the presence of— 

Party of the first part : 

GEORG JENSENS S0LV^MEDIE 
A/S, 

Ragnagade 7, Kobenhavn Str . 

(Signed) GEORG JENSEN. 

(Signed) P. A. PEDERSEN. 

(Signed) THOROLP HOLLER. 

Party of the second part: 

(Signed) THOROLF HOLLER. 

(Signed) P. A. PEDERSEN. 

Party of the third part: 

(Signed) FREDERIK LUNNING. 

Party of the fourth part: 

(Signed) GEORG JENSEN. 

(Here follows photo, side folio 42.) 

43 Exhibit 1, Part B. 

: 

Copy of Agreement of January 30, 1925. 

The 30th dav of January, 1925. 

Agreement made this 30th dav of January 1925 by and 
between the Georg Jensen Silversmith Corporation, a cor¬ 
poration duly organized under the laws of the kingdom of 
Denmark, hereinafter called the party of the fi^st part and 
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Frederick Limning* of Odense, Denmark and New York City, 
hereinafter called the party of the second part. 

Whereas, bv an agreement in writing* heretofore executed 
by the above parties and Georg* Jensen, P. A. Pedersen and 
Thorolf M0ller, said agreement being dated the 31st day of 
August 1923, the party of the first part, sold to the party of 
the party of the second part the exclusive right, license and 
privilege of selling all the gold and silver articles and 
jewelry manufactured by it, from designs made by Georg* 
Jensen or others, together with the use of all patents, trade 
names, and trade marks in connection therewith, in the 
United States of America for the term of twentv vears 
from the said 31st day of August 1923, and 


Whereas, the party of the second part is desirous of pur¬ 
chasing from the party of the first part, the said exclusive 
right, license and privilege of selling the said gold and sil¬ 


ver articles in the United States of America for a further 


period of eighty years; 


Wherefore, the party of the first part, in consideration of 
one dollar paid by the party of the second part to the party 
of the first part and other good and valuable consideration, 
receipt of which is hereby acknowledged, has granted, bar¬ 
gained and sold, and by these presents does grant, bargain 
and sell unto the party of the second part, his personal rep¬ 
resentatives and assigns, the exclusive right, license and 
privilege of selling all the gold and silver articles and 
jewelry manufactured by it and its successor or assigns, 
from designs made by Georg Jensen or others, together 
with the use of all patents, trade names and trade marks in 
connection therewith in the following named territory, 
namely: 


The United States of America, for the term of eighty 
years in addition to the said twenty years above referred to, 
making in all one hundred years from the thirty-first day of 
August 1923. 

It is further agreed that all the terms, covenants and con¬ 
ditions contained in the said agreement dated the thirty- 
first day of: August 1923, shall apply equally to the agree¬ 
ment for the additional period of eighty years. 

In witness whereof, the party of the first part has caused 
this agreement to be signed by its officers thereunto duly au- 
thorized and its corporate seal to be affixed, and the Party 
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of the second part has hereunto set his hand ancj. seal the 
dav and rear first above written. 

GEORG JENSENS S0LVSMEDIE A/S, 

Regnagade 7, Kobenhabn Str. 
(Signed) THOROLF MOLLER. 

(Signed) GEORG JENSEN. | 

(Signed) P. A. PEDERSENj 

(Signed) FREDERIK LUN«S T ING. 

(Here follow 2 photos, folios 44 and 45.) 

46 Exhibit 1, Part C. 

Copy of Agreement of April 13,1926. 

This agreement made and executed this 13 day i of April 
1926, by and between the Georg Jensen Silversmith Corpo¬ 
ration, a corporation duly organized under the laWs of the 
Kingdom of Denmark, hereinafter called the party of the 
first part, and P. A. Pedersen of Copenhagen, Denmark, 
and Thorolf M0ller of Oestrupgaard, Denmark, hereinafter 
called the parties of the second part, and Frederik Lunning 
of Copenhagen, Denmark and New York City, New York, 
hereinafter called the party of the third part arid Georg 
Jensen of Copenhagen, Denmark, hereinafter called the 
party of the fourth part: 

Whereas, heretofore and on or about the 31st day August 
1923, the above parties entered into an agreement whereby 
among other things the party of the third part for a valu¬ 
able consideration, was granted the exclusive and irrevo¬ 
cable right of selling all the gold and silver articles and 
jewelry manufactured by the party of the first part from de¬ 
signs and models made by the party of the fourth part and 
others, together with the use of all patents, trade names, 
and trade marks in connection therewith in th^ United 
States of America for the period of twenty yeaifs, which 
period was later extended by written agreement ffc>r a fur¬ 
ther period of eighty years, making in all a periqd of one 
hundred years; and 

Whereas, in said agreement, the party of the third part, 
the said Frederik Lunning among other things, covenanted 
and agreed to extend and develop the business of selling the 
said Georg Jensen silver and jewelry in said territory and 

3—6392a 
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that the sales from the Georg Jensen Silversmith Corpora¬ 
tion to the said party of the third part would equal or exceed 
the amounts set opposite such year in the following table: 


47 First Year . 
Second Year 

Third Year. 

Fourth Year .... 

Fifth Year . 

Sixth Year. 

Seventh Year .... 

Eighth Year. 

Ninth Year. 

Tenth Year. 


50,000 Kroner 
70,000 “ 

125,000 “ 

200,000 “ 
300,000 “ 

340,000 “ 

460,000 “ 

600,000 “ 
760,000 “ 

940,000 ‘ ‘ 


And Whereas, in said agreement the parties of the first, 
second and fourth parts, for the purpose of inducing and 
enabling the party of the third part to establish and main¬ 
tain such a business in the United States of America, did 
covenant, grant, promise and agree to and with the said 
party of the third part, that from and after the execution 
of the said agreement, they would not at anv time for a 
period of one hundred years, either alone, or jointly with, 
or as agent for any person or persons, firms or corporations, 
either directly or indirectly sell any gold or silver articles 
or jewelry in the United States of America or to any person 
or firms for resale in the United States of America, nor set 
up, make, carry on or encourage, or be engaged or interested 
in any business in opposition to the business established or 
to be established in the United States of America by the said 
party of the third part, nor do anything to the prejudice 
thereof; and 

Whereas, in said agreement, the party of the third part 
agreed not to sell silverware or jewelry other than that of 
the said Georg Jensen Silversmith Corporation and 

Whereas, on or about the 17th day of January 1926, the 
parties of the first, and fourth parts, without the knowledge 
or consent of the party of the third part, entered into a writ¬ 
ten agreement, whereby the contracts between the said par¬ 
ties of the first and fourth parts, dated on or about May 31, 
1916, May 11, 1920 and October 11, 1925 were can- 
48 celled and discontinued, and the party of the fourth 
part was permitted to manufacture and sell silver or 
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gold articles and jewelry created or designed by him and to 
establish a business for the sale of the same. 

Wherefore, in consideration of one dollar paid by the 
party of the third part to each of the other partibs hereto, 
and other good and valuable consideration, receipi of which 
is hereby acknowledged, it is agreed that the said agree¬ 
ment dated on or about August 31, 1925 be modified by per¬ 
mitting and allowing the party of the third part, his per¬ 
sonal representatives and assigns to purchase hnd to re¬ 
ceive on memorandum from the party of the fourth part, 
the said Georg Jensen his legal representatives or assigns 
all or any of the gold or silver articles or jewelry created, de¬ 
signed, manufactured or made by the said Georg Jpnsen, his 
legal representatives or assigns, to deal in, to sbll and to 
promote the sale thereof in all respects; and 

It is further agreed that that part of paragraph num¬ 
bered “Second” of said agreement dated August] 31, 1923, 
which sets forth the amount of silver to be purchased from 
the party of the first part by the party of the t^iird part, 
shall be modified as follows: 


Third Year. 100,000 Kroner 

Fourth Year .. 125,0Q0 

Fifth Year . 200,000 

Sixth Year . 250,000 

Seventh Year . ... 300,000 

Eighth Year . 350,0(j0 

Ninth Year. 400,000 

Tenth Year . 450,0Q0 


a 


n 


t i 


6 i 


i l 


L i 


i < 


It is further understood and agreed, that in entering into 
this agreement, it is not the intention of the paifty of the 
third part, and he shall not be understood as consenting 
to or approving or ratifying the said agreement entered 
into by and between the parties of the first and fourth parts 
dated on or about January 17, 1926. 

49 It is further understood and agreed that this 
agreement shall in no way modify or change the said 
agreement dated August 31, 1923 except as above j set forth. 

It is further understood and agreed that tins agree¬ 
ment shall become binding and effective only when all 


of the parties hereto have properly signed and 
edged the same before the American Consul and 


acknowl- 
has been 
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received by the party of the third part so executed and 
acknowledged. 

In Witness Whereof, the party of the first part has 
caused the agreement to be signed by its officers hereunto 
duly authorized, and its corporate seal to be affixed, and the 
parties of the second, third and fourth parts have hereunto 
set their hands and seals the day and year first above writ¬ 
ten. 

Party of the first part: 

GEORG JENSENS S0LVSMEDIE A/S, 

Ragnagade 7, Kobenhavn Sir. 
(Signed) P. A. PEDERSEN. 

Party of the second part: 

(Signed) P. A. PEDERSEN, (L. S.) 

(Signed) THOROLF MOLLER. (L. S.) 

Party of the third part: 

(Signed) FREDERIK RUNNING, (L. S.) 

Party of the fourth part: 

(Signed) GEORG JENSEN. (L. S.) 

(Here follow 2 photos, folios 50 and 51.) 

52 Exhibit 2. 

Copy of Assignment of June 8, 1928. 

Know all men by these presents, 

That, I, Frederik Dunning, for and in consideration of 
the issuing to me of five hundred (500) shares of the capital 
stock of the Georg Jensen Handmade Silver Inc., which 
shares shall be full paid and non-assessable, and the making 
and delivering to me the note of the said Corporation, in 
the sum of One Hundred and twenty-nine thousand Dol¬ 
lars, ($129,000), payable in five years, with interest at six 
per centum per annum, the receipt whereof is hereby ac¬ 
knowledged, and other good and valuable consideration, 
have bargained and sold, and by these presents do grant, 
sel and convey unto the Georg Jensen Handmade Silver 
Inc., its successors and assigns, the business established by 
me for the sale of Georg Jensen silver in the United States, 
including all my rights, assets, plant, silver, material sup¬ 
plies, trademarks, brands, books, bills and accounts receiv¬ 
able, contracts, and property of every kind and descrip- 


at 


(Consulate l 6 meral of tbr finite States ofAmrrira ^ 
% (fihj of paris In tbe l^epublir ofjFranre 1 


y tir 

/*S/rr/nt // . V//</ >«V 7 /»/ ^v/y </ ?~/ft/rnA//f //. du/ y i <r , »« y/HUMrnip/ 

</ frl/yfy. //,/[> . (J^y y M£y~> 


/ X'r***t*'t*. trttf/ X A ////• / r^jf)/i4r/ »*t, »<"X r%±r.? 

rut .iftAitr-l/Atf/ /r, ft Hi/ »rr/t* t t *f»r n/*t it*/- 

At tty t-jf ‘//tt >y tt/t tt/> rjf 0*n*/ (Z//^/)////// /// . 

r/tt/y < 7 f/ 'ttt-'tfVt */y* <■/ ^ ///<j /A*if 

»;«/ 7 //y/ ft***/ fr/tt tt/tt ">t/y]A'f J »/•/« 


. /// /y'/< >y/j) 

VV V * >///, // I 


kX >/■////X- •># / «/y ///////tan 

ih ^ z , • v > 



f/rtu <T tf/ 


y**»r 







.I- 


. • 











Certificate of Acknowledgment of Execution of Document 


JCingdora of_$omar]c. 

(Convy.) 


C Coponna gtn. r ss: 

(County or other political dtrUioa.) 

Aaorloaa Consulate Genoral 

... .... .*.'✓ 

(Knw ot conwhr often.) 

/ t .Jnllua C. J«pe«n. t .YlQu. Consul. 

the United States of America at ...9 OponhagO.n,. P*najB?fc ., 

commissioned and qualihed, do hereby certify that on . 

of... .» before me personally appeared . 

P. A. Ptdora«n t Thorolf r.and. gro&o*JJc J«unninR. 

i 

i 


e personally known, and known to me to be the individual a. described 

I 

hose name.*.***.subscribed to, and who executed ike annexed instru- 

' 

, and being informed by me of the contents of said instrument.^^9.7.... 
acknowledged to me thift^f:9.7.executed the same freely and volun - 
■ for the uses and purposes therein mentioned. 


In witness whereof I have hereunto set my hand and 
se&l.the dayShnd year last above written. 
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lion, including good will and the exclusive rights tio sell the 
Georg Jensen silver in the United States, heretofore con¬ 
veyed to me by Georg Jensen, Georg Jensen Silversmith 
Corporation, and others. 

To have and to hold the same unto the Geor^ Jensen 
Handmade Silver Inc., its successors or assigns, for¬ 
ever. 

53 In witness whereof, I have hereunto set 
and seal this 8th day of June, 1928. 

FREDERIK LUNNING, 


my hand 


(L. 8.) 


Signed, sealed and delivered in the presence |of: 
THOMAS A. BYRNE. 
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EXHIBIT Z 

Photostats showing 
application of some 
of tiie trade-marks 
to the goods 

Part 2 
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EXHIBIT 3 
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Photostats showing 
application of some 
of the trade-marks 
to the goods 

Part 4 
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EXHIBIT 3 


Photo 3 tat a ahov/ing 
application of some 
of the trade-marks 
to the goods 


Part 5 
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application of pome 
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PI 10 to 3 ta t a show ing 
application of some 
^f the trade-marks 
to the goods. 

Part 10 
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Photostat 3 show 
application of 
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Trade-Mark 292,638 



Registered Mar. 22, 1932 


UNITED STATES PATENT OFFICE 


GEO KG JENSEN HANDMADE SILVER INC, OP NEW YORX, N. Y. 


ACT 07 PEBEUABY 20. 1905 


Application filed October 3, 1931. Serial No. 319.694. 



STATEMENT 


To the Commissioner of Patents: 

Georg Jensen Handmade Silver In**., a cor¬ 
poration duly organized under the laws of the 
State of New York, and located at New York 
city. New York, and doing business at No. 169 
West 57th Street. New York city. New York, 
has adopted ami used the trade mark shown 
in the accompanying drawing, for BRACE¬ 
LETS, BROOCHES, AND OTHER -JEW¬ 
ELRY FOR PERSONAL WEAR (NOT 
IXCLUDING W A TCHES); TKA YS, 
TEAPOTS, COFFEE-POTS, DISHES. 
PLATES, VASES, JARS, PITCHERS. 
SUGAR-BASINS. CREAM JUGS, WA¬ 
TER. JUGS, BOWLS, CUPS. CENTER 
ORNAMENTS FOR TABLES, SPOONS, 
KNIVES, FORKS. C I G A R E T T E- 
CASES, SIGNETS, JUGS AND MUGS, 
TABLEWARE, TOILETWARE AND 


ORNAMENTAL WARE MADE OF OR 
PLATED WITH SILVER, GOLD, PLAT¬ 
INUM. AND/OR OTHER PRECIOUS 
METAL, in Class 28, Jewelry and precious- 
metal ware, and presents herewith five fac¬ 
similes showing the trade-mark as actually 
used by applicant upon the goods, and re¬ 
quests that the same be registered in the 
United States Patent Office in accordance 
with the act of February 20,1905. The trade¬ 
mark has been continuously used and applied 
to said goods in applicant's business since 
June 6, 192S. The trade-mark is applied or 
affixed to the goods bv stamping the trade¬ 
mark thereon. 

CE0RC JENSEN HANDMADE SILVER INC, 

By FREDERIK Ll’NNINC. 

President 
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Trade-Mark 293,530 


UNITED STATES PATENT OFFICE 

| 

GEORG JENSEN HANDMADE SILVER INC.. OF NEW YORK. N. Iy. 


ACT Of FEBRUARY 20. 1S05 


Application tiled October 3, iy3i. Serial No. 319.695 




STATJ 

t f o>!t iii.ts'itoif r of l'atcntx: 

Georg .Jensen Handmade Si I > cl I lie.. ;* cor¬ 
poration duiy organized under lie* laws of tin* 
State of New York, ami located ai N.*\v 1 ork 
city. .New } ork. ami doing l»u>im*>^ at No. 
if.'y UOt >ti<***t. N ( ..\ York city. New 

^ ork. hits adopted an*’ n*ed the trade-murk 
shown in fit*- aceompauVing drawimr. 
for B R A (’ K I. K T S. B R (> O ( i 1 E >, 
AN!) OTHER .IKIVKUJY Foil 
PKRSOXA LlYKAll (NOT INCLUD¬ 
ING W AT C I! I*. S) : TRAYS, THA¬ 
BO T S. ( OEFEH POTS, DISHKS, 
PLATES. VA>ES. ,1A IIS, PITCHERS. 
SUGAR-BASINS. CREAM JUGS, WA¬ 
TER JUGS, BOWLS. CUPS. CENTER 
ORNAMENTS FOR TABLES. SPOONS. 
KNIVES, FOR ICS. C i G AK KTTK-( ’ASEs. 
SIGNETS. JUGS AND MUGS. TABLE¬ 
WARE. TOILETWARE, ANI> ORNA- 


■MEMT 

MENTAL WARE MADE OF OR 
PLATED WITH SILVER GOLD, PLAT¬ 
INI M, AND OR OTHER PRECIOUS 
METAL, in Class UN. .Jewelry and preeious- 
meta! ware, and present- herewith Use fac¬ 
similes showing the trade-t 1 :ark as actually 
used by applicant upon tin* goods, and re- 
*j‘.ie t- that the same he registered in the 
United Slates Patent Offiqe in accordance 
v. illi the act of February U«h The trade¬ 

mark ha- oc :i cotitinnoiisiv Used and aopiied 
to said goods in applicant s business since 
dune The trade-m jirk is applied or 

ai!i\ed the good- by stamping the trade¬ 
mark thereon. 

Applicant is owner of j.rior registration 
rr liV.'US. 

CEORC JENSEN HANDMADE SILVER INC., 

Bt frederik lunning, ! 

J'retiden* 
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UNITED STATES PATENT OFFICE. 

GEOBG JENBENB S0LVS3CEDIE A./ft.. OF COPEJTHAGEK, DEJTMABX. 

T BADE-If ARE FOB. CEBTATN NAMED JEWZLBY AND FLAT AND HOLLOW WARE 

ACT OF FZBBUABY 2C, 1905. 


148,928. Registered Nov. 29,1921. 

Application flled January 11, 1921. 8«rial No. 1<S,079. 

STATEMENT. 


T<> all irfurrit. it vuiij concern: 

Be it known that Gkorg .1 knsk.vs S0lvs- 
medik A/S., a company duly organized 
under the laws of the 'Kingdom of Denmark, 
and located in Co|H»nhagen. Denmark, and 
doing business at No. lls Haraidsgade. C o- 
penhagen, has adopted for its use the trade¬ 
mark shown m the accompanying drawing, 
for bracelets, brooches and other jewelry for 
personal wear, (not, including watches.) si! 
ver trays, teapots, coffee-pots, dishes, plates, 
vases, jars, pitchers. sugar-basins, cream- 
jugs, water-jugs, bowls, cups, center era a* 
merits for tables, s|hk»us. kni\t>. forks, ciga¬ 


rette-eases, cigar-cases, signets, jugs, and 
mugs, all of the foregoing articles being 
made of or plated with precious metal, in 
Class No. 2*. Jewelry and precious-metal 
ware. 

The trade mark has b»vi> continuously used 
hi the business of the said com pan v si**e • 
1919. 

I'he trade mark is applied or affixed to the 
goods or to the package containing the same 
by printing, pressing or stamping. 

GEORG JENSENS S0LVSMED1E A S., 

B, SVEN NIELSEN. 

.f «*•. Secretary. 



DECLARATION, 


Consulate general of the United. State-, of 

America at Copenhagen. Denmark, ss. 

Svkn Xielskx, being duly sworn, dejmses 
and says that he i-'lht- ass. secretary of the 
corporation, the applicant- named in the 
foregoing statement; that he believe.-. the 
foregoing statement is true; that he believes 
said corporation is, the owner of the trade¬ 
mark sought to be registered; that no other 
person, firm, corporation or association, to 
the best of his knowledge and belief, has the 
right to use said trade-mark, either in the 
identical form or in any such near resem¬ 
blance, thereto as might be calculated to de¬ 
ceive; that said trade-mark has been regis¬ 


tered in Denmark on September 20th 1919 
No. 741; that the drawing presented truly 
represents the trade-mark sought to be regis¬ 
tered: and that the specimens show the 
trade-mark as actually used upon the goods. 

SVKN NIELSEN. 

Subscribed and sworn to before me, con¬ 
sul of tiie United States of America, at Co¬ 
penhagen. Denmark, this 2<>th day of De- 
cember, 1920. 

^ [l. s.] ROMEYN WORMUTH, 
Consul of the United State* of America, at 
Copenhagen, Demnark. 
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DEPARTMENT OF. COMMERCE JpZP~+- 

- "TWfcfc STA'lTt MTENT^FFICE ^'iTTT.tJ 




A q v . j ^ w * ^ U*-' ■ ^ <—» • *- * "T.-C -O 

r - - - 7g u;7 bc-rsoru to a/iom rhose presents shall come. Greeting 

. V- w-‘ C", . "i," 


f-O k_ >h 


rHl. c > IS IQ ( LR I Ih if that the annexed is a true copv from th|e recoru- 
fj of this office cf the File Wrapper and Contents , jin the 

I 

matter of the 


i 


Trade-Mark 


Registered by 


Georg Jensens Solvsaedle A/S., 


;\ 


November 29 , 1921, 


Number 14$,926, 


for 


[> Certain Named Jewelry end Flat and Hollow toare 


Attest : 


In Testimon v Wher eo 1 - I have hereunto set m\ 
hand and caused the seal of the Patent Office to he 
affixed, at the City of Wasmngton this twenty-eighth 
day of December . in the vear of otr Lord one 


thousand nine hundred and thirty-thre 
Independence of the United States of 4 
one hundred and fifty-eighth 


and of the 
merica the 







of Division 



Commissione 


\cf Patents 
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T. M. SERIAL NO. '(Series of 1905 ), 

_Z &ZM. 7/S. .. 




1921 


(EX’R’S BOOK)_ 




TRADE-MARK No. 


148928 


A 

Fame _ A. 






County of - 

of ____ 

for _.. 


/ 

Petition _ 

Declaration __ 

Statement la_ 

Specimen#— ... 




>£-S_ 


y/ 


Drawing. 
FeeC&h. 


V0 


Fee Cert. Dep. ... 

Appl. filed, complete .. 


.. S/... . _. , 192/ 

- 1- ... 192/ 

-/— - 192/ 

. _ Ll _ .,192/ 

KU... //.J. .., 192/ 


£+2-.- . Ll _ ,192 / 


Examined for Publication *4, 
Examined for KevintrationLsi..d 

Notice of Allowance' .L . . . 

Registered ___ 

Representative 


Attorney . 



tittZfr . 


_5_ ix ! 

' /“\ 192 ^ 


_, 192 

By Cnmmistwtur. 

- ,J92 


/Associate AttonpatfL... - ..r*?. 

/ .1 t I 

_ S' Y^aA.nX</ . 


.mutt 
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PETITION. 


TO THE COMMISSIONER OP PATENTS: 

The undersigned presents herewith a drawing and 

l 

five speciaens or fae-similec of its trade ma|rk, and reouest 
that the sas.e, together with the accompanying statement and 
declartion, way he registered in the United Spates Patent 
Office, in accordance with the law ir such cises made and pro¬ 


vided. And it hereby appoints vinr-Vr, ^ _£2r.-£lL- 


‘.’<.0—: . : t-N.W .Was’aingto n, D. C 




_oroco^c.r edi£ ed\Alecks* its at¬ 
torneys. to prosecute th*s applicativ 1 and make all such 
alterations and amendments as may "be require^, and to sign 
its name to the drawing. 

And the undersigned designates »aid _ 

- V 1 . jfe rsqaX.q_g<2-£L~ZLg_ 

as the persona on whom process or notice of proceedings affec- 
ting the right of ownership of the trade mark may be served. 



— 7 

JL __ 
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560 


ll. Consulate-general of •• 

T UNITED STATES OF AMERiC . 
AT COPENHAGEN. DENMARK 


C*, vriAv' 


a V - f -'W- -— 

9 

._____, beinj 

; that he is the. . OuQA.t .. .ot the. 


__, being duly sworn, deposes and 




<~U...Q!>v. ., 


the applicant named in the foregoing statement; that he belicnfes the foregoing state¬ 
ment is true; that he believes said... t/V*. .is the owner of the trade-mark 

sought to be registered; that no other person, firm, corporation or association, to the 
best of his knowledge and belief, has the right to use said trade-mark, either in the 
identical form or in any such near resemblance thereto as might be calculated to • eceive;. 

that said trade-mark has been registered in.J»j^.;^^^^ ...-. 

vnStyUhsyA**.. Z.P.19/? . No..; that the drawing presented truly 

represents the trade-mark sought to be registered; and that the.. 


show the trade-mark as actually used upon the goods. 






>NSU. or THE ONITEO STATES 






Subscribed and sworn to before me^GP AMERICA. iAT .WPSN.cU^c u.p.gNM4life^ 
day of..19ri^.. 

j~ r ^7 4 

ignaturc of Notary Public 0^T---.. ../T7^r. .. 

or U. S. Consul. * r • 





cial Character;. 


^ —CONSUL OF THE UNtTEP STA TED 
QPMlERiCA, at COPENHAGEN. DfcNM $UL 


Ma 



i :» 


/ 
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Boom 163. 

A<Mlrma 9 * 1 } 

“Th» UnntttiMCr of Patent*. 
Washington, 0. C.,” 

•rtd not any official by name. 




I'.i)per Na 1 .- 

All oomckunliiatloca rcapccilng thl< 
nppllcotloa ajbouLS give the Certol mentor 
dJtcjo) tiling, *U>J BASIC Di 
| the appik to: 


DEPARTMENT OF THE INTERIOR | st -' 

UNITED STATES PATENT OFFICE 

WASH INGTON Iferc a 5,1921 . 


Marks Ss Clerk, 
900 jf 3 t. , 25 '* A’*, 
iYasuington,j). w * 


ft WAR5 !92i * 

r: JT, V-' 


a/tpltecUvjn 


find fti'Jsnc a communication f*w. I/'" C'AM.VzR OF TRADE/ffAfifcS AND D^ffG-VS jr 'P-n€ lbs 

/ l\ 'r>f • x C.^O*t AaJ'XAJ'YIJ 
‘''Seor;: Jensens oolvs::jedie/s,<jan.li, 19 ii. 


3er.ifo.142,075, fra. e-Hark 


of PatMU. 


The’.v or d .iiitieselsic&b, .line 2 or tne state rent, 
should be abbreviated, to accord with the siynaturo. 

fhe description is too broad. If it is ae- 


sirco to include jewelry broadly, it snould be described 

as jewelry ior personal ware,not including watjenos (watches 

- ! 

beirej classified in Class a 7 ) arid the nature ot‘ the "precious 
ret. 1 ware” ana "silver ware should be inuicaued,ap should 
ai £5 I'.at of tne"works of art.’ 

T.iO naiie of the . ssi .--tart Secret: ry w.no executes 
t;:c papers can not be read, with certainty and should bo 


made of record in type-written or other legible form. 

^ Searca of Class 26 , fails to show tiat tiie mark 


is anticipate-. 


cs7- 


"GoiG ji'Kim: ;-:tc." 



'^7 
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Reg. 1919 Nr. 741 


Orercnsstetwnende med Varemserke-Reeisfret attestere* herved: 

Uct nedenauforte Vareroaerke er ifeige Anrutide 1st- af * Septer.'oer 1919 Kl. 11 , 2 $ 

regwtreret 20's.M. for Gccrg Jensens Sicivajredie,A.-S., Facrikation af 

^tflvvarfir, Kzoenbavn. 


Beskrireise af M»rke: j 

Et ovalt Eelt. fcvori inden for en ivrans af nugler otaar: 
Georg Jensen i to Linier. 

fiaraet er kun registreret for Kunstarbejder og iunst- 
Ardejder sant adle Het&ller i ri- og delvis for..roejder 

JVvv -V* -*A-C'»v* 

71Istard. 


Industrlelle 


Bekendtgjort i Statstldsnde-a^’Secte.roer 


•yi'?. 


Afoildning af Maerket- Kontoret for Reeistreriug af Varemsrrker oc Jlonstre. 



n. 
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Boom 163. 

Address e»4 

M Th# CoM»*«iw»r- of Pat cm I*. 

D. C., M 

not m/ official by wm», 




JT 


•' It! 


Pa; 

AH Oomi?i| 
.application « 

dj'.c 


per No. 1.- 

|c'ilc.jtloc» roipcctinc thl* 

boul .1 jp vc the or rial suaitwr 
Win/, onJ name at 
the applicant 




DEPARTMENT OF THE INTERIOR 

t 

UNITED STATES PATENT OFFICE 

WASH INGTON Hare a 5,1921 • 


St-v 


Marks 2s Clerk, 
900 £■ 3t. ,2<*AY t 
Yfesuington,]). w * 


OPit- 
'lCcs 

V 

WARS !9?_i ^ 

A a.'. 

4y \ Lt< 


Wausc find Mow a communication. frit?. lh~ fr&'tf:*•£% OF TRADbitfAftlp} AND D^'G-VS -j^fjrdmg the 

application ofQQ 0rr Jensens oolvscie die/s, Jan.li,19il, 

3er.i. r o.l42,079, Trade-hark.^. ^ L>~—;■ 9 

r.> Jol • o' 

Comj>*Uiu>n.T of Patent*. 



/ 


f 

V/ 


The v. orcl hlrtieselskab, .line 2 o f one 


Rnould be abbreviated to accord with the si . mature, 


The description is too broad. If it 
sire6 to include jewelry broadly, it should be 
as jewelry lor personal ware,not including wat 


V 




state.vent. 


is ce¬ 
de scribed 
ones(watches 


V 




bciAa classified in Glass -7J and the nature df the "precious 
ret. 1 •vare” and. "silver ware should be in.uicd.ted,a? should 

j 

ala 'j U:at of tne "worse of art.’ 

T.iC naiiie of tlie . ssistant oecrct: ry vino executes 
Z:.c capers cau not be read, with certainty and]should be 
made of record in type-written or other legible fore. 
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s 


n\ 


Jensens Solvsraedie/^^ 
Trademark. 

Jan. 11,1921. 

142 , 079 ^ 

Boom 163. 






561 


•oOo- 




/ 




Hon.Commissioner of patents, 

Washington,D.C. 

Sir : 

In response to the official letter of 
March 5,1921, please amend this application 
as follows: 

In J-ine. 2 of the statement abbrevia te 
the word "Aklieselskab ,, in acc ordan ce with the 
Bhhtjpv^at.4rm of the same word in t he signature* 
S ubstit ute the following particular 
de scrip tion of jjoods in lieu of the one now 
of record : 




. *\* **.•;. -.-mi.. . .ll 

r braclets, brooches and other jewelry 

for personal wear^ (not including watches^ silver- 

trays, tea pots, coffee-pots, dishes, plates, 

vases, jars, pitchers, sugar-basins, cream-jugs, 

water-jugs, bowls cups, center ornaments fortables, 

' -| 

spoons, knives, forks, cigarettecases, cigar-cases. 







REMARKS 

Information from abroad to the effect, 
that as there are several assistant secretaries 
of the company th* foreign attorney cannot 
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Serial No*142,079* 


562 


tell just who executed the papers and if thd Examiner 

» 

in the next action will give the name as understood 
counsel no doubt will be able to straighten the matter* 
As this amendment is believed to placd the case 
in the proper condition early and favorable action 
is solicited 


April 18,1921. 


Respectfully submitted, 
Georg Jensens Solvsmejiie/s 
By 

Atty* 
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Poom 153. 

.1 IJntt 

‘*TK# 

Wa«hi<ig*or 3. C..** 
no! any ^y m.i» 4 . 

DEPARTMENT OF THE INTERIOR st ’° 

UNITED STATES PATENT OFFICE 


2 -*.*'•4 Paper N j.O . 

_ AN vOAimianliAtiott* tHi* 

ahoniti give Che Aerial number. 
Jai« <M tiling. anJ ant at 
the applicant. 


WASHINGTON 


May 7,19ML. 


Marks & Clerk, :• 7 , Q0) 

900 ? St.,tf.W., 1 

vVesiaington, j). C. 


Pl-rctse find bdo'o a communication. from EXAMINER OF TRADE-MARKS AND DESIGNS regarding fKc 
application, of Georg Jensens Solvsmedie A/s, 

f»a,.a TTa. a r\ j .. t5_ .**'•*'> 


Ser.Ho.140,279, Trade-Mark. 


-W 



S. 



Commtfroner of Patent *. 



Responsive to letter, filed April 19,1921. 

The description should make clear that the articles 
HEued oie made of or plated with precious-metal in order 
to Justify the classification in Class 28. 

The name of the assistant secretary who executes 
the papers appears to be Iaren Hielsen. 

In other respects the application appears to be 
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AMENDMENT 


O UP . 
\vo- 


121 


§ 

-> 


q: 


UJ: 

&>/ 


$ '■ ^ 

$ Go b£$jj^JSenS Solv3raedie a/s. 


Jan. 21,19a. 

Trademark. 

142,079. 

Div. Room 163. 


71 


sr~/‘ 




■oOo- 


Hon.Commissioner of Patents,- 

Washington,D. C. 

Sir: 


In response to the official letter of May 


7,1921, it requested that the above case be amended as 
follows: 


After the word "mugs" insert -^11 of the 
foregoing articles being made of o^r plated wjjth precious- 


metal-, In the particular description of goods. 


REMARKS 


The description of ‘ the articles! has been 

■ 

amended as requested. The name of the assistant secretary 

who executed the papers is Sven Nielsen. 

1 

As this amendment is believed t|o plaoe the 
application in condition for allowance it is ■ respectfully 
requested that the same be passed to publication. 


June 14,1921. 


Respectfully submitted, 

re ns e ns $olvsmedle A/S 



Atty*. 


Si-rot? 

9 
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Q 

W 


TRADE-MARK DIVISION. 

, < rfrf r—» on/, 

—' ----- 

-* - - nr I* 


Paper No._ 

All <*>■■«■I rlU — « rttn » this 
^pBrUInn aiw ilrt tin* Um Mtal bob bar 
uAteaillH. 


DEPARTMENT OF THE INTERIOR 

UNITED STATES PATENT OFFICE •• ? 


Marks U Clerk, 
900 P St., M 

Washington^ ;C. 


WASHINGTON 



The application for the Registration of a Trade-Mark filed by 

Geor? Jensens Solvsiredio Ak, filed Jan 11, 1331 Ser. No. 142,07S 
in*class 23 


has been examined and passed for publication, in compliance 
with section 6 of the act authorizing the Registration of Trade- 
Marks, approved February 20, 1905. 

The mark will be published in the Official Gazette of 

JUL26t9£ 

Any person who believes he would be damaged by the registra¬ 
tion of this mark may oppose the same by filing notice of oppo¬ 
sition, stating the grounds therefor, in the Patent Office 
within thirty days after the publication thereof, which said 
notioe of opposition shall be verified by the person filing the 
same before one of the offioers mentioned in section 2 of the 
act of February 20, 1905. 

If no notioe of opposition is filed within said time the 
Commissioner may issue a certificate of registration. 

Copies of the Trade-Mark portion of the Official Gazette con¬ 
taining the publication of the mark may be obtained as soon as 
published at five cents each. __ __ 

Eeapsotfnlly, 5 ~ & 

Commissioner of Patents. 
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No. 


DEPARTMENT OF THE INTERIOR 

UNITED STATES PATENT OFFICE 

WASHINGTON 

Oct, 28, jl921 


George Jensens Solvsme&i« A/s 
Sir: 

Your APPLICATION for REGISTRATION OF TRADE-MARK 


AGO*£S3 0*1 V 

THE COMMISSION*:* OP PATENTS 
WASHINGTON. D. C. 


*~1A6 


142,079 


M 


for certain named jewelry and flat ana hollow w 


are, 


has been examined and allowed. 

I 

The CERTIFICATE OF REGISTRATION will be issued iand forwarded 
to you as soon as practicable in due order of business. 

Very respectfully. 


n — 1*1 


Marks Clerk, 

900 F. St. N. W. , 
Washington, 0. C. 




Committioner of Patent*. 



UNITED STATES PATENT OFFICE. 

GEOBG JENSENS S0LVSMEDIE A/S., 07 COPENHAGEN. DENMARK. 
TBADE-MASH POE CERTAIN NAMED JEWELBV AND TIiAT AND HOLLOW VAEX. 

ACT or 7ZBEITAET SO, 1005. 


148,928. 


Registered Nov. 29,1921. 

Application filed January 11, 1921. Serial No. 143,0ft. 


STAT3 


IHi, 1 Dl 


ST. 


To all whom it may concern: 

Be it known that Georg Jensens S0lvs- 
medie A/S., a company duly organized 
under the laws of the Kingdom, of Denmark, 
and located in Copenhagen, Denmark, and 
doing business at No. 118 Haralds^ade, Co¬ 
penhagen, has adopted for its use the trade¬ 
mark shown in the accompanying drawing, 
for bracelets, brooches and other jewelrv for 
. personal wear, (not including watches,) sil¬ 
ver trays, teapots, coffee-pots, dishes, plates, 
vases, jars, pitchers, sugar-basins, cream- 
jugs, water-iugs, bowls, cups, center orna¬ 
ments for tables, spoons, knives, forks, ciga¬ 


rette-cases, cigar-cases, signets, jugs, and 
mugs, all of the foregoing articles being 
made of or plated with precious metal, in 
Class No. 28, Jewelry and precious-metal 
ware. 

. The trade mark has been continuously used 
in the business of the said company sine- 
1919. 

The trado mark is applied or affixed to the 

f oods or to the package containing the same 
y printing, pressing or stamping. 

GEORG JENSENS. S0LVSMED1E A/S., 
By SVEN NIELSEN, 

A s8. Secretary. 



DECLARATION. 


Consulate-general of the United States of 

America at Copenhagen, Denmark, ss. 

Sven Nielsen, being duly sworn, deposes 
and says that he is the ass. secretary of the 
corporation, the applicant named in the 
foregoing statement; that he believes the 
foregoing statement is true; that he believes 
said corporation is the owner of the trade¬ 
mark sought to be registered; that no other 
person, firm, corporation or association, to 
the best of his knowledge and belief, has the 
right to use said trade-mark, either in the 
identical form or in any such near resem¬ 
blance, thereto as might be calculated to de¬ 
ceive; that said trade-mark has been regis¬ 


tered in Denmark on September 20th 1919 
No. 741; that the drawing presented truly 
represents the trade-mark sought to be regis¬ 
tered'; and that the specimens show the 
trade-mark as actually used upon the goods. 

SVEN NIELSEN. 

Subscribed and sworn to before me,- con^ 
sul of the United States of America, at Co¬ 
penhagen, Denmark, this 20th day of De¬ 
cember, 1920. 

[l. s.] ROMEYN WORMUTH, 
Consul of the United States of America, at 

Copenhagen, Denmark. 
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2—126 


CLASSIFICATION 


1921 


CONTENTS: 



7. .. 

8 . . 
9. „ 

10. - 
11 . ~ 
12 . .. 

13. ... 

14. ... 


TRADE-MARK: 
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Consulate General of the United States of America 

^ ^* ‘ ■" ■ ■ *■» 1 ^■ L ^T < S ^irif» r ^t- Cvt l^Jb^JtrLCo.tf 

<1 '“' CopenhagenTDenmark. 


- CO-A / J 


U-o- 7 ^-^ 


A > Fred K. Sailer Vice Consul of the United 

-pf - *- 

States of America at Copenhagen, Denmark, do hereby certify that the seal of i , 

the Directory Tor Patent k. Trademarks in Denmark 

and the signature of N. J. Ehrenreich-Kansen, Trademark 
istrar in said Directory 

rtrumeht of writing hereto annexed, are true and genuine, and as such are 


Vice Consul 





full faith aud credit 


no. 2736 

ewe' 4 



In Testemony whereof. I have hereunto subscribed my 
name and affixed my Seal of oftUr, this 17 th 
day of September A* D. lit 31, 

~7~\ iS C „ -- 


- v^ 1 

. I * 


'/ice Con S U 1 '^’t’’* 1 **** of Amt-ru-a. 
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VAIt KM.'KKK K ihv: y» ^l-ioio 



ItKt J. Mi. 741-1919. 



Foranstaacnde Varemarrke c? optaget i V.iremaerkcregistrct, saaledcs som 
omstaaende Udskrift udviser. 


Direktoratet for Patent# og Varemaerkevaesehet m. v. 

Afdelingen for Rcgistrcring af Varcmxrkcr og Monstrc 


78 


1. Maerkemdehavcrens Navn, Stilling og Ropafk T 

2. Tidspunktet for Anmeldelsen og dens Journal Nr. 

3. Tidspunktet for Registreringen. 

4. Tidspunktet for Registreringens seneste I'ornyelse. 

5. Bcskrivelse af Market. 

('*. l)e Varcarter. for hvilke M.vrkct er registreret. 

7. Udcniandsk Anmcldcrs Fuldm.vgtigs Navn. Stilling og Bopad. 

S. Satrlige Bcm«\‘rkninger. 

1. Georg Jensens Selvsmedie. A/S., Fabrikation af S^lwarer, 
Ktfbenhavn. 

2. 15. September 1919 Kl. 11,25 - J.A. 1919 Nr. 993. 

3. 20. September 1919. 

4. - 

5. Et ovalt Felt, hvori inden for en Krans af Kugler staar 
Georg Jensen i to Linier. 

6. Kunstarbejder og kunstindustrielie Arbejder samt cedle 
Metaller i raa og delvis forarbejdet Tilstand. 

7. - 

8. Bekendtgjort i Statstidende 25. September 1919. 

* 

Market er udslettet i Medftfr af Lov Nr. 52 af 11. April 1890 
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Kingdom of Denmark 


Trade Mark 



The above Trade Mark la recorded in the Trade ijisrk Registry, 
as indicated by ther transcript on the opposite page. 


patent and trade mark administration, etc. 

(Division for the Registration of Trade Marks and Models) 


Copenhagen, September 17, 1952. 

Signed: N.J.Ehrenreich-iiansen 


Embossed Seal, reading: 

Director 

Kingdom of Denmark 
Patent & Trfde Mark 


Administration 


etc. 
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1. Trade M*rk owner’s name, occupation, and domicile. 

2. Date of application, and Registry Docket Number. 

3. Date of Registration. 

4. Date of last renewed registration. 

5. Descriotion of Mark. 

6. Goods for which Mark is Registered. 

7. Foreign Applicant’s Attorney's Name, Occupation, and Domicile. 

8. Special Remarks. 


1. A DBttXHX firm called: "Georg Jensens S^Ivsraedle, A/S"; 

manufacture of Silverware; 

Copenhagen. 

2. September 15, 1919, 11.25 o'clock; Registry Docket Number 

993 of 1919. 

3. September 20, 1919. 

4. .- 

5. An oval field containing within a garland of balls, the 

words "Georg Jensen" in two lines. 

6. Objects of Art, and Artistic llanufactured Articles, to- 

(raw) 

gether with precious metals in unfinished/ or 
partially manufactured condition. 

7. - 

8. Published in the "Statstidende" of September 25, 1919. 

The Trade Mark is canceled in accordance with the provisions 

of La« No. 52 of April 11, 1890 XG5 Section 9 
on September 20, 1929. -— 

N. 

This is. 


Fee paid, four Kroner 
Cfr. H.L.& 2v. 


Printed by 
J.H.Schultz A/S 
Copenhagen 


96 




81 


This is to certify that the above is a true and correct 

translation of the Danish original document issued by the 

"Direktoratet for Patent- og Varemse rkevae senet m. v. w ,| Copenhagen, 

on September 17, 1932, 

The Danish Legation, 

Washington, D. C. 

November 1, 1932. 

For the Minister: 

(Seal of Legation) H. Wichfeld, 

No: 47/1932 H. Wichfeld, 

Oebyr: Si. 35. Counselor of Legation. 




P waMe.M,. sj* _ i 

MENT OF COMMERCE ^UTl ~'~f 

3 ST ATI'S PATENT 01 TICE 

71JJW iJlfttr presents shall eeme. Greeting n - ^l»fT* 
TO CERTIFY that the annexed »s a true copy from the records 


of this office of the Pile Wrapper. Contents and Drawing, 


in the cattar of the 


Pending Application for the Registration of a Trade Marie of 


Georg Jensen & Wendel a/s. 


Piled Septeaber 29, 1932, 


Serial Number 330,787, 


Worts of Art and Art-Industry, Precious Metals in natural 


State and Partly or Wholly Worked. 


In Testimony Whereof I have hereunto set my 


hand and caused the seal of the Patent Office to be 


affixed, at the City of Washington, this tenth 
day of January , in the year of our Lord one 

i 

thousand nine hundred and thirty-three and of the 
Independence of the United States of America the 


one hundred and fifty-seventh. 


Attest: 


Chief of Division. 




Commissioner of Patents. 




— >1 ' i .. 
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Ci *Ss 23 ***** 

Atn\ 



tJIP?.. * 

T.-M. SERIAL No. (Series of i905) Re 


330787 

.._££0RG._ J£NS£NL. jk.IE ND£L. .A/S.. 


TRADE-MARK No. 

REGISTERED 


Name.. 


of. - 

State of. 


COPENHA GEN 

DENMARK 


or arc uj .------.j...- . 

For ...WORKS nf ART ANDA8 I -] H D D S TRY. Pg£CI,OO.S_M£.TA$jKNAM*LlT»TX.AKD 

_ __PA RTLY OR WHOLLY WORKED-r • ____j___ 


_ 'Petition. ........, 

.© 

*^i Declarat /o............ > 

*S t. at ..... «.......»...................... p 

fi 

v*^ Specimens. .......... , 

S 

***** . .— -.................. ••...................... - 

C3 

*■ Fee._....., 


Application filed complete 

__ SEP 2 a 193? 


Examined and passed for pubiicationK^'-^^rT^. f^Z . ■ >. ... - r Jr S j 

Examined for registration. ..^ ...J.. .—.. 

Notice of allowance ___,_____ 

Application for renewal file _j.. 

Examined for renewal .... Renewed: ... 

Representative .H.E R?ER I.. R_. KERSLAKE.... 

Attorney . MARKS-& CLERK NATIONAL PRESS BL DG CI TY 


ri£4-...l332_ 


Associate Attorney. 




Trade mark: _ 


Merchandise .._ 


fariced With 31u- Inside 






la 0. Ot. 

r 

Claim.* xi.se sin^.o * ... . 

• 

_J 

0EC27I332 


// ^ ' / u—10071 


3 w»«at Office. 

r V 
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SEP?9 32 


I 

t^PPLK^A7iOi(: 

No. 3^0787’ 
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&. PETITION, STATEMENT and POWER OF ATTORNEY, 

2-i - ■■ ■ - -- - 

Mi $8*2932 60049 Z K ^Cbcc 

ICt^HE COMMISSIONER OF PATENTS: 


15. 


GEORG JENSEN & WENDEL A/S., 


a company duly organised 


under the laws of the Kingdom cf Denmark and doing business 
at Ko. 40, Ostergade in the city of Copenhagen j £tate of Den¬ 


mark, have adopted and used the trade mark shown in the ac¬ 


companying drawing foey 


class 28, (jewelry and precicus-aetal ware) and presents he¬ 


rewith five specimens showing the trade mark as actually u— 


r>ed by applicant upon the goods, and requests thfat the same 


be registered in the United States Patent Office in accord¬ 
ance with the Act of February 20th 19^5* The trade nark has 


been continuously used and applied to said goods in applicant’s*. 


business since September 1st 1932. The trade mark is applied 


or fixed to the goods, or to the packages containing the same. 


by impressing in the goods, or in ether ways, 


Said trade marl: has been registered in the Kingdom 


✓ 

of Denmark (sub)^o. 813^1932 dated September 10th 1932 on an 
plication filed September 1st 1932 an «U*iSiJ g 


, whose postal address is 
L17 National Press Building. N.3T., 


ii aCdC toXyx t l W H&GC Washington, D.^., on whom process or notice 
of proceedings arfecting the right to ownership of said trade 
m .rk brought under the laws of the United ^tate? may be served. 


Ihe undersigned hereby appoints MARKS & CLERK, a firm 


composed of G. Croydon Marks, Dugald Clerk, E. V. Marks and 
M. Atkinson Adam (Reg.No.H36l), whose postal address is Natio¬ 
nal Press Building, 14”**and F Streets, Washington, N.W., 
attorneys, to prosecute this application for registration. 


over 
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with, -all powers of substitution and revocation, and tc make 
alterations and amendments therein, to receive the certificate, 
and to transact all business in the Patent Office connected 
therewith. GEORG JENSEN & WENDEL A/S 



Kingdom of Denmark, ) 

)ss.: 

City of - Copenhagen, ) 

AzT ' 

THOROLF ELIAS M0LLER being duly sworn, deposes and says 

that he is the managing director cf the company, the applicant 

named in th£ foregoing statement, that h.e believes the .foregoing 

statement is true* that he believes GEORG JENSEN & WENDEL A/S. 

the owner of the Trade-Mark sought to be registered; that no o- 

•• 

ther person, firm corporation, or association, to the best of 
his knowledge and belief, has the right to use said Trade-Mark 
in the United States, either in the identical form or in any 
such near resemblance thereto as might be calculated to deceive’; 


that the said Trade-Mark has been registered in DENMARK on the 
10th September 1932 sub w o. £13/1932 that the said Trade-Mark 



is used by s?id company in commerce amen? the several States of 
the United States, ahat the description and a rawing pr*sent-®d 
truly represent the Trade-Mark sought to be registered; and that 


the specimens show the Trade—Mark as actually used upon the goods. 


'IjtJ 



^Subscribed and sworn tc before me, at .Copen.hcuf f eca,Deniiark. 


is 17th day cf September 1932 . 


KINGDOM OF DENMARK 
CITY OP COPENHAGEN 
CONSULATE GENERAL OF THE 
UNITED STATES OF AMERICA 


Fred K.Salter 


r ee Mo. 28 09 Anerica 
•iece ved $ £ Kr. /X & 
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Tilstaaelse for Modtagelsen af en Anmeldelse afet Yaremaarke. 



har i Dag KL f anmoldt 

det ncdenfor angivnc Varemaerkc (Journal A Nr yU /— 195 sy ul Registrering 


og bctalt 60 Kr. i Rcgistreringsafgift. 


/ 


Cirektoratet for Patent- og Varemaerkevasenet m. v.. Kibenhavn den 

(Afdaliog for Regiitrariag af Yarwstrkar m m.) 


Varemaerkrt: 




l 
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Trade-mark Division, Room 1M 

Addmt on.’f 

‘TWtesWw '■< *' *'-- 1 *. 
WaahtasM- '• ‘ 

u4 m< •«» :•/ um 


DEPARTMENT OF COMMERCE 


Paper No. 


UNITED STATES PATENT OFFICE 

WASHINGTON 


iiiWiImh napMlii ikb 
i » — I * (I** il*« mUI aaafci 
•r Bites. aialal 


Please find below a communication from the EXAMINER in 


St-Kr 


charge of this application st . / « 

v?k*»*uLCr <£ % 

ovo lt-sM* Cnmmusioner of Patents Applicant: Georg Jensen Sc Wende3 

IHarks 2: Cleric : n Ser. No. 330,767 


Harks & Clerk 
haticnal Press Bldg 
Washington, D. C. 


Piled 

For 


Sept. 29,1932 

trade nark 

f OCT 1 3 1932 


The woras "dealing with and manufacturers of gold- and 

y , 

/ silvergoods,", lines 1 and 2 of the statement, should be canceled 
as superfluous. 

The description of goods is indefinite. The particular 
"works of art ana art-industry" referred to should be named. 

The precious metals included in the description are classi¬ 
fiable in Class 14. Division is required with respect thereto 
if the case is retained in Class 28. 

/ . a copy of the Denish registration, when issued, should be 

/ 

v / filed in the case. 

A search of the Office records (Class 28) shows that no 


trade mark like applicant's has been registered for use on the 


same kind of goons. 


Honogram 
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Trade-t»*aite 
OCT 19 1932 

\L $, PatBnt 


' ii * C 5K 

% 

OCT 1332 V 

<N IN ^ UNITED STATES PATENT OFFICE 


In re application of 
Georg Jensen & Mendel A/S 
Ser. No. 330787 
Filed Sept. 29, 1932 
For Trademark "3 J* etc. 


Eon. Commissioner of Patents, 


Sir: 


Washington, D. C. 


Applicant attaches a copy of the Danish 


//f~\ 


V 


regis¬ 


tration No. 813 - 1932 to be filed In the aboTO-j 
mentioned application for registration. 


Respectfully submitted, 
GEORG JENSEN & WEN DEL A/S 

>y 

A. 4 - Hr. 


Attys 


October 17, 1932 


106 


’• •« 




90 



ForanstaaendcVarcin;erkc cr optagct i \'.ircma*rkcrc^istrct. snalcdcs som 
omstaacnde IJddcrift udviscr. 


Dircktoratet for Patents og Vnrcmarrkcv.'vsenet m. v. 

Afdilmncn for RvjtismTmi; .if \jrcm.i-rkvr on Moiistrc 
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1. Maerkeindehaverens Navn, Stilling og Bopael. 

2. Tidspunktet tor Anmeidelsen og dens Journal Nr. 

3 Tidspunktet for Registreringen. 

4r Tidspunktet for Registrcringens sencste Fomyelse. 

5. Beskrivelse af Maerkct. 

6. De Varearter. for hvilke Maerket cr rcgistreret. 

7. Udenlandsk Anmelders Fuidmaegtigs Navn, Stilling og Bo pari. 

8. Saerlige Bemaerkningcr. 


1. Georg Jenson & Wendel, A/S, Stflvsmodje, Ktfbenhavn 

2. 1. September 1932 Kl. 11,45 - J. A. 1932 Hr 

3. 10* September 1932. 


959. 


4. 


5. Bogs tavern©: G J 1 en rektangulasr Ramme. 

' • •. in 

6 . Eunatarbejder og kunstIndustrlolle Arbejder saajt «dle 
Metaller 1 raa, .delvis eller helt forarbejdet Tjilstand. 

7. - 


8 . Bekendtgjort 1 Statstldende 22. September 1932. 


/ 


Bctalt meU fire Kroner. 

Cfr^WdC 
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Trademark Division, Boom 164 


•TPilau. 

ac." 



mad ■■« Mgr afflcUl by 


Department of Commerce 

UNITED STATES PATENT OFFICE 

WASHINGTON 


No. 5 

nM 

tk*i 


I oamlnllMMa 


Please find below a communication from the EXAMINER in 
charge of this application st ^ / / »_ 

wWw 


St-Kr 


oro u -< 73 * 



Commissioner of Patent* Applicant :Georg Jensen twendel 

a/s 

Ser. No. 330*7$7 
Filed 
For 


Sept. 29, 1952 
trade mark 



The oopy of the Danish oertifioate referred to in the 
statement, presented in this case October l8, 1932, has been 
entered therein. 

The case awaits further action in response to the Official 
letter of October 13, 1932. 

Monogram 
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AMENDMENT 
IN THE UNITED STATES PATENT OFFICE 


In re applies' '-n of 
Georg Jensen Sc Wendel A/S.,, 
Ser. No# 350787, 

Filed Sept* 29, 1922 
For Trademark 


Hon. Commissioner of Patents, 

Washington,D* C» 

Sir: 

In response to the Office Action of October 13, 
1932, kindly amend as follows: 


In lines -1 and i of the statement cancel 


•dealing 


with and manufacturers of gold- snd sllvergoods. 


i 

In line3 6 and 7 cancel the description ofi goods 


and insert the following In lieu thereof: 


\ 


A 


—Brace lets, ^roo«heSj and ^ the r ^jewelry lor 
^pcrsonal^weaij^ct ^ncluding^atches, ^rays, 
^teapots, ,coffeepits,,dishes, ^plates, Raises, 

* -C' r ' ^ x 

jars, pitchers, ^ugarbasins, ^reamjugs, 

^/ater jugs, ^powls, ^ups, Renter ^prnamentjs for 
^tables, ^poons, ^oives,^forks, gigarettje^psses, 
^cigarwgases, .signets ordeals, ^jugs and jrugs, 

tableware, toiletware and ornamental ware, all 

V ^ 

made cf or^platea withesliver, gold, p][atlnum^ J: 
and ^.ther jprocious metal^— 




H EM ARKS 
In view of the above amendment and an interview 
had with the Examiner It is believed that the case i3 


in condition for publication and such action 13 


requested 



Nov. 22, 1932. 
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-TRADE-MARK DIVISION 

A<t<trrmm <mtg 

“The CmmuMoiict of Pamla, 
W««J>tn^u>n. D. C.” 


237 


Paper No. 

All rmiptalwtlMW 


2ivi(lla(l 


•nOntloa aiAovId dm th> «frill 
aiul data of Ottac 


department of commerce o 

UNITED STATES PATENT OFFICE 

WASHINGTON 


C Marks & Clerk 

Natl Press 31 dg 
Washington D C 



The application for the .Registration of a Trade-Mark filed by 

Georg Jensen £ Wenciel A/S, filed Sep 2$ 1932 
S N 330 787, in Class 28 


has been examined and passed for publication, in compliance with section 6 of the act authorizing the 
Registration of Trade-Marks, approved February 20, 1905. 

The mark will be published in the Official Gazette of DCn n. 

u tC27l932 


Any person who believes he would be damaged by the registration of this mark may oppose the 
same by filing notice of opposition, stating the grounds therefor, in tho Patent Office within thirty days 
after the publication thereof, which said notice of opposition shall be verified by tho person filing the 
same before one of the officers mentioned in section 2 of the act of February 20, 1905. 

If no notice 6f opposition is filed within said time tho Commissioner may issue a certificate of 
registration. 

Copies of the Trade-Mark portion of tho Official Gazette containing tho publication of the mark 
may bo obtained as soon as published at 10 cents each, from the Superintendent of Documents, 
Government Printing Office. 




Respectfully, 




Commieaioner of Patent*. 
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426 CLASSIFICATION 

1931 

CONTENTS: 

Application ...C papers. 

iLETIEA . QLIJ3A93.7L,.. 

jji^nER. 

4. _ 2.3,. /f 3 2 - 

s.N-afB- . 193Z~. 
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7 
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29. ... 
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trade marks 

CLASS is rcwELBr and 
M£TA'w ware 


APPLICATION/ 

% 330787 



PuaU**i»< A ia- O. O. 

DEC 27 1932 


Georcf U&nsen Wen.<Jel Jl/S 

<t Fh*&r~ 


2 



R I H ''i that the annexed is a true copy from the records 

oflico or the File Wrapper, Contents and Drawing, 


ter of the 


Application for the Registration of la Trade Hark of 


Georg Jensens Solvsaedle a/S. 


ober 19, 1932, 


Serial Number 331,369, 


Art end Art Industry, Precious Metals in Natural stat< 
y or Wholly Worked. 




In Testimony Whereof I have hereunto set mv 
hand and caused the seal of the Patent Office to he 

affixed, at the City of Washington, this seventeenth 

* 

day of January , in the year of <>ur Lord one 

* 

thousand nine hundred and thirty-three and of the 
Independence of the United Mutes of America the 
one hundred and fifty-seventh. 


Cw.i«4«fr 1 '/ Patents. 
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3> 

P 

g 

rr 

fO 

ro 


cuiiss ... 

MSTAL WA?£. 



T.-M. SERIAL No. (Scries of 1905) 


CASE 1 


TRADE-MARK No. 


331369 

Xame ....&E.QBS.. J£MS.ENS...S.0L¥S.WE.0.1£ M 


REGISTERED 


of .. 

State of .. 

For __ 


.COPENHAGEN_ 

* 

..DENMARK_.__ 

MfORl d OF ART AND ART INDU STRY, PRECIOUS METALS IN N ATURAL STATE AID 

.P.ARTLlf-OR..i]iOLLY-..l(DRK£D------- 



\ 


• Trade mark: _ 
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. L # 1 


0&GET 


VAli KM.EKK E 




APPLICATION 
*331369 

fa. 


fa 


REG. NR. 853 - 1932. 



Foranstaaende Varemaerke cr optaget i Varemaerkeregistret, saaledes som 
o;nstaaendc Udskrift udviser. 


Direktoratet for Patents og Varemaerkevaesenet m. v. 

Afdclingcn for Rcftistrering af Varemxrkcr or Monstrc 
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1 Markeindehaverens Navn, Stilling og Bopai. 

2. Tidspunktet for Anmeldelsen og dens Journal Nr. 

3. Tidspunktet for Registreringen. 

4. Tidspunktet for Registreringens seneste Fomyelse. 

5. Beskrivelse af Market. 

6. De Varearter, for hvilke Market er registreret. 

i 

7. Udenlandsk Anmelders Fuldmagtigs Navn, Stilling og Bo^al. 

8. Sarlige Bemarkninger. 


1 . 

2 . 

3 . 


Georg Jensens Stflvsmedie, A/S, 
KjZbenhavn. 

20. September 1932 Kl. 11,46 - 

24. September 1932. 


Fabrication af Sblwarer, 


J. A. 1932 Nr. 1025. 


4. - 

«• • *• « M 

5. Bogstaverne: G J 1 et relrbangulrDrt Felt. 

. 

6 . Kunstarbejder og Cunstlndustrielle Arbejder ssmt ssdle Metaller 
1 raa, delvls eller belt forarbejdet,Tllstand. 

7. - 

, i 

8 . Bekendtgjort 1 Statstidende 6 . October 1932. - j- 




talt med fire Kroner. 


Cfr&tft, Sc 
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j ui 


arruuuron 
No 331369 


PSIITION, ST AT SMS NT and P0VT38 OF ATTORNEY. 


TO THE COMMISSIONER OF PATENTS: 


G3P8G-JENSENS S3LVS?*.EDIX A/Sf, 


accompany duly organized .under. the laws of the Kingdom cf 

Ragn&gade, Copenhagen, 

Denmark and doing business at Al, c. 7,/in the city and county cf 


Copsniwsop, State of -era* a£y>J^4j ugg4 the teade^^ 

mark shown m the accompanying drawing fo ■» r ajj, and gjst — 


ireciotis net 


: r. 


■iA^-An Trho 11 y 


ad a -, in class 2$, (jewelry and precious-metal ware}, and pet 


cents herewith five specimens shewing the trade nark as actually 


used by applicant upon the goods, and requests that the same be 


registered in the United States Patent Office in accordance with 


the Act cf February 20th 1?05>. The trade mark has been contiucus- 


ly used rind applied yto sc id gccds in applicant's business since 
September 1st.'1932* The trade mark is applied or fixed tc the 
goods, or tc the packages containing the same, by impressing in 


the goods or in other ways* 


Said trade mark has been registered in the kingdom 


;S 


of De-mark sub Mo. *'53/32 dated September 24th l?j2 cn tn appli¬ 


cation filed 2Cth September 1932 and the said joint stock company 

Herbert R* Keraltke, 

GSO’G JFNTENS SOLVES DIE A/S. h*s designated / BB Oiaq nx i i aqy 


National Press Bldg.N.W. Washington, D.cT 1 
xinOcxioilxIbifacx^ttT^y'o 1 whor pr^coss'cr nctic 


e of proceedings 


a'facting the right tc ownership of '-aid trade mark brought 


ur.de n thd lv"- cf th<* J-ited States nay be serv°d* 


I*'* und^rsigrar? h?r.?by appoints MARKS * CLERK, a firm 
repose? of G. Croydom Pug^-ld 3. C. Maalrr an? 


M. nvir^n A?am fReo.No. II?*!?, -hose postal .dfl-ess is Netio- 


nal Press Iding. l 4 th and J St”®“tm. N w pm 

attorneys, to prosecute this application for r^gi st rati cn, -?th 
?rll p~w?r? cf substitution e.r? revocation, and to make alte«a- 


r-'rn ?» 
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tions and amendments therein, to receive the certificate, and 
to transact all business in the Patent Office connected there- 
witiu GB0H0 JBNSBNS SOLVSKED] 



Managing Director 



DECLAftAlIO N 

City of Copenhagen) . ^ 

Kingdom of Denmark) ** 

FSDSa ANDERS PEDERSEN, being duly sworn, deposes and says 


that he is the managing director of the company 


the applicant 


named in the foregoing statement, that he believes the forego¬ 
ing statement is ^/rue, that he believes GEORG JENSENS S0LVSME— 

DIE A/S. the owner of the Xrade-Kark sought to pe registered, 

i 

that no other person, firm, corporation or association, to the 
best of his knowledge and belief, has the right to use said Xra- 
de-Mark in- the United States, either in the identical form or in 
any such near resemblance thereto as might be calculated to de- 
ceive, that the said Trade-Mark has been registered in DENMARK 
on the/24th September 1932 sub No^353» that the said Trade-Mark 
is used by said company in commerce among the several States of 
the United JJtates, that the description and drawing presented 
truly represent the Trade-Mark sought to be registered, and that 
the specimens show the Trade-Mark as actually ujsed upon the 
goods. 







Subscribed and sworn to before me, 
7th day .^-October 1932. 




, GJES£i.j/r, 
Vice Coosu', c\Umv' 

o' AraeriCd. at Coper]; 


’J&ted ShIcc 
haeen, Denmark. 


Fee No 3u?G n 
ceived &r.// 


I 
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Trade-mark Division, Room 164 

Addrt* onijf 


WUUVM. O. C." 
n4 act »aj oOdal br « 


DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OrFICE 

WASHINGTON 

St-Kr 



flease And below a communication from the EXAMINER in 
charge of this aaplication 


(•to n — 





Marks &. Cleric 
National Press Bldg 
Washington, D* C. 


Com mix*;,>ncr of Patent* Applicant JQ-eorg Jansens Solvs— 

medie A/S 

Ser. No. 331,369 

Filed Octf. 19, 1932 

For trade mark 


NOV 5 -1932 




The words "manufacturers of silver goods", lines 1-2 of 
statement, are superfluous and may be canceled. 

The words —Joint stock— should be inserted before "company", 

/ line 2, the applicant company being so named in the clause appoint¬ 
ing a representative. 

The description of goods is indefinite. The "works of art 
and artindustry" referred to should be specifically named. 

The precious metals referred to are classifiable in Class 14. 
Division is required with respect thereto. 

A search of the Office records (Class 2b) shows that no trade 
mark like applicant's has been registered for use on the same kind 
of goods. 


Monogram 
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In re application oif 

Georg Jensens So lv sine die A/S., 

Ser. No. 331569 

Piled Oct. 19, 1932 

For Trademark 


Hon • Cotomis sioner of Patents, ^ 

Washington, D*C. 

Sir: | 

! 

In response to the Office Action of November 5,1932 
kindly amend as follows: 

In lines 1 and 2 of the statement cancel the words 

"manufacturers of al ive r goo ds"• 

In line 2 before "company" insert —joint stock—, 

---p 

Cancel the description of goods in the statement 

and insert the following in lieu thereof* 


T~ .—Bracelets/Jbrooches. and other Jewelry for \ 

\ pereonal,weir, not ^includingwatches,jtrays, i 

\ i "teapots, 'toffe'epots, £ishea,' plates, Eyases, 

\ jars, pitchers, sugarbasins/^creamjugs, \ 

\ l "-prater jugs,, bowls", cups, pen ter ornaments • 

\ • for tables? spoons, ^knivea,^fork's, cigarette- \ 

1 pases, cj.gai^bases, signets dr goal's-, ^jugs \ 

stu d mugs , tableware / t o i le tware "an d, ortfa- i 

mentkl,ware e. Unmade of or ^plated with pilver, \ 
* I gold, platlnhm^ and other ^recious metalafp— 

REMARKS 

In view of the above amendment it la bellowed that 

I 

the case is in condition for publication and such!action 


is requested at an early date* 


Respectfully submitted. 


GEORG 

7K< 


IS SOLVSMEDIE A/S 

<&^lQeAJk_ 


Attys< 


December 7, 1932 
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TBADE-MARK DIVISION 

U/Irru onjy 

WmMUM. n. c.~ 


237 


clc 


3 


Paper No.. 

AH aawalriilHi t 

m t u iiw i twM «m tu 

■addMaraitaw 


DEPARTMENT OF COMMERCE 

UNITED STATES PATENT OFFICE 

WASHINGTON 



?\) 

M 


The application for tho Registration of a Trado-Mark filed by 
ueorg jensens Solvsmedie a/.S, Oct. 19, 1932 
serial No. 331,369, In Class 28 


has been examined and passed for publication, in compliance with section 6 of the act authorizing the 
Registration of Trade-Marks, approved February 20, 1905. 

The mark will be published in the Official Gazette of «J/ ff 1 0 


Any person who believes he would be damaged by the registration of this mark may oppose the 
aaine by filing notice of opposition, stating the grounds therefor, in the Patent Office within thirty days 
after the publication thereof, which said notice of opposition shall be verified by tho person filing the 
same before one of the officers mentioned in section 2 of the act of February 20, 1905. 

If no notice of opposition is filed within said time the Commissioner may issue a certificate of 
registration. 

Copies of the Trade-Mark portion of the Official Gazette containing the publication of tho mark 
may be obtained as soon as published at 10 cents each, from tho Superintendent of Documents, 
Government Printing Office. 

Respectfully, 


Hr ^ 


Commissioner of PalenU. 
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APPLICATION 

No. $31369 


TRASS 

ttASS 2 *' **«. «** 


& 


mmi — ^_——————^ 

i G^eor^ Jenge/LS SdlM^rt^e.d'ce. FC/S- 

'T^-cP'r'i, er 

jaN 10 1333 —^ <onil / ^of) / 


JAN 10 133: 
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CLASSIFICATION 


1931 


CONTENTS: 


Application. . 

i. ^XXEfi . 

^ 6/l 


.papers. v 

NO V 5 1932 

. A.kL.%l$±L 


3. M..a£%> .Of C T$‘B32; 

4. 

5. 

6 . .._«.. 

7 ..... 

8 ...-. 


9. 

10 . 

11 . 


12 . 


13_ 


14. _ 


15 _ 

16 _ 

17 . 
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21 . 


22 .. 


23. 


24. 

25. 


26. 


27. 


28. . 


29. 

30. 
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SUPREME COURT OF THE DISTRICT OF COLUMBIA 

In Eouity 

Georg Jensen Handmade Silver Inc.,plaintiff, 

vs. 

Georg Jensens Srflvs’tedie A/s, Georg Jensen ft 
Wendel A/s, Thorolf Miller, and Peder a. 
Pedersen, defendants 


EXHIBIT 1? -PART 5 

Photostat of window 
signs used by plaintiff 
throughout the United 
Stetes shoeing pecu¬ 
liarly distinctive 
style of type of the 
letters GJ 
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127 Subpoena to Answer. 

Issued January 12, 1934. 

#**##** 

The President of the United States to 

(1) Georg Jensens S0lvsmedie A/S, 

(2) Georg Jensen & Wendel A/S, 

(3) Thorolf M0ller, 

(4) Peder A. Pedersen, 

Defendants. 

Greeting: You are hereby commanded to appear before 
the Supreme Court of the District of Columbia :o answer 
a bill of complaint (or petition) exhibited against you in the 
said Court in a suit in Equity by the above named plaintiff, 
and to further do and receive what the said Court ^hall have 
considered in this behalf; and hereof fail not. 

Witness the Honorable Chief Justice of said Court, the 
12th day of January, A. D. 1934. 

[seal.] FRANK E. CUNNINGHAM, 

Clerk . 

By R. E. LEE GOFF, 

Assistant Cl^rk. 

AXEL V. BEEKEN, 

Attorney, 

1144 National Press Building, 

Washington, D. C. 

Note.—The defendant is required to file his answer or 
other defense in the Clerk’s office on or before the twentieth 
day after service, excluding the day thereof; otherwise, the 
bill may be taken pro confesso. 

Marshal’s Return. 

Served a copy of the bill of complaint or petition exhibits 
&c. and this subpoena to answer on above-named-^ 

(1) Defendant Georg Jensens S0lvsmedie A/S} by serv¬ 
ing Herbert R. Kerslake, representative of the said defend¬ 
ant, personally, 1/12/34, as instructed by the plaintiff at¬ 
torn ev.—Edgar C. Snyder, U. S. Marshall in add for the 

j 

4—6392a 
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District of Columbia, bv Harrv C. Allen, Deputy Mar¬ 
shal. K. 

(2) Defendant Georg Jensen & Wendel A/S by serving 
Herbert R. Kerslake, representative of the said defendant, 
personally, 1/12/34, as instructed by the plaintiff attor¬ 
ney.—Edgar C. Snyder, U. S. Marshal in and for the Dis¬ 
trict of Columbia, by Harry C. Allen, Deputy Marshal. K. 

(3) Defendant Thorolf M0ller, by serving Herbert R. 
Kerslake, representative of the said defendant, personally, 
1-12-34, as instructed by the plaintiff Attorney.—Edgar C. 
Snyder, U. S. Marshal, in and for the District of Columbia, 
by Harry C. Allen, Deputy Marshal. K. 

(4) Defendant Peder A. Pedersen, by serving Herbert R. 
Kerslake, representative of the said defendant, personally, 
1-12-34, as instructed by the Plaintiff Attorney.—Edgar C. 
Snyder, TJ. S. Marshal in and for the District of Columbia, 
by Harry C. Allen, Deputy Marshal. K. 

128 Motion of Defendant, Georg Jensens Solvsmedie A/S 

Appearing Specially for that Purpose, to Quash 
Service of Subpoena and Dismiss for Lack of Ju¬ 
risdiction. 


Filed Jan. 31, 1934. 

I. 

Comes now Georg Jensens Sblvsmedie A/S, one of the 
above-named defendants, appearing specially by its attor¬ 
neys for the purpose of moving to quash service of sub¬ 
poena pursuant to the bill of complaint and objecting to 
the jurisdiction of the court over it and moving to dismiss 
the bill of complaint, without, waiving objection thereto, for 
lack of jurisdiction and for no other purpose, and moves— 

(a) That the service of subpoena and return of service 
thereon be quashed; and 

(b) That the bill of complaint be dismissed for want of 
jurisdiction of this court. 

II. 

In support of this motion defendant Georg Jensens Sblv¬ 
smedie A/S shows: 

129 (1) That it is a Danish corporation located and 

doing business in Copenhagen, Denmark. 
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(2) That jurisdiction over defendant was sought to be 
obtained herein by service of the subpoena upon Herbert 
R. Kerslake, a resident of the District of Columbia, such 
service purporting to be pursuant to Section 3 of the Trade- 
Mark Act of 1905, as amended (15 U. S. C. Sec. p3). 

(3) That the jurisdiction of this Court is limited by said 
Act to proceedings against a defendant trade-m^irk appli¬ 
cant, or registrant, which affect the right of ownership of 
the particular mark which is the subject of such defend¬ 
ant’s application, or registration. 

(4) That this suit seeks to establish plaintiff’s Ownership, 
and to enjoin defendant’s use in advertising or Otherwise, 
of a multiplicity of trade-marks and trade-names which are 
not the subject of any application to register, oi) registra¬ 
tion, filed or obtained by this defendant, and which are 
therefore not properly the foundation of any proceedings 
within the contemplation of said Act. 

(5) That the jurisdiction of this Court is further limited 
by said Act to proceedings brought under a law of the 
the United States. 

(6) That the bill of complaint purports to set forth, 
among others, causes of action predicated upcjn alleged 

breach of contract, interference with quiet enjoy- 
130 ment of contract rights, unfair competition in trade, 
misrepresentation in advertising, price cutting and 
infringement of common law trade-marks, in none of which 
aspects is this a proceeding brought under a law of the 
United States and, further, in none of which aspects is the 
suit limited, as the said Act requires, as set forth in para¬ 
graph (3) above. 

(7) That while the bill of complaint also purports to set 
forth a cause of action predicated on alleged interference 
between this defendant’s Registration No. 143,928 and 
plaintiff’s Registrations Nos. 292,638 and 293,530, and seeks 
to have said Registration No. 148,928 adjudged null and 
void, said Registration No. 148,928 has in fact expired by 
operation of law and has ceased to be in force, because the 
mark was previously registered in a foreign country and 
ceased to be protected in such foreign country on Septem¬ 
ber 20, 1929, wherefore, in such aspect of the bill of com¬ 
plaint, the suit does not constitute a valid proceeding within 
the contemplation of said Act. 

(8) That the bill of complaint also purports to set forth 
a cause of action predicated on alleged infringement of 
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plaintiff’s registered trade-marks and in such aspect the 
suit does not constitute or is not limited to proceedings 
affecting defendant’s right of ownership of the par- 
131 ticular marks which are the subject of this defend¬ 
ant’s application or registration. 


Affidavits 1 are filed by this defendant in support of its 
motion. 

III. 


Defendant requests an oral hearing on this motion at 
such time as the Court may fix and order. 

GEORG JENSENS SOLVSMEDIE A/S, 

Bv WALTER C. CLEPHANE, 

843 Investment Building, Washington, D. C., 


Its attorney, appearing specially and only 
for the purpose of objecting to the juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpoena served 
in connection therewith. 

OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street, 

Neiv York, N. Y. 


132 Affidavit of Herbert R. Kerslake. 


District of Columbia, 

City of Washington, ss: 

Herbert R. Kerslake, being duly sworn, deposes and 
savs: 

* i 

That he is a resident of the District of Columbia and has 
an office therein in the National Press Building, 14th and 
F Streets, N. W. 

That on January 12th, 1934, there was left at his said 
office a copy of the Bill of Complaint in this suit, together 
with a copy of a subpoena entitled in the suit and addressed 
to the defendant Georg Jensens Sblvsmedie A/S. 

That deponent is a patent attorney associated with the 
firm of Marks & Clerk, Foreign Patent and Trademark 
Agents, and beyond acting for the defendant in that capac- 
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ity, his said firm lias no connection with or intercut in said 
defendant whatsoever. 

That never at any time has deponent been appointed or 
designated to represent said Georg Jensens Splvsmedie 
A/S in any capacity or for any purpose exceptj pursuant 
to and as provided in Sec. 3 of the Trademark Act of 
133 1905 (15 U. S. C. Sec. 83). 

HERBERT R, KERSjLAKE. 

Sworn to before me this 23rd day of January, [L934. 
[notarial seal.] ARTHUR P. CYR, 

Notary Public. 

Memorandum in Support of Motion of Defendant, 
Georg Jensens Solvsmedie A/S, Appearing Spe¬ 
cially for that Purpose, to Quash Service of Sub¬ 
poena and Dismiss for Lack of Jurisdiction . 


134 


I. 


and doing 
2) and is 


This defendant is an alien corporation, located 
business in Copenhagen, Denmark (Bill, para, 
not alleged to have any place of business in the United 
States. Jurisdiction, if any, must arise out of | Section 3 
of the Trade-mark Act of 1905 (15 U. S. C. sec. 83). That 
Act provides for the designation of a resident individual 
for service of process, not generally and for all purposes, 
but in connection with proceedings of a certaifn, specific 
nature and affecting certain, specific rights. 

II. 

The section of the Act in question provides fori the acqui¬ 
sition of jurisdiction over a trade-mark applicant (or 
registrant) only 

(a) In proceedings brought under a law (i. £. statute) 
of the United States and 

135 (b) which affect a defendant applicantfs right of 

ownership of the specific mark which is t|he subject 
cf the defendant’s application (or registration). 

Any jurisdictional fact prescribed by this or 
statute is absolutely essential; U. S. Envelope Go. et al. v. 
Transo Paper Co., 229 Fed. 576. 

III. 

i 

Where, pursuant to statute, persons are designated for 
service in certain special proceedings, it follows that the 


anv other 
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statute does not intend such persons for service in any and 
all proceeding's and actions (Fletcher, Cyc. of Corporations, 
Vol. 4, p. 4419). 

As where a Maryland statute provided for the appoint¬ 
ment of an officer or attornev for service in connection with 
proceedings to regulate fares, service on such attorney in 
general proceedings is improper; Washington E. E. Co. v. 
Johnson, 127 Md. 218, 96 Atl. 445. 

The action must be such that the statute permits service 
on the particular agent (Fletcher, supra, p. 4433). 

A suit for value of goods furnished is not “for damages 
to person or property” and hence service on an agent, 
whose authoritv to receive service was limited as indicated, 
was improper; St. Louis Co. v. Barnes, 35 Ark. 95. See 
also Toledo Ev. Co. v. Owen, 43 Ind. 403, wherein the 
tortious killing of an animal on the tracks of a railroad was 
held not included in 4 4 causes growing out of the business of 
the agency.” 

In fact statutes frequently limit the competency of 
“agents”, to receive service, to actions based on specified 
subject matter (Fletcher, supra, p. 4430). 


136 4 4 An agency must in fact exist or be indisputable, 

wherein the agent may be regarded as representative 
of the corporation in respect to the proposed litigation.” 
Fletcher, shpra, pp. 4439-40; See also Olson v. Buffalo Co., 
130 Fed. 1017. 

44 Whether the person served was an authorized agent” is 
a question 44 vital to the jurisdiction of the court.” Phila. 
& Eeading Co. v. McKibbin, 243 U. S. 264. 


IV. 

The only registrations or applications for registration 
which the bill of complaint alleges this defendant has ob¬ 
tained or filed are two in number, viz: Eegistration No. 
148,928 and Application Serial No. 331,369, but the bill 
extends to questions of ownership of and more or less re¬ 
motely connected with a number of other trade-marks. No 
question is here involved as to the validity of any claim 
which the plaintiff may have for violation of its rights in 
and to those other marks. Defendant’s position is simply 
that the authority to serve its statutory designee does not 
extend to causes other than those asserted under a law of 
the United States and which affect defendant’s right of 
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ownership of the two trade-marks which are the subjects of 
its said Registration and Application. 

y. 

Defendant’s Registration No. 148,928 expired by opera¬ 
tion of law on September 20, 1929 (Bill, para. 14i; see Sec. 
12 of the 1905 Trade-mark Act, 15 U. S. C. Sec. 92, spe¬ 
cifically stating that U. S. certificates of registra- 
137 tion of marks previously registered abroad “ shall 
cease to be in force on the day on which the trade¬ 
mark ceases to be protected in such foreign country”). 

Having lapsed or ceased to be in force, the certificate of 
registration is not subject to cancellation, nor can 
as an interfering registration. 


it qualify 


“Since the certificate of registration of a trademark, like 
a patent granted for an invention, is issued for a definite 
term, it necessarily follows that after the expiration of that 
term there is no valid existing registration on which a 
judgment for cancellation can operate.” Walter Baker & 
Co. v. Worth, 1912 C. D. 109. 

As to similar expiration, by operation of law, of patents 
for inventions previously patented abroad see Bate Re¬ 
frigerating Co. v. Hammond, 129 U. S. 151; Leeds & Catlin 
Co. v. Victor, 213 U. S. 301; Cameron Septic Tank Co. v. 
Knoxville, 227 U. S. 39. 

Wherefore defendant prays that its motion be granted. 

WALTER C. CLEPHA^E, 

843 Investment Building , Washington , D. C., 

Its attorney, appearing specially a)id only 
for the purpose of objecting to the juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpeend served 
in connection therewith. 

OSCAR E. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel , 

20 Pine Street , 

New York, N. Y. 


138 Please take notice of the above Motio^i 
tached Points and Authorities, and of Lay 


and at- 
Rule 32 
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of said court governing the hearing and/or consideration 
and disposition of motions bv the court. 

WALTER C. CLEPHANE, 
Attorney for Defendants, 
Appearing specially as above. 

Copy received 1/31/34. 

AXEL V. BEEKEN, 

Atty. for Plaintiff. 

Bv L. C. SIMMONS. 

139 Motion of Defendant, Georg Jensen and Wendel 
A/S, Appearing Specially for that Purpose, to 
Quash Service of Subpoena and Dismiss for Lack 
of Jurisdiction. 

Filed Jan. 31, 1934. 

I. 

Comes now Georg Jensen and Wendel A/S, one of the 
above-named defendants, appearing specially by its at¬ 
torneys for the purpose of moving to quash service of sub¬ 
poena pursuant to the bill of complaint and objecting to the 
jurisdiction of the court over it and moving to dismiss the 
bill of complaint, without waiving objection thereto, for 
lack of jurisdiction and for no other purpose, and moves— 

(a) That the service of subpoena and return of service 
thereon be quashed; and 

(b) That the bill of complaint be dismissed for want of 
jurisdiction of this court. 


II. 

In support of this motion defendant Georg Jensen and 
Wendel A/S shows: 

140 (1) That it is a Danish corporation located and 

doing business in Copenhagen, Denmark. 

(2) That jurisdiction over defendant was sought to be 
obtained herein by service of the subpeena upon Herbert R. 
Kerslake, a resident of the District of Columbia, said serv¬ 
ice purporting to be pursuant to Section 3 of the Trade- 
Mark Act of 1905, as amended (15 U. S. C. Sec. 83). 

(3) That the jurisdiction of this Court is limited by said 
Act to proceedings against a defendant trade-mark ap¬ 
plicant, or registrant, which affect the right of ownership 
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of the particular mark which is the subject ofj such de¬ 
fendant’s application, or registration. 

(4) That this suit seeks to establish plaintiff’s owner¬ 
ship, and to enjoin defendant’s use in advertising* or other¬ 
wise, of a multiplicity of trade-marks and trade-names 
which are not the subject of any application to register, or 
registration, filed or obtained by this defendant, and which 
are therefore not properly the foundation of any proceed¬ 
ing within the contemplation of said Act. 

(5) That the jurisdiction of this Court is further limited 
by said Act to proceedings brought under a l<kw of the 
United States. 

(6) That the bill of complaint purports to set forth, 
among others, causes of action predicated upon al- 

141 leged breach of contract, interference witlj quiet en¬ 
joyment of contract rights, unfair competition in 
trade, misrepresentation in advertising, price cutting and 
infringement of common law trade-marks, in none of which 
aspects is this a proceeding brought under a law of the 
United States and, further, in none of which aspects is 
the suit limited, as the said Act requires it to be, as set 
forth in paragraph (3) above. 

(7) That this defendant was not a party to the contract 
referred to in the preceding paragraph and, therefore, that 
insofar as the suit purports to be predicated upon alleged 
breach thereof, jurisdiction over this defendant is not con¬ 
ferred by service under said Act. 

(8) That while the bill of complaint also purports to 
set forth a cause of action predicated on alleged interfer¬ 
ence between Registration No. 148,928 and plaintiff’s Reg¬ 
istrations Nos. 292,638 and 293,530, and seeks to have said 
Registration No. 148,928 adjudged null and void, it does not 
appear that this defendant is or claims to be the owner of 
the mark shown in said Registration No. 148,92^>. On the 


contrary, it affirmatively appears that said Registration No. 
148,928 was sought and obtained by another, wherefore as 
to such aspect of the suit jurisdiction over this defendant 
is not conferred by service under said Act. 

142 (9) That the bill of complaint also purports to 

set forth a cause of action predicated on alleged in¬ 
fringement of plaintiff’s registered trade-marks and in 
such aspect the suit does not constitute or is not limited to 
proceedings affecting defendant’s right of ownership of 
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the particular mark which is the subject of this defend¬ 
ant’s application. 

Affidavits are tiled by this defendant in support of its 
motion. 

III. 

Defendant requests an oral hearing on this motion at 
such time as the Court may tix and order. 

GEORG JENSEN AND WENDEL A/S, 
By WALTER C. CLEPHANE, 

843 Investment Building, 
Washington, D. C., 

Its attorney, appearing specially and only 
for the purpose of objecting to the juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpoena served 
in connection therewith. 

OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street, New York, N. Y. 

143 Affidavit of Herbert R. Kerslake. 


District of Columbia, 

City of Washington, ss: 

Herbert R. Kerslake, being duly sworn, deposes and says: 

That he is a resident of the District of Columbia and 
has an office therein in the National Press Building, 14th 
and F Streets, N. W. 

That on January 12th, 1934, there was left at his said 
office a copy of the Bill of Complaint in this suit, together 
with a copy of a subpoena entitled in the suit and addressed 
to the defendant Georg Jensen & Wendel A/S. 

That .deponent is a patent attorney associated with the 
firm of Marks & Clerk, Foreign Patent and Trademark 
Agents, and beyond acting for the defendant in that ca¬ 
pacity, his said firm has no connection with or interest in 
said defendant whatsoever. 

That never at any time has deponent been appointed 
or designated to represent said Georg Jensen & Wendel 
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A/S in any capacity ox* for any purpose except pursuant to 
and as provided in Sec. 3 of the Trademark Act of 

144 1905 (15 U. S. C. Sec. 83). 

HERBERT R. KERSLAKE. 

Sworn to before me this 23rd day of January, 1934. 
[notarial seal.] ARTHUR P. CYR, 

Notary Public. 

145 Memorandum in Support of Motion of defendant, 

Georg Jensen & Weridel A/S, Appearing Specially 
for That Purpose, to Quash Service of Subpoena 
and Dismiss for Lack of Jurisdiction. 


This defendant is an alien corporation, located and doing 
business in Copenhagen, Denmark (Bill, para. 2) |nd is not 
alleged to have any place of business in the United States. 
Jurisdiction, if any, must arise out of Section 3 of the 
Trade-mark Act of 1905 (15 U. S. C. sec. 83). That Act 
provides for the designation of a resident individual for 
service of process, not generally and for all purposes, but 
in connection with proceedings of a certain, specific nature 
and affecting certain, specific rights. 


The section of the Act in question provides fbr the ac¬ 
quisition of jurisdiction over a trade-mark applicant (or 
registrant) only 

(a) in proceedings brought under a law (i. e. statute) 
of the United States and 

146 (b) which affect a defendant applicant^ right of 

ownership of the specific mark which is tfye subject 
of the defendant’s application (or registration). 

Any jurisdictional fact prescribed by this or any other 
statute is absolutely essential; U. S. Envelope Co. et al. v. 
Transo Paper Co., 229 Fed. 576. 

III. 

Where, pursuant to statute, persons are designated for 
service in certain special proceedings, it follow^ that the 
statute does not intend such persons for service ih any and 
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all proceedings and actions (Fletcher, Cyc. ot* Corpora¬ 
tions, Vol. 4, p. 4419). 

As where a Maryland statute provided for the appoint¬ 
ment of an officer or attorney for service in connection 

m/ 

with proceedings to regulate fares, service on such attor¬ 
ney in general proceedings is improper; Washington R. R. 
Co. v. Johnson, 127 Md. 218, 96 Atl. 445. 

The action must be such that the statute permits service 
on the particular agent (Fletcher, supra, p. 4433). 

A suit for value of goods furnished is not “for damages 
to person or property’’ and hence service on an agent, 
whose authority to receive service was limited as indicated, 
was improper; St. Louis Co. v. Barnes, 35 Ark. 95. See 
also Toledo Ry. Co. v. Owen, 43 Ind. 403, wherein the tor¬ 
tious killing of an animal on the tracks of a railroad was 
held not included in “causes growing out of the business 
of the agency”. 

In fact statutes frequently limit the competency of 
“agents”, to receive service, to actions based on specified 
subject matter (Fletcher, supra, p. 4430). 

147 “An agency must in fact exist or be indisputable, 
wherein the agent may be regarded as representa¬ 
tive of the corporation in respect to the proposed litiga¬ 
tion .” Fletcher, supra, pp. 4439-40; see also Olson v. Buf¬ 
falo Co., 130 Fed. 1017. 

“Whether the person served was an authorized agent” 
is a question “vital to the jurisdiction of the court”. 
Phila. & Reading Co. v. McKibbin, 243 U. S. 264. 


IV. 


The only application for registration which the bill of 
complaint alleges this defendant has filed is Application 
Serial No. 330,787, but the bill extends to questions of 
ownership of and more or less remotely connected with a 
number of other trade-marks. No question is here in¬ 
volved as to the validity of any claim which the plaintiff may 


have for violation of its rights in and to those other 
marks. Defendant’s position is simply that the authority 
to serve its statutory designee does not extend to causes 
other than those asserted under a law of the LTnited States 
and which affect defendant’s right of ownership of the 
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i 

particular trade-mark which is the subject <4 its said 
Application. 

Wherefore defendant prays that its motion be granted. 

WALTER C. CLEPHAHE, 

843 Investment Building, Washington, D. C.. 
Its attorney, appearing specially and only 
for the purpose of objecting to the juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpoena served 
in connection therewith. 

OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street, New York, N. Y. 

148 Please take notice of the above Motion and at¬ 
tached Points and Authorities, and of Law Rule 32 of 

said court governing* the hearing and/or consideration and 
disposition of motions by the court. 

WALTER C. CLEPHANE, 

Attorney for Defendants, 
Appearing Specially as Above. 

Copy received 1/31/34. ! 

AXEL V. BEEKEN, i 

Atty. for Plaintiff, 

By L. C. SIMMONS. 

149 Motion of Defendant, Tliorolf Moller, Appearing 

Specially for That Purpose, to Quash Service of 
Subpoena and Dismiss for Lack of Jurisdiction. 

Filed Jan. 31, 1934. 


Comes now Thorolf M0ller, one of the above ijiamed de¬ 
fendants, appearing specially by his attorneys foi* the pur¬ 
pose of moving to quash service of subpoena pursuant to 
the bill of complaint and objecting to the jurisdiction of 
the court over him and moving to dismiss the bill of com- 
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plaint, without waiving objection thereto, for lack of juris¬ 
diction and for no other purpose, and moves— 

(a) That the service of subpoena and return of service 
thereon be quashed; and 

(b) That the bill of complaint be dismissed for want of 
jurisdiction of this court. 


II. 

In support of this motion defendant Tkorolf Mbller 
shows: 

(1) That he is a citizen and resident of the King- 

150 dom of Denmark. 

(2) That jurisdiction over defendant was sought 
to be obtained herein by service of the subpoena upon Her¬ 
bert R. Kerslake, a resident of the District of Columbia. 

(3) That said Herbert It. Kerslake is not an agent or 
representative of this defendant for any purpose whatso¬ 
ever. 

(4) That this defendant has never designated said Her¬ 
bert It. Kerslake as a person residing within the United 
States on whom process or notice of proceedings might be 
served with the same force and effect as if served upon this 
defendant in person, either as provided in Section 3 of the 
Trade-mark Act of 1905 (15 U. S. C. sec. 83) or otherwise. 

(5) Thjit it does not appear in said bill of complaint that 
defendant is or ever has been or has claimed to be an ap¬ 
plicant for registration, or for renewal of registration, or 
a registrant, of any United States trade-mark, the right of 
ownership of which might be affected by this suit; or that 
defendant has ever owned, or claimed to be the owner of, 
anv such trade-mark. 

Affidavits are filed by this defendant in support of his 
motion. 

151 III. 

Defendant requests an oral hearing on this motion at 
such time as the court may fix and order. 

THOROLF M0LLER, 

I By WALTER C. CLEPHANE, 

843 Investment Building y 
Washington , D. C. y 

His attorney y appearing specially and only 
for the purpose of objecting to the juris - 
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diction of this court and movinh to dis¬ 
miss the hill and quash subpoena served 
in connection therewith. 

OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street , Neiv York , N. Y. 

152 Affidavit of Herbert R. Kerslake. 

District of Columbia, 

City of Washington, ss: 

Herbert R. Kerslake, being duly sworn, deposes and 
says: 

That he is a resident of the District of Columbia and has 
an office therein in the National Press Building, 14th and 
F Streets, N. W. 

That on January 12th, 1934, there was left a#; his said 
office a copy of the Bill of Complaint in this suit together 
with a copy of a subpoena entitled in the suit and Addressed 
to the defendant Thorolf Moller. 

That insofar as said Bill of Complaint, and particularly 
paragraph 3 thereof, purports, or is intended, to allege that 
defendant Thorolf Moller has appointed deponent as a 
person on whom may be served process or notice of pro¬ 
ceedings affecting the right of ownership of the trade¬ 
marks alleged to be in controversy, or of any other trade¬ 
marks, it is contrary to fact. 

That on or about September 29th, 1932, the firm of Marks 
& Clerk, with which deponent was then and is how asso¬ 
ciated, caused to be filed in the United States Patent 

153 Office an application for registration of ja certain 
trademark, Serial No. 330,787, for and on ibehalf of 

Georg Jensen & Wendel A/S, which deponent understands 
to be a Danish corporation, of Copenhagen, Denmark. In 
said application and pursuant to the requirements of Sec¬ 
tion 3 of the Trade-Mark Act of 1905 (15 U. S. C., Sec. 83) 
said corporation designated deponent as a person on whom 
might be served process or notice of proceeding^, as pro¬ 
vided in said Act. 

That the papers constituting said corporate application 
for trade-mark registration were signed by omi Thorolf 
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E. Holier, not as an individual but solely in his capacity 
as an officer of said corporation, and such person, otherwise 
unknown to deponent, deponent assumes to be the above- 
named defendant. 

That to the extent of deponent’s knowledge and belief, he 
has never been authorized or designated, in writing or 
otherwise, to represent, and has never represented or held 
himself out as representing, and does not now represent, 
said Thorolf Holler (or Thorolf E. Holler) for service of 
notice or process, or in any capacity, or for any purpose 
whatsoever. 

That to the extent of deponent’s knowledge and belief 
said Thorolf Holler (or Thorolf E. Holler) is not and has 
never claiihed to be the owner of the trade-mark which is 
the subject of the above-identified United States applica¬ 
tion, or of any other United States trade-mark the right of 
ownership of which these proceedings affect. 

: HERBERT R. KERSLAKE. 

Sworn to before me this 25th dav of January, 1934. 
[seal.] ARTHUR P. CYR, 

Notary Public. 

154 Memorandum in Support of Motion of Defendant f 
Thorolf Moller y Appearing Specially for that Pur¬ 
pose , to Quash Service of Subpoena and Dismiss 
for Lack of Jurisdiction. 

I. 

The defendant is a citizen and resident of the Kingdom 
of Denmark (Bill, para. 2) but is alleged to have designated 
a resident of the District of Columbia for service of process 
(Bill, para. 3). 

The bill fails to disclose anv such designation. 

II. 

Jurisdiction is predicated on section 3 of the 1905 Trade¬ 
mark Act (15 U. S. C. sec. 83) but that Act gives jurisdic¬ 
tion, by service on a designated agent, only over a trade¬ 
mark applicant or registrant who has made such designa¬ 
tion. 

This defendant is not shown to be a trade-mark applicant 
or registrant. 
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Herbert R. Kerslake, on whom process was served, has 
never represented this defendant for any purpose 

155 whatsoever and has never been designated by this 
defendant as his process agent, either render said 

Act or otherwise (Kerslake affidavit). 

Wherefore defendant prays that its motion b^ granted. 

WALTER C. CLEPHANfl], 

843 Investment Building , 
Washington, D. C., 

His attorney, appearing specially and only 
for the purpose of objecting to tlie juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpoena served 
in connection therewith. 

OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel , 

20 Pine Street, Neiv York, N. Y. 

156 Please take notice of the above Motion and at¬ 
tached Points and Authorities, and of Law Rule 32 of 

said court governing the hearing and/or consideration and 
disposition of motions by the court. 

WALTER C. CLEPHANE, 
Attorney for Defendants , 
Appearing especially a!s above. 

Copy received 1/31/34. 

AXEL V. BEEKIN, 

Atty. for Plaintiff, 

By L. C. SIMMONS. 

157 Motion of Defendant , Peder A. Pedersen, Appearing 

Specially for that Purpose , to Quash Service of 
Subpoena and Dismiss for Lack of Jurisdiction. 

Filed Jan. 31, 1934. 

I. 

Comes now Peder A. Pedersen, one of the above named 
defendants, appearing specially by his attorneys for the 

5—6392a 
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purpose of moving to quash service of subpoena pursuant 
to the bill of complaint and objecting to the jurisdiction 
of the court over him and moving to dismiss the bill of 
complaint, without waiving objection thereto, for lack of 
jurisdiction and for no other purpose, and moves— 

(a) That the service of subpoena and return of service 
thereon be quashed; and 

(b) That the bill of complaint be dismissed for want of 
jurisdiction of this court. 


II. 

In support of this motion defendant Peder A. Pedersen 
shows: 

158 (1) That he is a citizen and resident of the King¬ 

dom of Denmark. 

(2) That jurisdiction over defendant was sought to be ob¬ 
tained herein by service of the subpoena upon Herbert R. 
Kerslake, a resident of the District of Columbia. 

(3) That said Herbert R. Kerslake is not an agent or 
representative of this defendant for any purpose what¬ 
soever. 

(4) That this defendant has never designated said Her¬ 
bert R. Kerslake as a person residing within the United 
States on whom process or notice of proceedings might be 
served with the same force and effect as if served upon this 
defendant in person, either as provided in Section 3 of the 
Trade-mark Act of 1905 (15 U. S. C. sec. 83) or other¬ 
wise. 

(5) That it does not appear in said bill of complaint that 
defendant is or ever has been or has claimed to be an ap¬ 
plicant for registration, or for renewal of registration, or a 
registrant, of any United States trade-mark, the right of 
ownership of which might be affected by this suit; or that 
defendant has ever owned, or claimed to be the owner of, 
any such trade-mark. 

Affidavits are filed by this defendant in support of his 
motion. 
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Defendant requests an oral hearing on this morion at such 
time as the court may fix and order. 

PEDER A. PEDERSEN, 

By WALTER C. CLEPHANE, 

843 Investment Building, 
Washingtonl D. C., 

His attorney, appearing specially and only 
for the purpose of objecting to the juris¬ 
diction of this court and moving to dis¬ 
miss the bill and quash subpoeha served 
in connection therewith. 

OSCAR W. JEFFERY, I 

HARRY G. KIMBALL, 

REGINALD HICKS, ! 

Attorneys and of Counsel, 

20 Pine Street, Neiv York, N. Y. j 

160 Affidavit of Herbert R. Kerslake. 

District of Columbia, 

City of Washington, ss: 

Herbert R. Kerslake, being duly sworn, deboses and 
says: 

That he is a resident of the District of Columbia and has 
an office therein in the National Press Building, 14th and 
F Streets, N. W. 

That on January 12th, 1934, there was left ajt his said 
office a copy of the Bill of Complaint in this sui^ together 
with a copy of a subpoena entitled in the suit and Addressed 
to the defendant Peder A. Pedersen. 

That insofar as said Bill of Complaint, and particularly 
paragraph 3 thereof, purports, or is intended, to Allege that 
defendant Peder A. Pedersen has appointed deponent as a 
person on whom may be served process or notice of proceed¬ 
ings affecting the right of ownership of the tride-marks 
alleged to be in controversy, or of any other trade-marks, 
it is contrary to fact. 

That on or about October 19th, 1932, the firm of| Marks & 
Clerk, with which deponent was then and is now associated, 
caused to be filed in the United States Patent Office an ap¬ 
plication for registration of a certain tr^de-mark, 

161 Serial No. 331,369, for and on behalf of G0org Jen¬ 
sens Splvsmedie A/S, which deponent understands 
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to be a Danish corporation, of Copenhagen, Denmark. In 
said application and pursuant to the requirements of Sec¬ 
tion 3 of the Trade-mark Act of 1905 (15 17. S. C. Sec. 83) 
said corporation designated deponent as a person on whom 
might be served process or notice of proceedings, as pro¬ 
vided in said Act. 

That the papers constituting said corporate application 
for trade-mark registration were signed by one P. A. Peder¬ 
sen, not as an individual but solely in his capacity as an 
officer of said corporation, and such person, otherwise un¬ 
known to deponent, deponent assumes to be the above- 
named defendant. 

That to the extent of deponent’s knowledge and belief, 
he has never been authorized or designated, in writing or 
otherwise, to represent, and has never represented or held 
himself out as representing, and does not now represent 
said Peder A. Pedersen (or P. A. Pedersen) for service of 
notice or process, or in any capacity, or for any purpose 
whatsoever. 

That previously, on or about January 11, 1921, our firm 
caused to be filed in the United States Patent Office another 
application for registration of a certain trade-mark for and 
on behalf of said Georg Jensens Solvsmedie A/S, to wit, 
Serial No. 142,079 (Certificate No. 148,928). In such appli¬ 
cation said corporation likewise designated deponent as a 
person on whom might be served process or notice of pro¬ 
ceedings as provided in said Act. The papers constituting 
such corporation application were signed not by Peder A. 
Pedersen but by Sven Nielsen, likewise not as an indi¬ 
vidual, but solely in his capacity as an officer of said cor¬ 
poration. 

162 That to the extent of deponent’s knowledge and 
belief said Peder A. Pedersen (or P. A. Pedersen) 
is not and has never claimed to be the owner of the trade¬ 
marks which were the subjects of the above-identified United 
States applications, or of any other United States trade¬ 
mark the right of ownership of which these proceedings 
affect. 

HERBERT R. KERSLAKE. 

Sworn to before me this 25th dav of Januarv, 1934. 
[seal.] ARTHUR P.'CYR, 

Notary Public . 
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163 Memorandum in Support of Motion of {Defendant , 
Peder A. Pedersen, Appearing Specially for that 
Purpose, to Quash Service of Subpoena and Dis¬ 
miss for Lack of Jurisdiction. 

Filed Jan. 31, 1934. 


The defendant is a citizen and resident of tb(e Kingdom 
of Denmark (Bill, para. 2) but is alleged to hav0 designated 
a resident of the District of Columbia for service of proc¬ 
ess (Bill, para. 3). 

The bill fails to disclose any such designation. 

II. 

: 

Jurisdiction is predicated on section 3 of the 3L905 Trade¬ 
mark Act (15 U. S. C. sec. 83) but that Act gi\|es jurisdic¬ 
tion, by service on a designated agent, only over a trade¬ 
mark applicant or registrant who has made such designa¬ 
tion. 

This defendant is not shown to be a trade-mark applicant 
or registrant. 

III. 

Herbert R. Kerslake, on whom process was 
164 served, has never represented this defendant for any 
purpose whatsoever and has never been designated 
by this defendant as his process agent, either under said 
Act or otherwise (Kerslake affidavit). 

Wherefore defendant prays that its motion jbe granted. 

WALTER C. CLEPHANE, 

843 Investment Building, 
Washingtov^, D. C., 

His attorney, appearing specially and only 
for the purpose of objecting to the juris¬ 
diction of this court and moviyg to dis¬ 
miss the bill and quash subpcefia served 
in connection therewith . 

OSCAR W. JEFFERY, j 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street, Neiv York, N. Y. 
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165 Please take notice of the above Motion and at¬ 
tached Points and Authorities, and of Law Rule 32 

of said court governing the hearing and/or consideration 
and disposition of motions by the court. 

! WALTER C. CLEPHANE, 

Attorney for Defendants, 
Appearing especially as above. 

Copy received, 1/31/34. 

AXEL V. BEEKEN, 

A tty. for Plaintiff, 

By L. C. SIMMONS. 

166 Memorandum. 

Filed June 11, 1934. 

Neither of the defendants, Pedersen and Moller, has 
designated a process agent under the trade mark laws, and 
while the bill claims that the corporate defendants repre¬ 
sent the individual defendants, being as the bill expresses 
it each an u alter ego” of the individual defendants, a suit 
against an agent is not a suit against the principal. The 
service provided by statute brings before the Court the 
person who appoints the process agent, and not any third 
person whose agent the appointing party may be. An 
agent cannot be sued on a cause of action arising from the 
acts of the principal. 

It is not necessary to determine whether the 44 proceed¬ 
ings” referred to in the trade mark act are limited to pro¬ 
ceedings in the Patent Office, for in my opinion this Court 
is without jurisdiction in this case even if the provisions of 
the statute are not so limited. The agency of Kerslake is 
limited in its scope to proceedings 44 affecting the right of 
ownership of the trade mark of which the applicant may 
claim to be the owner”. The only matters in the bill which 
could be considered as coming within this provision is that 
part of the bill which seeks to cancel the Silversmithy Reg¬ 
istration No. 148928, and the bill on its face shows that the 
trade mark is no longer in force. Under this pretext the 
defendants cannot be brought before the Court for purposes 
not included within the Statute. 

The bill should be dismissed for want of jurisdiction 
over the defendants. 


J. 


BAILEY, 
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167 Decree Granting Motions to Quash and Dismissing 

Bill 

Filed June 15,1934. 

I 

This cause came on to be heard at the last term upon 
the motions to quash the service of subpoena and :he return 
thereon, and to dismiss the bill of complaint for want of 
jurisdiction, and was argued by counsel; whereupon, upon 
consideration thereof, it is, this 15th day of June, A. D. 
1934, 

j 

Adjudged, ordered and decreed that the said ijnotions to 
quash be and the same hereby are granted, and that the 
bill of complaint be and the same is hereby dismissed for 
want of jurisdiction over the defendants; with costs against 
the plaintiff to be taxed bv the Clerk. 

JENNINGS BAILjSY, 


Justice . 


Approved as to form. 


June 15, 1934. 


A. V. BEEKEN, 

By KARL FENMNG, 
Attorney for Plaintiff. 


168 Motion to Vacate Decree and for Rehearing. 

Filed June 28, 1934. 

I 

Now comes Axel V. Beeken, attorney for plaintiff, in the 
above-entitled cause and petitions the Court to vacate the 
decree entered in this suit June 15, 1934 and to rehear 
and reconsider defendants’ motions to quash the service 
of subpoena and dismiss for lack of jurisdiction. 

The special matter or cause on which the rehearing is 
applied for is: 

I. 

That in the memorandum filed June 11, 1934J the Court 
intended to hold merely that trade-mark registration No. 
148,928 is not in force. 


That the defendants have all submitted themsqlves to the 
jurisdiction of this Court for all purposes of jthe bill by 
raising and arguing matters of merits. 
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169 III. 

That the Court passed upon a question going to the 
merits of the case in holding that trade-mark registration 
No. 148,928 is not in force and should take jurisdiction and 
give plaintiff a decree. 

I. 

The memorandum of the Court filed June 11, 1934 con¬ 
tains the sentence: 

“The only matters in the bill which could be considered 
as coming within this provision is that part of the bill 
which seeks to cancel the Silver smithy registration No. 
148928, and the bill on its face shows that the trade mark 
is no longer in force. 77 

It is believed that the last clause should read: 

“that the trade-mark registration is no longer in force. 77 

since it is not believed that the Court intended to pass upon 

the validitv of the trade-mark itself. 

•/ 

II. 

It is submitted that the Court omitted to note, and the 
Court is now requested to hold, that the defendants have 
all submitted themselves to the jurisdiction of this Court 
for all purposes of the bill by basing their motions upon, 
and arguing matters of, merit while avowedly appearing 
specially to move to quash service of the subpoena. 

It is believed clear that by presenting the motions to 
quash and dismiss, defendants have not limited themselves 
to matters 1 appropriate to a special appearance but have 
gone further so that the filing of these motions con- 

170 stitutes a general appearance and a submission of 
themselves to the jurisdiction of this Court. 

About seventeen years ago (1917) the Court of Appeals 
did hand down a decision in Ryan v. McAdoo, 46 App. D. C. 
117, but if that decision had any weight it seems to have 
been entirely over-ridden by the 1933 decision in Manning 
v. Furr, 66 F.(2) 807; 61 Wash. Law Rep. 617. It will appear 
from the discussion below that the decision in Manning v. 
Furr properly states the law. 
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There are three types of objections to jurisdiction (1) 
that the Court has no jurisdiction of the parties (2) that 
the Court has no jurisdiction of the class of suit; and (3) 
merits, that the Court has no jurisdiction of the specific 
case because it must be decided against plaintiff. Types 
(1) and (2) may in a special appearance be argued but 
type (3) in a special appearance may not be arglued with¬ 
out submitting to the jurisdiction of the Court. 

These are well differentiated in Armstrong et al. v. Lang¬ 
muir et al., 6 F. (2) 369, where the Court says: 

“a party sued in the wrong district may couple a motion 
to dismiss on that ground with a motion to dismiss for lack 
of substantive jurisdiction over the subject-matter” 

but the Court does insist at page 370 that: 

“a special appearance and motion to dismiss for lack of 
personal jurisdiction cannot be coupled with a motion upon 
the merits.” 

Here the defendants have argued the merits mu0h beyond 
the needs to determine jurisdiction of person 0r subject 
matter, and by so doing they entered a general appearance. 

There is no suggestion that this Court doe^ not have 
171 jurisdiction over the subject matter of the present 
suit. 

In Thames & Mersey v. United States, 237 U. S. 19, at 
page 24, the Supreme Court says: 


“While the Government asserted in its demurrer that it 
appeared specially, it raised by that pleading not pimply the 
question of the jurisdiction of such a suit against the 


United Stales, but also that of the merits, seeking^ and thus 
obtaining, a decision as to the constitutionality o|f the tax, 
and hence of the insufficiency of the facts alleged fjo support 
^ eco e ^Jucli a* dexxxux roi is in substance ‘ia general 
appearance to the merits,’ and is a waiver of objection with 
respect to the district in which the suit was brought.” 

So here the defendants have sought and procured from 
the Court a holding on the merits that registration No. 
148,928 is no longer in force and by so doing haVe waived 
objections to jurisdiction of their persons. 

In the case of Stephen Jones v. Joseph J. Andrews, 77 
U. S. 327, the Supreme Court held that a motion on a gen- 
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eral ground attacking the plaintiff's case for failing to state 


a cause of action amounts in effect to a general demurrer. 
In that case a bill was tiled in equity against a non-resident 
defendant. The defendant tiled an appearance attacking the 
bill on two grounds; first, for lack of jurisdiction of the 
Court ovef his person (which by itself is held by the 
authorities to be a special appearance even though not so 
denominated); and, secondly, for want of equity in the bill. 
The Supreme Court held: 


“Whether, if he had made the motion on the first ground 
alone he would have waived his personal exemption, it is 
not necesshry to decide. His moving to dismiss for want of 
equity was clearly a waiver , and he was properly required 
to answer the bill. After this the question of jurisdiction 
over the person was at an end, and the decree of the Cir¬ 
cuit Court dismissing the bill for want of jurisdiction must 
be reversed.” 


172 In Marion Coal Co. v. Peale, 204 F. 161, at page 
162, the Court (C. C. A. 3rd Cir.) said: 

“as the right to be sued in a particular court, and not else¬ 
where, is merely a personal privilege, a defendant may 
waive it, expressly or impliedly; and the company [defend¬ 
ant] did waive it impliedly no doubt through a natural 
desire not to omit any ground of objection. For, instead 
of confining its demurrer to the single ground that the 
plaintiff liad sued in the wrong district, the company set up 
also the ground that the plaintiff had no case on the merits, 
and thus required the Circuit Court to pass on the sub¬ 
stance of the controversy. To do this is to waive the privi¬ 
lege just 1 referred to, as the Supreme Court has often 
held;” 


In the very recent case of Hireen v. Interstate Transit 
Lines et al., 52 F. (2) 182, at page 183, the Court said, 

“there was a demurrer to the jurisdiction of the court over 
the person of the defendant and the subject-matter of the 
action. #1 * * the inclusion of the additional ground of 
want of jurisdiction of the subject-matter of the action con¬ 
stituted a general appearance and submitted the person of 
the defendant to the jurisdiction of the court.” 
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In Alder Goldman Commission Co. et al. v. Williams et 
al., 211 F. 530, at page 532, the Court said: 

4 ‘The defendants in their motion to dismiss not only- 
question the jurisdiction of this court, but also ^ttack the 
sufficiency of the bill, and for this reason have waived their 
privilege of being sued in this court, if such privilege 
existed. ’’ 

It is believed that the gist of the matter may be expressed 
by saying that a court cannot pass judgment upon the sub¬ 
ject matter without at the same time having jurisdiction 
of the person; which is the same thing as saying Ifhat when 
a defendant, as here, asks a court to pass upon tjie merits 
of the controversy, it cannot at the same time jirge that 
the Court has not jurisdiction of the person of the de¬ 
fendant. 

173 The motion for the defendant Silversinithy, in 
paragraph 7, specifically asks the Court to hold that 
since the Danish registration has expired “the suit does 
not constitute a valid proceeding within the contemplation 
of said Act”. This is clearly asking the Cour; to pass 
upon the merits of the case. 

In the motion of the defendant Georg Jensen & Wendel, 
in paragraph 8, it is in effect requested that the Court hold 
that the defendant does not claim to be the owner of the 
mark. This again requires going into the merits of the 
case. 

In the motions of the defendants Mdller and 
in paragraph II (5), respectively, the Court is 
asked to find that these individuals have never filed appli¬ 
cations for registration of trade-marks. In order to de¬ 
termine this, it obviously is necessary for the Court to go 
into the entire merits of the case. 

When it is remembered that at the hearing od the mo¬ 
tions defendants’ counsel (without distinguishing between 
the defendants) went thoroughly into every ^iook and 
cranny of the merits of the case, it will be seed that the 
motions go much further than is allowable under a special 
appearance and much further than was necessary to deter¬ 
mine jurisdiction of person or subject matter. Tlius, coun¬ 
sel for the defendants stated that in order to determine the 
rights of the parties it was necessary to examine and inter¬ 
pret all of the contracts (plaintiff’s Exhibit 1, Parts A, B 


^Pedersen, 
in effect 
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and C, and Exhibit 2) and said, “Every question must be 
resolved by the contracts lie then proceeded to inter¬ 
pret each of the contracts in detail giving his interpreta¬ 
tion of the various paragraphs of the contracts. He inter¬ 
preted paragraph third of the contract of August 

174 31st, 1923 (Exhibit 1 Part A) to mean that it did not 
prohibit any of the defendants who were parties to 

the contract from selling, shipping or transporting into the 
United States goods made by the Silversmithy whether or 
not bearing trade-marks involved in this litigation pro¬ 
vided onlv that the goods were not for re-sale in the United 
States. 

He argued contrary to the allegations of the bill that 
each of the trade-marks here involved, namely registrations 
Nos. 148,928, 292,638 and 293,530 and applications Ser. Nos. 
330,787 and 331,369, were separate and distinct trade¬ 
marks and that thev were not the same trade-mark. He 
argued that the appointment under Section 3 of the Trade 
Mark Act of 1905 of a representative by one party with 
respect to any one of the trade-marks was not the appoint¬ 
ment of a representative with respect to any other trade¬ 
mark. 

He argued that the case was not a trade-mark case but 
a contract case. 

He argued that the use bv the defendants and the at- 
tempt of the corporate defendants to register the marks 
as shown in their applications Ser. Nos. 330,787 and 331,369 
was not in violation of the plaintiff’s rights in the trade¬ 
mark thereby by implication arguing the question of in¬ 
fringement. 

He argued, contrary to the allegations of the bill, that 
as a matter of fact the defendant Silversmithy was not the 
alter ego of defendant Pedersen and that defendant Georg 
Jensen & Wendel was not the alter ego of defendant Mbller. 

He argued, contrary to the allegations of the bill, that 
in signing the appointment of representatives in connec¬ 
tion with trade-mark application Ser. No. 331,369 

175 and trade-mark registration No. 148,928, the Silver¬ 
smithy was not the agent for Pedersen and that in 

signing the appointment for representative in connection 
with application Ser. No. 330,787 Georg Jensen & Wendel 
was not the agent for Mbller. 
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j 

During Col. Clephane ? s argument INIr. Flenning, on behalf 
of the plaintiff, called the Court’s attention to the i|act that 
Col. Clephane was arguing the merits and not cjonfining 
himself to the question of the jurisdiction of tips Court 
over the defendants. Col. Clephane continued tl^e argu¬ 
ment and later during his argument the Court ask^d coun¬ 
sel whether they were familiar with a decision j recently 
handed down by the Court of Appeals holding tli^t where 
counsel appears specially to move to quash service on de¬ 
fendants and asks dismissal on the merits and ai'gues on 
the merits defendants as a matter of law submit themselves 
to the jurisdiction of the Court. Col. Clephane suggested 
that he was relying on Ryan v. McAdoo, 46 App. D. C. 117, 
and that he believed he was within his rights on tljiese mo¬ 
tions to go as fully into the merits of the case a^ he had 
done. Col. Clephane told the Court that he would be glad 
to have a citation to the new case to which the Court had 
reference. Thereafter, during the argument of Col. Cle¬ 
phane, the Court produced and exhibited to counsel the 
recent decision of the Court of Appeals Manning v. Furr, 
61 Washington Law Reporter 617, 66 Fed. (2) 807, and 
suggested that counsel for defendants and counsel for 
plaintiff look at the Manning and Ryan cases aid see if 
they could reconcile them. In view of this, Col. Clephane 
thereafter substantially restricted his argument and no 
longer went fully into the merits of the case and probably 
because of this did limit the written brief filed tc} a much 
narrower consideration of the merits than at [the oral 
hearing. 

176 In this connection, the following quotation from 
Manning v. Furr (66 Fed. (2) 807) is particularly im¬ 
pressive as clearly stating the law as enunciated by the 
Court of Appeals of the District of Columbia in June, 1933. 

It is elementary that: 

“A defendant appearing specially to object to tike juris¬ 
diction of the Court must, as a general rule, kedp out of 
Court for all other purposes. In other words, he must limit 
his appearance to that particular question or he will be 
held to have appeared generally and to have waived the 
objection.” (4 C. J. 1318.) 

As pointed out above, defendants have not ke]j)t out of 
Court for all other purposes since they have demanded and 
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procured from the Court a holding on the merits that regis- 
1 ration No. 1 14S,928 is “no longer in force” and as we have 
pointed out above defendants raised in the motions and at 
the hearing on the motions other questions going substan¬ 
tially to the entire merits of the case. 

On a motion to dismiss for want of jurisdiction it is not 
to be expected that the court will ordinarily enter on a 
discussion of the merits. If the case shows a bona fide 


claim within the jurisdiction of the court, with a reasonable 
plausibility in support thereof, it behooves the court to 
pass on the merits on a formal plea, demurrer, or answer, 
rather than summarily on a motion to dismiss. York Bank 
v. Abbott, 131 F. 980, 982. (D. Me.) 


It may be that, as defendants suggest “for other matters 
apparent on the face of the record”, condemned in the Man¬ 
ning case, (66 F. (2) 807) “searches the entire record, 
serving as a general demurrer as well as a challenge to the 
jurisdiction”, but certainly it goes no further than do de¬ 
fendants * motions as argued before this Court and as con¬ 
sidered in 1 defendants’ brief, filed after the hearing, al¬ 
though it is noted that probably from an abundance of 
caution, and attempting to save themselves, the de- 
177 fendants have endeavored to limit the brief to only 
a portion of the matters they raised at the argument. 
Attention is especially directed toward the elaborate ex¬ 
egesis of the contract made bv defendants’ counsel at the 
argument referred to above. 


It seems clear then that all of the defendants, bv their 
motions and the argument thereon, have entered a general 
appearance and submitted their persons generally to the 
jurisdiction of this Court; and, consequently, the motions 
to quash and dismiss should have been denied. 


Having i submitted generally to the jurisdiction of this 
Court, tliei Court is not bound by the limitation in Section 
3 of the Trade Mark Act of 1905 although plaintiff is satis¬ 
fied that even if limited to the specific matter of right to 
ownership of the mark of Section 3, this Court has juris¬ 
diction of all phases of the controversy presented by the 
bill since every phase presented by the bill requires deter¬ 
mination of the right of ownership of the mark of which 
the defendants appointing Kerslake as a representative 
claim to be owners and since there is but one trade-mark 
involved in this controversy although presented in differ- 
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ent forms. The motions should therefore be denied ^nd the 
Court should keep jurisdiction of the bill. 

Since the defendants have submitted themselves j to the 
jurisdiction of the Court the motions to quash should he 
denied and the hill should not he dismissed hut the defend¬ 
ants required to answer . 


178 


III. 


In the memorandum tiled June 11, 1934 the Coijirt, al¬ 
though saying that it has no jurisdiction of the parties, 
passes on the merits and holds that registration No. }.48,928 
is no longer in force. If the Court has no jurisdiction of 
the parties we are unable to see how the Court can make 
this holding on the merits. If the Court has no jurisdiction 
of the defendants, is this holding res adjudicata against the 
parties ? 

If the Court is going into the merits to determine that 
registration No. 148,928 is no longer in force, it should, 
instead of dismissing the bill, grant the third prayer of the 
bill and order the certificate of registration be delivered 
up to the Commissioner of Patents for cancellation. 

Attention is particularly called to the fact that Section 
22 of the Act of 1905 seems to instruct the Court afjter ad¬ 
judging a registration void, as this Court has done 1 in this 
case, to 

. 

“order the certificate of registration to be delivered up to 
the Commissioner of Patents for cancellation”. 

I 

The mere fact that the certificate of registration No. 
148,928 is void is no reason for refusing to order it can¬ 
celled. Indeed, it is only with respect to a void registra¬ 
tion that cancellation is contemplated by Section 22. 

That, the cancellation of registration No. 148,928 i^ neces¬ 
sary to protect plaintiff and the public and to correct the 
record in the Patent Office is clearly indicated by the fact 
that the certified copy of registration No. 148,928 
179 filed as Exhibit No. 7 attached to the bill says that 

“So far as is disclosed by the records of the Office [U. S. 
Patent Office], said certificate is still of full force and 
effect.” 

It is difficult to understand why this Court refuses t|o order 
the records of the Patent Office to be corrected bv| formal 
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cancellation as specifically provided in Section 22 of the 
Act of 1905. 

That the danger is not a fanciful one is demonstrated by 
the fact that a certificate by the Patent Office, such as 
Exhibit 7, mav be used bv defendants to show to anyone 
whom they think is using the mark as proof that there is a 
subsisting registration of the mark in the name of defend¬ 
ant. Section 16 of the Act of 1905 specifically provides 
that such certificate of registration is prim a facie evidence 
of ownership of the mark. When this Court holds as it has 
in memorandum filed June 11, 1934 that the registration is 
no longer in force, it is difficult to see why the Court re¬ 
fuses to ofder the certificate cancelled instead of leaving 
it in condition for improper and fraudulent use by de¬ 
fendant. 


It may be suggested, and it may be true, that plaintiff 
or any other member of the public when attacked under 
registration No. 148,92S for an adequate defense may go 
to Denmark and search the records and prove those records 
in Court or by some other means show the registration void 
for an adequate defense. The same is true with respect to 
any other 1 void registration and the only possible excuse 
and purpose of Section 22 of the Trade Mark Act of 1905 
is to nip such proceedings in the bud and make it possible 
to procure cancellation of the void registration by proving 
it void, as jfiaintiff here is prepared to do, before an 
ISO improper and fraudulent use may be effected by 
defendants. As a part of the decree ordering can¬ 
cellation, the Court should determine ownership of the 
mark and fix it in the plaintiff. 

This Court having obviously acquired jurisdiction of a 
part of the matter must take jurisdiction of the entire mat¬ 
ter. The bill cannot be dismissed in toto as long as this 
Court has jurisdiction of some matter involved. 


Federal question gave Circuit Court jurisdiction and 
having properly obtained it that court had the right to de¬ 
cide all the questions in the case even though it decided 
the Federal questions adversely to the party raising them 
or even if it omitted to decide them at all but decided the 
case on local or state questions only. Siler v. Louisville 
Co., 213 U. S. 174-191. 

If the bill presented a substantial controversy under the 
Constitution of the United States and the requisite amount 




GEORG JENSENS S0LVSMEDIE a/s ET AL. 143 

. 

j 

was involved the jurisdiction extended to the determination 
of all questions including questions of state law land irre¬ 
spective of the disposition made of the federal questions. 
Lincoln Co. v. Lincoln, 250 U. S. 256, 264. 

7 i 

The jurisdiction depends on the questions involved and 
not the ultimate decision thereof, and the court will not 
lose jurisdiction because it may decide that question against 
the complainant. The jurisdiction of the court having been 
properly invoked, it will retain the case and Administer 
relief on other grounds. Portland Co. v. Portland, 210 F. 
667, 669. 

Jurisdiction in this court appears, not only from the 
allegations that the plaintiffs own the above Registered 
trade mark, but also from the allegations showing diverse 
citizenship of the parties. Motion to dismiss denied. 
Ingersoll v. Doyle, 247 F. 620, 621. 

Vogue v. Vogue Co., 12 F. (2) 991 (6 C. C. A.), cert, de¬ 
nied 47 S. Ct. 98, holds court in trade mark infringement 
suit can take up unfair competition even if no infringe¬ 
ment is found of trade mark—will not strike ouf: till after 
hearing. 

Eternit v. Clarke Co., 18 F. (2) 607 (La.), Coqrt having 
jurisdiction under trade mark act “is boqnd to dis- 
181 pose of all the issues presented”. 

. 

The entire facts set out in the bill show’ clearly an attack 
upon plaintiff’s right of ownership of the tra4e-mark in 
the various forms alleged. 

It is submitted that, in view of the showing jnade, this 
petition for vacating the decree and rehearing should be 
granted and the decree vacated and all parties defendant 
held to have submitted themselves to the jurisdiction of 
this Court, jurisdiction should be taken and the defendants 
required to proceed with their defense if any they can 
make. 

The defendants’ motions should be dismissed. 
Respectfully submitted, 

AXEL V. BEEEJEN, 
Attorney for Plaintiff. 

June 27,1934. 


6—6392a 
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182 Affidavit of Axel V. Beeken. 

State of New Jersey, 

County of Essex , ss: 

Axel V. Beeken, being* duly sworn, deposes and says: that 
he is a member of the bar of this Court and is attorney for 
plaintiff herein. He was present at the argument before 
Mr. Justice Bailey on February 21, 1934. At that time de¬ 
fendants’ counsel, Col. Clephane, orally argued the mo¬ 
tions of defendants to quash service and dismiss the bill. 
His argument was not limited to the jurisdiction of the 
Court over each of the defendant parties. As for all parties 
defendant land without distinguishing between them he 
argued to the Court the following points among others 
which went to the merits of the entire case: 

183 1. Counsel for the defendants stated that in order 
to determine the rights of the parties it was neces¬ 
sary to examine and interpret all of the contracts (plain¬ 
tiff’s Exhibit 1, Parts A, B and C, and Exhibit 2) and said, 
“Every.question must be resolved by the contracts”. He 
then proceeded to interpret each of the contracts in de¬ 
tail giving his interpretation of the various paragraphs of 
the contracts. He interpreted paragraph third of the con¬ 
tract of August 31st, 1923 (Exhibit 1 Part A) to mean that 
it did not prohibit any of the defendants who were parties 
to the contract from selling, shipping or transporting into 
the United States goods made by the Silversmithy whether 
or not bearing trade-marks involved in this litigation pro¬ 
vided onlv that the goods were not for re-sale in the United 
States. 

2. He argued contrary to the allegations of the bill that 
each of the trade-marks here involved, namely registra¬ 
tions Nos. 148,928, 292,638 and 293,530 and applications Ser. 
Nos. 330,787 and 331,369, were separate and distinct trade¬ 
marks and that they were not the same trade-mark. He 
argued that the appointment under Section 3 of the Trade 
Mark Act of 1905 of a representative by one party with re¬ 
spect to any one of the trade-marks was not the appoint¬ 
ment of a representative with respect to any other trade¬ 
mark. 
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3. He argued that the case was not a trade-mark case 
but a contract case. 

4. He argued that the use by the defendants and the at¬ 
tempt of the corporate defendants to register the marks as 
shown in their applications Ser. Nos. 330,787 ar.d 331,369 
was not in violation of the plaintiff’s rights in ;he trade¬ 
mark thereby by implication arguing the question of in¬ 
fringement. 

184 5. He argued, contrary to the allegatiqns of the 

bill, that as a matter of fact the defendant Silver- 
smithy w r as not the alter ego of defendant Pedersen and 
that defendant Georg Jensen & Wendel was not the alter 
ego of defendant M0ller. 

6. He argued, contrary to the allegations of thfe bill, that 
in signing the appointment of representatives In connec¬ 
tion with trade-mark application Ser. No. 331,369 and 
trade-mark registration No. 148,928, the Silver smithy was 
not the agent for Pedersen and that in signing th\e appoint¬ 
ment for representative in connection with application Ser. 
No. 330,787 Georg Jensen & Wendel was not the agent for 
Mpller. 

7. During Col. Clephane’s argument Mr. Fenn^ng, on be¬ 
half of the plaintiff, called the Court’s attention £o the fact 
that Col. Clephane was arguing the merits and not con¬ 
fining himself to the question of the jurisdiction of this 
Court over the defendants. Col. Clephane continued the 
argument and later during his argument the Court asked 
counsel whether they were familiar with a decision re¬ 
cently handed down by the Court of Appeals holding that 
where counsel appears specially to move to qu^sh service 
on defendants and asks dismissal on the merits qnd argues 
on the merits defendants as a matter of law submit them¬ 
selves to the jurisdiction of the Court. Col. Clephane sug¬ 
gested that he was relying on Ryan v. McAdoo, 46 App. 
D. C. 117, and that he believed he was within his rights on 
these motions to go as fully into the merits of the case as 
he had done. Col. Clephane told the Court that he would 
be glad to have a citation to the new case to whiefy the Court 
had reference. Thereafter, during the argument of Col. 
Clephane, the Court produced and exhibited to counsel the 
recent decision of the Court of Appeals Manning v. Furr, 
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01 Washington Law Reporter 617, 66 F. (2) 807, and 
185 suggested that counsel for defendants and counsel 
for plaintiff look at the Manning and Ryan cases and 
see if they could reconcile them. In view of this, Col. Cle- 
phane thereafter substantially restricted his argument and 
no longer went fully into the merits of the case and prob¬ 
ably because of this did limit the written brief filed to a 
•0 

much narrower consideration of the merits than at the 
oral hearing. , 

The foregoing petition is made in good faith and not for 
the purpose of delay, and solely for correcting what de¬ 
ponent regards as an erroneous ruling. 

AXEL V. BEEKEN. 

Sworn to and subscribed before me this 27th day of June, 
1934. 

[notarial seal.] RUTH J. JOHNSON, 

Notary Public of N. J. 

My comm, expires 1/30/38. 

Affidavit of Karl Fenning. 

District of Columbia, ss : 

Karl Fenning, being duly sworn, deposes and says: that 
I am a member of the bar of this Court and attorney for 
the plaintiff herein; that I was present at the argument be¬ 
fore Mr. Justice Bailey on February 21, 1934; and that I 
have read the foregoing affidavit of Axel V. Beeken and the 
statements therein are true. 

' KARL FENNING. 

Sworn to and subscribed before me this 28th day of June, 
1934. 

[seal.] CATHARINE S. WILTON, 

Notary Public , D. C. 

1S6 Order. 

Filed June 28,1934. 

Plaintiff’s petition to vacate the decree is granted and it 
is ordered that the decree entered June 15, 1934 be 
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and the same hereby is vacated, pending the action of the 
court on the petition for a rehearing. 

This June 28th, 1934. 

JENNINGS BAILIfY, 

Justice. 

1ST Memorandum of Defendants on Plaintiff 's Motion 
to Vacate Decree and for Rehearing. 

Filed July 3, 1934. 

It is assumed that the instant motion will be heard and 
determined by the Judge whose decree is questioned and 
whose opinion is asserted to involve the alleged errors or 
omissions noticed in plaintiff’s motion, and in consequence 
of his having heard the parties and considered tlpe facts as 
previously set out at length, this memorandum nejed be but 
brief. 

In appearing specially to challenge the jurisdiction, the 
defendants took the position that plaintiff had, without jus¬ 
tification, sought to avail itself of substituted service pur¬ 
suant to Section 3 of the 1905 Trade-mark Act (15 U. S. C., 
Sec. 83). That section is, on its face, of limited application 
and permits service on a person residing within the United 
States 

(a) Who shall have been designated by a non-resident ap¬ 
plicant for registration of a trade-mark, or for Renewal of 
registration of a trade-mark, and 

(b) Who shall have been designated by a notice in writing 
filed in the Patent Office, and 

(c) For service only in proceedings affecting the 
188 right of ownership of the trade-mark of jvhich the 
designating applicant may claim to be the ojvvner, and 

(d) Provided such proceedings are brought under the 
Trade-mark Act or some other United States statute. 

The propriety of service pursuant to the Act and capable 
of subjecting a defendant to the jurisdiction of the court 
is manifestly dependent upon the concurrence o:: the con¬ 
ditions recited. 

The gist of plaintiff’s application for rehearing is, as we 
understand it, that the defendants in questioning, and the 
court in determining, the existence or non-existence of these 
conditions, respectively argued and decided the [merits of 
the cause itself. Thus stated, and accurately it is thought, 
the plaintiff’s position comes close to a denial of the right 
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of defendants even to question jurisdiction without sub¬ 
mitting themselves to it, as we shall proceed to illustrate 
by brief references to a few of plaintiff’s contentions: 

Page 6, paragraph 3 of its motion, plaintiff asserts that 
the determination of whether or not the individuals Moller 
and Pedersen ever filed any trade-mark applications re¬ 
quires “the Court to go into the entire merits of the case”. 
Having the statutory conditions in mind, the mere state¬ 
ment of plaintiff’s contention discloses the fallacy. If 
the court might not enquire as to the fact of a defendant 
having filed a trade-mark application, the whole question 
of personal privilege to challenge the venue would be fore¬ 
closed. 

189 Page 7, paragraph 2, plaintiff seems to find a 
waiver of the privilege to result from defendants’ 
argument that the appointment under Section 3 of a repre¬ 
sentative by one party with respect to one certain trade¬ 
mark was (not the appointment of a representative with 
respect to any other trade-mark. If defendants might not 
so argue it would follow, again, that the court could not 
enquire into the existence of the conditions pre-requisite 
to service under this statute. 

Page 7, paragraph 2 (and at numerous other places in 
its motion) plaintiff seems to draw like conclusions from 
defendants’ contention that this is a contract case rather 
than a trade-mark case, but we fail to see how the fourth 
pre-requisite to service under Sec. 3 can be found unless 
the nature of the bill is fully explored and its real nature 
disclosed. Apparently plaintiff would require the defend¬ 
ants, and the court, to accept the allegation of the bill that 
this is a cause arising under the trade-mark laws. 

Pages 7 and 8, plaintiff considers the questions of 
“agency” and “alter ego” also as touching the merits of 
the cause, when the fact is that, obviously, the allegations 
of the bill on these points were designed to facilitate plain¬ 
tiff’s attempt to secure jurisdiction by service pursuant to 
Section 3. 

Page 11, paragraph 1, plaintiff asserts that in its memo¬ 
randum the court “passes on the merits and holds that 
registration No. 148,928 is no longer in force,” Far from 
passing on any merits of the cause itself the court merely 
took notice of the expiration by operation of law of that 
registration (as set out in the bill) and concluded, neces- 
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sarily we submit, that the inclusion of the registra- 

190 tion in the bill was a mere device of pleading or 
pretext, and that it must fail. The coujrt is also 

instructed (Plaintiff’s motion p. 11, para. 2) to the effect 
that instead of granting defendants’ motions it should 
order that certificate of registration to be delivered up to 
be cancelled but plaintiff seems not to recognizt that the 
failure of the court to take any such action only further 
evidences its proper lack of consideration of and refusal 
to act on the merits of the cause. 

In brief, we can find no single contention which substan¬ 
tiates the matters on which the application for j rehearing 
is predicated. 

We submit that defendants did not seek, or obtain, relief 
on the merits. The fact is that in order to determine the 
questions of jurisdiction, it was absolutely essential, as 
we see it, not only to disclose and urge all the facts as 
to the status and relation of the parties and such trade¬ 
mark applications as the corporations have filed, but also 
to explore and expound the entire bill and the contracts 
annexed to it. In no other way could a decision be in¬ 
telligently reached as to whether the parties were in fact 
trade-mark applicants, whether they had in fadt filed the 
statutory designations, whether the proceeding j was actu¬ 
ally brought pursuant to Trade-mark or other statute and 
whether the real cause, if any, embodied in the bill was 
essentially one affecting the right of ownership of any 
trade-mark of which any defendant-applicant Claimed to 
be the owner. 

In the premises it does not appear that any Useful pur¬ 
pose would be served by a discussion of the many decisions 
the bare language of which plaintiff divorces from facts 
and context and attempts to apply herein. We have 

191 found and apparently plaintiff has found no closer 
parallel than that afforded by the decision of Judge 

Morris in Maya Corporation v. Smith, 32 Fed. (2nd) 350, 
adverted to on pp. 24, 25 of defendants’ brief in support 
of its motions. In that brief an effort was macjle to touch 
on all the questions material to the motions then under 
consideration and to that brief the court is respectfully 
referred in the event review of any particular point is 
thought to be in order. 
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We submit, however, that plaintiff’s motion to vacate 
decree and for rehearing is without merit and should be 
denied. 

Respectfully submitted, 

WALTER C. CLEPHANE, 

H., 

843 Investment Building, Washington, D. C. 
Appearing specially and only for the pur- 
1 pose of objecting to the jurisdiction. 
OSCAR W. JEFFERY, 

HARRY G. KIMBALL, 

REGINALD HICKS, 

Attorneys and of Counsel, 

20 Pine Street, New York, N. Y. 

192 Affidavit of Walter C. Clephane in Opposition to 

Motion of Plaintiff for Rehearing. 

District of Columbia, ss: 

Walter C. Clephane, being duly sworn, deposes and says 

that he is a member of the bar of the Supreme Court of 

the District of Columbia and is one of the attorneys for 

* 

the defendants who have entered their special appearances 
herein. At the oral argument of the motions to quash and 
dismiss heretofore filed by the defendants, accompanied 
by their special appearances for that purpose, affiant made 
the argument on behalf of said defendants. A perusal of 
the affidavits filed by the affiants Beeken and Fenning for 
the plaintiff leads to the conviction that they misunder¬ 
stood the substance, purport and effect of affiant’s argu¬ 
ment at the time referred to in said affidavits. As affiant 
understands that argument, it was strictly limited to the 
jurisdiction of the court over each of the defendant parties. 

The question involved was the right of this court to 
proceed against the defendants upon a substituted service 
such as was made in this case. This required a detailed 
analysis of the contents and effect of the bill of complaint. 
If the recitals in the bill of complaint and the 

193 prayers thereof were of a character and scope 
which did not warrant said substituted service, the 

motion to quash must necessarily have been decided in 
favor of the defendants. In order to determine the pro¬ 
priety of substituted service upon two of the defendants 
by virtue of a power of attorney lodged in the Patent 
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Office limited to certain objects, it was necessary tb analyze 
in great detail the allegations of the bill and the contracts 
attached as exhibits thereto, to make analyses of the alle¬ 
gations therein with respect to the trade marks therein 
mentioned, and whether the individual defendants were 
sufficiently identified with the corporate defendants to 
permit service upon the former by reason of powers of 
attorney given by the latter. 

It is true that during the course of affiant’s argument, 
Mr. Fenning, on behalf of the plaintiff, contended that 
affiant in shaping his argument as hereinabove indicated, 
was arguing the merits and not confining himself to the 
question of the jurisdiction of this court over the defend¬ 
ants; but Mr. Justice Bailey in reply to this contention, 
suggested that this might be the character of a case where 
such an argument as was being made by affiant was not 
only proper, but necessary, and permitted affiaijt to pro¬ 
ceed along the lines hereinabove indicated. Affiant is not 
aware that he thereafter restricted his argument in any 
respect. 

WALTER C. CLEPjHANE. 

Subscribed and sworn to before me this 28th day of 
June, 1934. 

[seal.] BEATRICE A. CLEPHANE, 

Notary Public, D . C. 

194 State of New York, 

County of New York , s.s: 

Reginald Hicks, being duly sworn, deposes anJd says: I 
am a member of the bar of the State of New York, and 
associated with the firm of Jeffery, Kimball & Eggleston, 
New York counsel for the defendants herein. 

I was present throughout the hearing before M]r. Justice 
Bailey of defendants’ motions to quash and dismiss for 
lack of jurisdiction and have read the affidavits of Messrs. 
Beeken and Fenning now filed as part of plaintiff’s motion 
to vacate decree and for rehearing. 

I know that during the course of the argument for de¬ 
fendants, conducted by Mr. Walter C. Clepliane, Mr. Fen¬ 
ning, for the plaintiff, interjected remarks to the effect 
that Mr. Clephane was expounding the whole case but I 
am certainly not aware that this resulted in any restric¬ 
tion by Mr. Clephane of his subsequent argument. 
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On the contrary, I was and am firmlv of the belief that 
the Court recognized the desirabilitv and neeessitv of a 
complete analysis and exposition of the facts and that for 
this reason Mr. Clepliane was permitted to and did con¬ 
tinue 1 his argument, notwithstanding Mr. Fenning’s 
195 suggestions. My belief in this regard is further 
supported by the fact, overlooked in the affidavits for 
plaintiff no\v submitted, that after the argument for both 
sides had proceeded at considerable length, Mr. Justice 


Bailey himself suggested to counsel that they draw to a 
close because obviously the facts were so numerous and 
complicated that briefs, and close study of the bill itself, 
would be necessarv to a decision of defendants’ motions. 


I have read the memorandum herewith submitted on be¬ 
half of defendants and to the best of mv knowledge and 
belief the statements of fact therein contained are true. 

REGINALD HICKS. 


Sworn to before me this 30th dav of June, 1934. 
[seal.] VIRGINIA MacINTYRE, 

Notary Public 

Memorandum. 

Filed Oct. 20, 1934. 


* 


* 


* 


* 


The petition for a rehearing will be denied. 

BAILEY, J. 

196 Final Decree. 

Filed Oct. 23, 1934. 


On June 28, 1934, the Court having vacated the decree 
entered June 15, 1934 pending the action of the Court on 
the petition for a rehearing; and the Court having con¬ 
sidered plaintiff’s petition for rehearing and having in¬ 
dicated that it will be denied; it is this 23rd day of October, 
A. D. 1934: 

Adjudged, Ordered and Decreed That plaintiff’s peti¬ 
tion for rehearing be and the same hereby is denied; and 
That defendants’ motions to quash the service of sub¬ 
poena and the return thereon, and to dismiss the bill of 



GEORG JENSENS S0LVSMEDIE a/s ET AL. 


153 


complaint for want of jurisdiction be and the sanle hereby 
are granted; and 

That the bill of complaint be and the same is hereby 
dismissed for want of jurisdiction over the defendants; 
with costs against the plaintiff to be taxed by the Clerk. 

JENNINGS BAILEY, 

Justice. 


Approved as to form. 
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Petition for Appeal. 


Filed Nov. 13, 1934. 

The plaintiff, Georg Jensen Handmade Silver line., con¬ 
ceiving itself aggrieved by the final decree madb and en¬ 
tered herein on or about October 23, 1934, does thereby ap¬ 
peal from the said decree to the United States Court of 
Appeals for the District of Columbia for the reasons speci¬ 
fied in the assignments of error which is filed herein; and 
it prays that this appeal may be allowed and k citation 
granted directed to the defendants, Georg Jensens Sdlvs- 
medie A/S, Georg Jensen & Wendel A/S, Thorclf Mdller, 
and Peder A. Pedersen, commanding them and each of them 
to appear before the United States Court of Appeals for 
the District of Columbia to do and receive wha': may ap¬ 
pertain to justice to be done in the premises ahd that a 
transcript of the record proceedings and papers u[pon which 
said decree was made be duly authenticated an<jl together 
with all exhibits filed in said cause be filed with) the clerk 
of the United States Court of Appeals for the pistrict of 
Columbia. 

AXEL V. BEEKpN, 

Solicitor. 

Dated November 13, 1934. 


198 Order Allowing Appeal. 

Filed Nov. 13, 1934. 

The plaintiff, Georg Jensen Handmade Silver Inc., hav¬ 
ing filed its petition for appeal from the final decree made 
and entered herein on or about the 23rd day of October, 
1934. 

It is Ordered that the said appeal of the sai<fi plaintiff, 
Georg Jensen Handmade Silver Inc., from said decree to 
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the United States Court of Appeals for the District of 
Columbia be and the same is herebv allowed. 

Ordered further that the amount of security for costs 
which the plaintiff shall give on said appeal be and the 

same is herebv fixed at the sum of one hundred dollars or 

•/ 

fiftv dollars cash in lieu thereof. 

%/ 

And it is further ordered that upon the giving of such 
bond or cash deposit a certified transcript of the records, 
proceedings and papers herein together with all exhibits 
be forthwith transmitted to the said United States Court of 
Appeals for the District of Columbia. 

Dated this 13th dav of November, 1934. 

JENNINGS BA ILEA, 

J ustice. 

Memorandum. 

November 13th, 1934.—Fifty dollars deposit by Axel V. 
Beeken in lieu of bond on appeal. 

199 Citation. 

Issued Nov. 13, 1934. 

The President of the United States of America to Georg 
Jensens Sdlvsmedic A/S, Georg Jensen & Wendcl A/S, 
Thorolf M0ller, and Peder A. Pedersen, Greeting: 

You are hereby cited and admonished to be and appear 
at a Court of Appeals of the District of Columbia, upon the 
docketing the cause therein, under and as directed by the 
Rules of said Court, pursuant to an Appeal noted in the 
Supreme Court of the District of Columbia, on the 13" day 
of November, 1934, wherein Georg Jensen Handmade Sil¬ 
ver, Inc., is appellant, and you are appellees, to show cause, 
if anv there be, whv the Decree rendered against the said 
Appellant, should not be corrected, and why speedy justice 
should not be done to the parties in that behalf. 

"Witness the Honorable Alfred A. Wheat, Chief Justice 
of the Supreme Court of the District of Columbia, this 13" 
dav of November, in the vear of our Lord one thousand 
nine hundred and thirty-four. 

[seal.] FRANK E. CUNNINGHAM, 

Clerk. 

By HARRY H. HULL, 

Assistant Clerk. 
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Service of the above Citation accepted this lo}" day of 
November, 1934. 

WALTER C. CLEPHA^E, 
Attorney for Appellees , 
Appearing Specially as heretofore. 

200 Assignment of Errors. 

Filed Nov. 28, 1934. 

The plaintiff, Georg Jensen Handmade Silver Inc., by 
its attorney, in connection with its appeal to the United 
States Court of Appeals for the District of Columbia from 
the decree made and entered in the above-entitled cause on 
the 23rd day of October 1934, hereby assigns the following 
as errors and grounds for appeal: 

The Supreme Court of the District of Columbia erred: 

1. In entering a decree granting defendants’ motions to 
quash the service of subpoena and the return thereon, and 
to dismiss the bill of complaint for want of jurisdiction, and 
in not denying said motions and taking jurisdiction: 

201 2. In entering a decree that the bill of complaint 
be dismissed for want of jurisdiction ove^ the de¬ 
fendants ; and in not finding and holding that it fyad juris¬ 
diction over the defendants: 

3. In granting the defendants’ motions and in not hold¬ 
ing that the defendant Georg Jensens Sblvsmedie A/S, in 
its motion and its argument thereon, has gone to the merits 
so as to submit itself to the jurisdiction of the Court with 
respect to all matters set out in the bill regardless of limi¬ 
tations in Section 3 of the Trade-mark Act of Februarv 20, 
1905, by urging that registration No. 148,928 is expired; 
that the registrations and applications relate to separate 
marks and not merely different forms of the one mark 
involved; that the question of infringement does not in¬ 
volve the right to ownership of the mark; that the appoint¬ 
ment under Section 3 of the Trade-mark Act was limited 
to the particular mark in the specific form of the applica¬ 
tion or registration; that in appointing the representative 
under Section 3 this defendant was not acting as agent for 
or alter ego of Peder A. Pedersen; that the contracts must 
be interpreted and by interpreting the contracts as not 
precluding defendants from using the mark in tlie United 
States or from registering it in the United Statels; and in 
not taking jurisdiction: 
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4. In granting the defendants’ motions and in not holding 
that the defendant Peder A. Pedersen, in his motion and 
his argument thereon, has gone to the merits so as to sub¬ 
mit himself to the jurisdiction of the Court with respect to 
all matters set out in the bill regardless of limitations in 
Section 3 of the Trade-mark Act of February 20, 1905, by 

urging that registration No. 148,928 is expired: that 

202 the registrations and applications relate to separate 
marks and not merely different forms of the one 

mark involved; that the question of infringement does not 
involve the right to ownership of the mark; that the ap¬ 
pointment under Section 3 of the Trade-mark Act was lim¬ 
ited to the particular mark in the specific form of the appli¬ 
cation or registration; that in appointing the representa¬ 
tive under Section 3 the defendant Georg Jensens Sblvs- 
medie A/S was not acting as agent for or alter ego of him, 
said Peder A. Pedersen; that the contracts must be inter¬ 
preted and by interpreting the contracts as not precluding 
defendants from using the mark in the United States or 
from registering it in the United States; and in not taking 
jurisdiction: 

5. In granting the defendants ’ motions and in not hold¬ 
ing that the defendant Georg Jensen & Wendel A/S, in its 
motion arid its argument thereon, has gone to the merits 
so as to submit itself to the jurisdiction of the Court with 
respect to all matters set out in the bill regardless of limi¬ 
tations in Section 3 of the Trade-mark Act of February 
20, 1905, by urging that registration No. 148,928 is expired; 
that the registrations and applications relate to separate 
marks and not merely different forms of the one mark in- 
volved; that the question of infringement does not involve 
the right to ownership of the mark; that the appointment 
under Section 3 of the Trade-mark Act was limited to the 
particular mark in the specific form of the application or 
registration; that in appointing the representative under 
Section 3 this defendant was not acting as agent for or 
alter ego of Thorolf M0ller; that the contracts must be 
interpreted and by interpreting the contracts as not pre¬ 
cluding defendants from using the mark in the United 

203 States or from registering it in the United States; 
and in not taking jurisdiction: 

6. In granting the defendants’ motions and in not hold¬ 
ing that the defendant Thorolf Miller, in his motion and 
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his argument thereon, has gone to the merits so as to sub¬ 
mit himself to the jurisdiction of the Court with respect to 
all matters set out in the bill regardless of limitations in 
Section 3 of the Trade-mark Act of February 20, 1905, by 
urging that registration No. 148,928 is expired; that the 
registrations and applications relate to separate marks and 
not merely different forms of the one mark involved; that 
the question of infringement does not involve the right to 
ownership of the mark; that the appointment under Sec¬ 
tion 3 of the Trade-mark Act was limited to the particular 
mark in the specific form of the application or registration; 
that in appointing the representative under Section 3, the 
defendant Georg Jensen & Wendel A/S was not icting as 
agent for or alter ego of him, said Thorolf M0ller j that the 
contracts must be interpreted and by interpreting the con¬ 
tracts as not precluding defendants from using thd mark in 
the United States or from registering it in the United 
States; and in not taking jurisdiction: 

7. In dismissing the bill of complaint and in n0t finding 
that the process or notice of proceedings referred to in 
Section 3 of the Trade-mark Act of February 20, 1905 com¬ 
prehend proceedings brought in Courts under tile provi¬ 
sions of the Trade-mark Act of February 20, 1905 or under 
other laws of the United States when such proceedings af ¬ 
fect t lie right of ownership of the trade-mark and in not 
taking jurisdiction: 

204 8. In dismissing the bill of complaint for want of 

jurisdiction over the defendants and in not finding 
that the defendant Georg Jensens Sdlvsmedie A/S has ap¬ 
pointed Herbert R. Kerslake its representative for service 
under Section 3 of the Trade-mark Act of 1905 to give the 
Court jurisdiction in this proceeding: 

9. In dismissing the bill of complaint for want of juris¬ 
diction over the defendants and in not finding thqt the de¬ 
fendant Georg Jensen & Wendel A/S has appointed Her¬ 
bert R. Kerslake its representative for service ui^der Sec¬ 
tion 3 of the Trade-mark Act of 1905 to give the ^Jourt ju¬ 
risdiction in this proceeding: 

10. In dismissing the bill of complaint for want of juris¬ 
diction over the defendants and in not finding th4t the de¬ 
fendant Georg Jensens Sdlvsmedie A/S in appointing Her¬ 
bert R. Kerslake representative for service under the 
Trade-mark Act of 1905 was acting both for itself and as 
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the agent for or alter ego of Peder A. Pedersen to give the 
Court jurisdiction over said Pedersen in this proceeding: 

11. In dismissing the bill of complaint for want of juris¬ 
diction over the defendants and in not finding that the 
defendant Georg Jensen & Wendel A/S in appointing Her¬ 
bert R. Kerslake representative for service under the 
Trade-mark Act of 1905 was acting both for itself and as 
the agent for or alter ego of Thorolf Mqller to give the 
Court jurisdiction over said Mbller in this proceeding: 

12. In dismissing the bill of complaint far want of juris¬ 
diction over the defendants, and in not finding and hold¬ 
ing that this suit is a proceeding brought under the pro¬ 
visions of the Trade-mark Act of 1905 and that it is a 

205 proceeding affecting the right of ownership of the 
trade-mark of registration No. 148,928, and in not 
taking jurisdiction over the defendants: 

13. In not finding in the facts set out in the bill of com¬ 
plaint in respect to interfering registered trade-marks a 
cause in equity affecting the right of ownership of the 
trade-mark of registrations Nos. 148,928, 292,638 and 293,- 
530, and in not finding that the defendants Georg Jensen 
& Wendel A/S, Peder A. Pedersen and Thorolf Mbller are 
parties interested in said mark under defendant Georg 
Jensens Sblvsmedie A/S, and in dismissing the bill of 
complaint and in not taking jurisdiction over all defend¬ 
ants under Sections 22, 17 and 3 of the Trade-mark Act of 
1905: 

14. In not finding in the facts set out in the bill of com¬ 
plaint in respect to infringement a cause in equity affecting 
the right 1 of ownership of the trade-mark of registration 
No. 148,92S, and in dismissing the bill of complaint and in 
not taking jurisdiction under Sections 16,19,17 and 3 of the 
Trade-mark Act of 1905: 

15. In not finding in the facts set out in the bill of com¬ 
plaint in respect to infringement of trade-mark registra¬ 
tions No^. 292,638 and 293,530 a cause in equity affecting the 
right of ownership of the trade-mark of registration No. 
148,928, and in dismissing the bill of complaint and in not 
taking jurisdiction under Sections 16, 19, 17 and 3 of the 
Trade-mark Act of 1905: 

16. In not finding in the facts set out in the bill of com¬ 
plaint in respect to unfair competition and violation of 
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plaintiff’s rights a cause in equity affecting the right 

206 of ownership of the trade-mark of registration No. 

148,928 brought under a law of the United States and 

in dismissing the bill of complaint and in not taking juris¬ 
diction under Section 24 of the United States Statikte known 
as the Judicial Code and under Section 3 of the Tijade-mark 
Act of 1905: 

17. In not distinguishing between the registration No. 
148,928 and the trade-mark thereof and in holding that the 
bill of complaint on its face shows that the trade-mark is 
no longer in force and in dismissing the bill of cbmplaint: 

18. In dismissing the bill of complaint and refusing to 

take jurisdiction after holding on the merits that the trade¬ 
mark is no longer in force and in not taking jurisdiction 
and ordering the certificate No. 148,928 to be delivered up 
for cancellation to clear the Patent Office record and re¬ 
move the prima facie evidence of ownership inherent in the 
registration under Section 16 of the Trade-mark Act of 
1905: | 

19. In refusing to take jurisdiction and accepting as 
true for the purpose of the motions a conclusion of law with 
respect to the interpretation of “ceases to be protected” 
in Section 12 of the Trade-mark Act as if it were an allega¬ 
tion of fact: 

20. In granting the motions and in dismissing the bill 
of complaint and in not accepting as true for the purpose 
of the motions, the facts contained in the bill of complaint, 
including the fact that all the marks recited in the bill of 

complaint are merely variant forms of or.e and the 

207 same trade-mark and in not taking jurisdiction: 

21. In dismissing the bill of complaint ind in not 
finding for the purpose of the motions in the facts set out 
in the bill of complaint in respect to use by the defendants 
of the trade-mark of registrations Nos. 292,638 ahd 293,530 
a cause in equity for infringement of said registered trade¬ 
mark and in not taking jurisdiction based on the service 
on the representative Herbert R. Kerslake appointed under 
Section 3 by defendants in applications Ser. Nos. 330,787 
and 331,369 for registration of the same trade-mark: 

22. In dismissing the bill of complaint and fn not ac¬ 
cepting as true for the purpose of the motions the facts set 
out in the bill of complaint that plaintiff’s registration No. 

7—6392u 
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292,638 is for a form of the mark equivalent to the forms of 
the mark of defendants’ applications for registration Nos. 
330,787 and 331,369, that defendants have used in the United 
States of America the forms of the mark shown in said ap¬ 
plications and that defendants have appointed Herbert 
R. Kerslake representative with respect to these specific 
forms of the mark; and in not finding* a cause in equity 
affecting the right of ownership of said specific forms of 
the mark for infringement of plaintiff’s registration No. 
292,638 under Sections 16 and 19 of the Trade-mark Act 
of 1905 and in not taking jurisdiction over the defendants 
under Sections 17 and 3 of the Trade-mark Act of 1905 
based on the service on said representative Herbert R. 
Kerslake. 

208 Wherefore plaintiff prays that the decree be re¬ 
versed and that the Court be directed to denv the mo- 

* 

tions of defendants and to take jurisdiction over the de¬ 
fendants. 

AXEL V. BEEKEN, 
Attorney and of Counsel for Plaintiff. 
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Designation of Record. 


Filed Nov. 28, 1934. 


Now comes Georg Jensen Handmade Silver Inc., the ap¬ 
pellant in the above-entitled cause, and designates the parts 
of the record which it desires to have included in the tran¬ 


script, said parts being considered sufficient for the deter¬ 
mination of the questions raised on appeal, namely: 

1. Bill of Complaint with exhibits attached: 

2. Subpoena to Answer and Marshal’s Return dated 
January 12, 1934: 

3. Motion of defendant, Georg Jensens Sqlvsmedie A/S, 
to quash service of subpoena and dismiss for lack of juris¬ 
diction, together with affidavit of Herbert R. Kerslake and 
memorandum in support thereof: 

4. Motion of defendant, Georg Jensen & Wendel A/S, to 
quash service of subpoena and dismiss for lack of jurisdic¬ 
tion, together with affidavit of Herbert R. Kerslake 

210 and memorandum in support thereof: 

5. Motion of defendant, Thorolf Mdller, to quash 
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gether with affidavit of Herbert E. Iverslake and memo¬ 
randum in support thereof: 

6. Motion of defendant, Pcder A. Pedersen, to quash 
service of subpoena and dismiss for lack of jurisdiction, to¬ 
gether with affidavit of Herbert R. Kerslake and memo¬ 
randum in support thereof: 

7. Memorandum of Justice Bailev hied June 11, 1934: 

8. Decree of June 15, 1934, granting motions tjo quash 
and dismissing bill: 

9. Motion to vacate decree and for rehearing, fjed June 
28, 1934, together with affidavits of Axel V. Beejken and 
Karl Fenning: 

10. Order of June 28, 1934, vacating decree of June 15, 

1934: ' ! 

11. Memorandum of defendants on plaintiff’s motion to 
vacate decree and for rehearing tiled July 3, 1934: 

12. Memorandum of Justice Bailev of October £o, 1934, 
denying petition for rehearing: 

13. Final decree of October 23, 1934, granting motions to 
quash and dismissing bill of complaint: 

14. Petition for appeal: 

15. Order allowing appeal: 

16. Memorandum of deposit for costs: 

211 17. Citation: 

18. Assignments of error: 

19. Designation of the record on appeal : 

20. Clerk’s certificate. 


AXEL V. BEEKE^T, 
Attorney for Appellant. 

Copy of the above received this 28th day of November, 
1934. 

WALTER C. CLEPHANE, j 
Attorney for Appellees, Appearing 

Specially as Heretofore. 

212 Counter Designation of Record Filed by Appellees. 

Filed December 1, 1934. ! 


# * * * * # * 


Come now the appellees, Georg Jensens Sblvsmedie A/S, 
Georg Jensen & Wendel A/S, Hhorolf Mdller aJd Peder 
A. Pedersen, appearing specially as heretofore, ailid desig- 
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natc the following parts of the record which they desire to 
have included in the transcript for the Court of Appeals, 
in addition to those designated by appellant, to wit: 

Affidavits of Walter C. Clephane and Reginald Hicks 
accompanying memorandum of defendants in opposition 
to plaintiff’s motion to vacate decree and for rehearing 
filed Julv 3, 1934. 

WALTER C. CLEPHANE, 

1 Attorney for Appellees. 


213 Supreme Court of the District of Columbia. 


United States of America, 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing 
pages, numbered from 1 to 212, both inclusive, to be a true 
and correct transcript of the record according to directions 
of counsel herein filed, copies of which are made part of this 
transcript, in cause No. 56665 in Equity, wherein Georg 
Jensen Handmade Silver Inc., is Plaintiff and Georg Jen¬ 
sens Sdlvsmedie A/S et al. are Defendants, as the same 
remains upon the files and of record in said Court. 

In testimonv whereof, 1 hereunto subscribe mv name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 10th day of December, 1934. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 


Endorsed on cover: District of Columbia Supreme Court. 
No. 6392. Georg Jensen Handmade Silver Inc., appellant, 
vs. Georg Jensens Solvsmedie A/S et al. United States 
Court of Appeals for the District of Columbia. Filed Jan. 
10, 1935. Henry W. Hodges, Clerk. 


(5S55-C) 
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Attorney for Plaintiff-Appellant, 
1144 National Press Building, 
Washington, D. C. 

233 Broadway, 
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Part 1, Mas the Defendants’ Attempted Special 
Appearance a General appearance by vjhich 
they Submitted themselves to the Jurisdic¬ 
tion of the Court.14-23 

Part ii, Does the Court have Jurisdiction j)ver 
the Persons of the Defendants under [Sec¬ 
tion 3 of the Trade-Mark Act of February 
20, 1905 .23-47 

Point 1. Trade-Marks are property, to be jpro- 
tected like other property, and primarily 
for the benefit of the owner.j.... 24 


Point 2. Section 3 of the Trade-Mark Act of 
1905 should be broadly construed, and 
should not be narrowed from the plain 
meaning of its language.25-27 

Point 3. Section 3 is broad enough to include 
marks “either in the identical from”, 
shown in the registration or application 
for registration, or “in such near resem¬ 
blance thereto as might be calculated to 
deceive.” .27-30 

Point 4. Section 3 of the Trade-Mark Abt of 
1905 is not limited to Patent Office pro¬ 
ceedings or proceedings under Secticjn 22 
of the Act. 30-33 
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(Enuri nf Appeals, Btstrid nf (Enjumtria 


JANUARY TERM, 1935. 


No. 6392. 

Georg Jensen Handmade Silver, Inc., 

Plaintiff-Appellant, 

vs . 

Georg Jensens S0lvsmedie A/S, Georg Jensen 
& Wendel A/S, Thorolf M0ller, and 
Peder A. Pedersen, 

Defendants-Appellees. 

BRIEF FOR PLAINTIFF-APPELLANT. 


STATUS. 

This is a cause in Equity and comes up on appeal from 
the final decree of the Supreme Court of the District of 
Columbia dismissing the bill for want of jurisdiction 
over the defendants. 

Each of the defendants, appearing severally and spe¬ 
cially by attorney, filed a motion in the Court below to 
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quash the service of subpoena and dismiss the bill of 
complaint for want of jurisdiction of the Court. In these 
motion papers as well as in the oral argument before 
the Court 'below, the defendants’ discussion was not 
limited to the jurisdiction of the Court over the persons 
of the defendants but was directed to many points that 
went to the merits of the entire case. 

The Court below granted the defendants’ motions to 
quash the service of subpoena and dismissed the bill 
for want of jurisdiction over the defendants (pp. 152- 
153 R.). The questions arising before this Court there¬ 
fore may be stated broadly as 

L Was the defendants’ attempted special appear¬ 
ance a general appearance by which they submitted 
themselves to the jurisdiction of the Court; and 

II. Does the Court have jurisdiction over the per¬ 
sons of the defendants under Section 3 of the Trade¬ 
mark Act of February 20, 1905. (15 U.S.C.A. Sec. 83.) 

ASSIGNMENT OF ERRORS RELIED UPON. 

The assignment of errors are found at pp. 155 to 160 
of the record and are as follows: 

The Supreme Court of the District of Columbia erred: 

1. In entering a decree granting defendants’ mo¬ 
tions to quash the service of subpoena and the return 
thereon, and to dismiss the bill of complaint for want 
of jurisdiction, and in not denying said motions and 
taking jurisdiction: 

2. In entering a decree that the bill of complaint be 
dismissed for want of jurisdiction over the defendants; 
and in not finding and holding that it had jurisdiction 
over the defendants: 

3. In granting the defendant’s motions and in not 
holding that the defendant Georg Jensens Sblvsmedie 
A/S, in its motion and its argument thereon, has gone 
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to the merits so as to submit itself to the jurisdiction 
of the Court with respect to all matters set out in the 
bill regardless of limitations in Section 3 of the Trade¬ 
mark Act of February 20, 1905, by urging that registra¬ 
tion No. 148,928 is expired; that the registrations and 
applications relate to separate marks and not merely 
different forms of the one mark involved; that the ques¬ 
tion of infringement does not involve the right tj) owner¬ 
ship of the mark; that the appointment under Section 
3 of the Trade-mark Act was limited to the particular 
mark in the specific form of the application or jregistra- 
tion; that in appointing the representative un^er Sec¬ 
tion 3 this defendant was not acting as agent for or 
alter ego of Pcder A. Pedersen; that the contracts must 
be interpreted and by interpreting the contracts as not 
precluding defendants from using the mark in the 
United States or from registering it in the United 
States; and in not taking jurisdiction: 

4. In granting the defendants’ motions and in not 
holding that the defendant Peder A. Pedersen, in his 
motion and his argument thereon, has gone to the 
merits so as to submit himself to the jurisdiction of the 
Court with respect to all matters set out in th^ bill re¬ 
gardless of limitations in Section 3 of the Trade-mark 
Act of February 20, 1905, by urging that registration 
No. 148,928 is expired; that the registrations and ap¬ 
plications relate to separate marks and not merely dif¬ 
ferent forms of the one mark involved; that the [question 
of infringement does not involve the right tp owner¬ 
ship of the mark; that the appointment under Section 3 
of the Trade-mark Act was limited to the particular 
mark in the specific form of the application or!registra¬ 
tion; that in appointing the representative ui|der Sec¬ 
tion 3 the defendant Georg Jensens Sqlvsmedie A/S was 
not acting as agent for or alter ego of him, sqid Peder 
A. Pedersen; that the contracts must be interpreted 
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and by interpreting the contracts as not precluding de¬ 
fendants from using the mark in the United States or 
from registering it in the United States; and in not 

i o c? * 

taking jurisdiction: 

5. In granting the defendants’ motions and in not 
holding that the defendant Georg Jensen & AVendel 
A/S, in its motion and its argument thereon, has gone 
to the merits so as to submit itself to the jurisdiction 
of the Court with respect to all matters set out in the 


bill regardless of limitations in Section 3 of the Trade¬ 
mark Act of February 20, 1905, by urging that registra¬ 
tion No. 148,928 is expired; that the registrations and 
applications relate to separate marks and not merely 
different forms of the one mark involved; that the 
question of infringement does not involve the right to 
ownership of the mark; that the appointment under 
Section 3 of the Trade-mark Act was limited to the 
particular mark in the specific form of the application 
or registration; that in appointing the representative 
under Section 3 this defendant was not acting as agent 
for or alter ego of Thorolf Mqller; that the contracts 
must be interpreted and by interpreting the contracts 
as not precluding defendants from using the mark in 
the United States or from registering it in the United 
States; and in not taking jurisdiction: 

6. In granting the defendants’ motions and in not 
holding that the defendant Thorolf Mqller, in his motion 
and his argument thereon, has gone to the merits so as 
to submit himself to the jurisdiction of the Court with 
respect to all matters set out in the bill regardless of 
limitations in Section 3 of the Trade-mark Act of 
February 20, 1905, by urging that registration No. 
148,928 is expired; that the registrations and applica¬ 
tions relate to separate marks and not merely different 
forms of the one mark involved; that the question of 
infringement does not involve the right to ownership of 
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the mark; that the appointment under Section j3 of the 
Trade-mark Act was limited to the particular jmark in 
the specific form of the application or registration; that 
in appointing the representative under Section 3, the 
defendant Georg Jensen & Wendel A/S was npt acting 
as agent for or alter ego of him, said Thoroltf Mdller; 
that the contracts must be interpreted and by interpret¬ 
ing the contracts as not precluding defendants from 
using the mark in the United States or from registering 
it in the United States; and in not taking jurisdiction: 

7. In dismissing the bill of complaint and in not find- 

ferred to 
' 20, 1905 
nder the 


ing that the process or notice of proceedings re 
in Section 3 of the Trade-mark Act of February 
comprehend proceedings brought in Courts u 
provisions of the Trade-mark Act of February 20, 1905 


such pro- 
ade-mark 


or under other laws of the United States when 
ceedings affect the right of ownership of the tr 
and in not taking jurisdiction: 

8. In dismissing the bill of complaint fort want of 
jurisdiction over the defendants and in not finding that 
the defendant Georg Jensens, Sdlvsmedie A/$ has ap¬ 
pointed Herbert R. Kerslake its representative for ser¬ 
vice under Section 3 of the Trade-mark Act of 1905 to 
give the Court jurisdiction in this proceedingj 

9. In dismissing the bill of complaint foil want of 
jurisdiction over the defendants and in not finding that 
the defendant Georg Jensen & Wendel A/S has [appointed 
Herbert R. Kerslake its representative for serfice under 
Section 3 of the Trade-mark Act of 1905 to give the 
Court jurisdiction in this proceeding: 

10. In dismissing the bill of complaint for want of 


g that 


jurisdiction over the defendants and in not fijidnp 
the defendant Georg Jensens Sdlvsmedie A/S in ap¬ 
pointing Herbert R. Kerslake representative for service 
under the Trade-mark Act of 1905 was acting both for 
itself and as the agent for or alter ego of Peder A. 
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Pedersen to give the Court jurisdiction over said Peder¬ 
sen in this proceeding: 

11. In dismissing the bill of complaint for want of 
jurisdiction over the defendants and in not finding* that 
the defendant Georg Jensen &• Wendel A/S in appoint¬ 
ing Herbert K. Kerslake representative for service un¬ 
der tlie Trade-mark Act of 1905 was acting both for 
itself and as the agent for or alter ego of Thorolf Mpller 
to give the Court jurisdiction over said Mdller in this 
proceeding: 

12. In dismissing the bill of complaint for want of 
jurisdiction over the defendants, and in not finding and 
holding that this suit is a proceeding brought under the 
provisions of the Trade-mark Act of 1905 and that it is a 
proceeding affecting the right of ownership of the trade¬ 
mark of registration No. 148,928, and in not taking juris¬ 
diction over the defendants: 

13. In not finding in the facts set out in the bill of 
complaint in respect to interfering registered trade¬ 
marks a cause in equity affecting the right of ownership 
of the trade-mark of registrations Nos. 148,928, 292,638 
and 293,530, and in not finding that the defendants Georg 
Jensen & Wendel A/S, Peder A. Pedersen and Thorolf 
M0ller are parties interested in said mark under de¬ 
fendant Georg Jensens Sblvsmedie A/S, and in dis¬ 
missing the bill of complaint and in not taking jurisdic¬ 
tion over all defendants under Sections 22, 17 and 3 of 
the Trade-mark Act of 1905: 


14. In not finding in the facts set out in the bill of 
complaint in respect to infringement a cause in equity 
affecting the right of ownership of the trade-mark of 
registration No. 148,928, and in dismissing the bill of 
complaint and in not taking jurisdiction under Sections 
16, 19, 17 and 3 of the Trade-mark Act of 1905: 

15. In not finding in the facts set out in the bill of 
complaint in respect to infringement of trade-mark 



registrations Nos. 292,638 and 293,530 a cause jn equity 
affecting the right of ownership of the tradejmark of 


registration No. 148.928, and in dismissing thje bill of 

' / . I 

complaint and in not taking jurisdiction under Sections 

16. 19, 17 and 3 of the Trade-mark Act of 1905: 

16. In not finding in the facts set out in the bill of 
complaint in respect to unfair competition and violation 
of plaintiff’s rights a cause in equity affecting the right, 
of ownership of the trade-mark of registration No. 
148,928 brought under a law of the United States and in 
dismissing the bill of complaint and in not taking juris¬ 
diction under Section 24 of the United States Statute 
known as the Judicial Code and under Section 3 of the 
Trade-mark Act of 1905: 


17. In not distinguishingbetwecn the registration No. 
148.928 and the trade-mark thereof and in holding that 
the bill of complaint on its face shows that tihe trade¬ 
mark is no longer in force and in dismissing the bill of 

c o 

complaint: 

18. In dismissing the bill of complaint and refusing 
to take jurisdiction after holding on the merits that the 
trade-mark is no longer in force and in not taking juris¬ 
diction and ordering the certificate No. 148,928 to be 
delivered up for cancellation to clear the Patent Office 
record and remove the prima facie evidence of ownership 


inherent in the registration under Section 16 of the 


Trade-mark Act of 1905: 

19. In refusing to take jurisdiction and accepting as 
true for the purpose of the motions a conclusion of law 
with respect to the interpretation of ‘‘ceases to be pro¬ 
tected” in Section 12 of the Trade-mark Act as if it were 
an allegation of fact: 

20. In granting the motions and in dismissing the bill 
of complaint and in not accepting as true for the purpose 
of the motions, the facts contained in the bill of com¬ 
plaint, including the fact that all the marks redited in the 
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bill of complaint arc merely variant forms of one and 
the same Hade-mark and in not taking jurisdiction: 

21. In dismissing the bill of complaint and in not 
finding for the purpose of the motions in the facts set out 
in the bill of complaint in respect to use by the defend¬ 
ants of the trade-mark of registrations Nos. 292,638 and 
293,530 a cause in equity for infringement of said reg¬ 
istered trade-mark and in not taking jurisdiction 
based on the service on the representative Herbert R. 
Kerslake appointed under Section 3 by defendants in 
applications Ser. Xos. 330,787 and 331,369 for registra¬ 
tion of the same trade-mark: 

22. In dismissing the bill of complaint and in not 
accepting as true for the purpose of the motions the 
facts set out in the bill of complaint that plaintiff’s 
registration Xo. 292,638 is for a form of the mark 
equivalent to the forms of the mark of defendants’ 
applications for registration Xos. 330,787 and 331,369, 
that defendants have used in the United States of 
America the forms of the mark shown in said applica¬ 
tions and that defendants have appointed Herbert R. 
Kerslake representative with respect to these specific 
forms of the mark; and in not finding a cause in equity 
affecting the right of ownership of said specific forms of 
the mark for infringement of plaintiff’s registration 
Xo. 292,638 under Sections 16 and 19 of the Trade-mark 
Act of 1905 and in not taking jurisdiction over the 
defendants under Sections 17 and 3 of the Trade-mark 
Act of 1905 based on the service of said representative 
Herbert R. Kerslake. 


! STATEMENT OF CASE. 

The bill of complaint filed January 11, 1934 (pp. 2- 
27 R.) is for trade-mark relief and this cause is brought 
under trhde-mark and other laws of the United States 
of America; is between parties of diverse citizenship 
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(p. 2 R., Bill of C. pars. 2 and 3); and the subject matter 
exceeds in value the sum of three thousand dollars 
(p. 7 R., Bill of C. par. 9). It was brought in the Dis¬ 
trict of Columbia because all of the defendants are 
located in Denmark (p. 2 R., Bill of C. par. 2) ajid all of 
the defendants have designated by a notice fUe,d in the 
United States Patent Office, in connection with tie appli¬ 
cation for registration No. 148,928 dated November 29, 
1921 (p. 63 R., Exhibit S) and the applications (now 
pending) Ser. No. 330,787 filed September 29, 1932, and 
Ser. No. 331,369 tiled October 19, 1932, Herbert R. 
Kerslake (pp. 10, 13, 14 R., Bill of C. pars. l<j, 16 and 
17) residing within the United States in the District of 
Columbia as a representative on whom process or notice 
of proceedings affecting the right of ownership in the 
United States of America of the trade-mark here 
involved of which the defendants claim in the sworn 
statements of said applications to be the owner (see pp. 
65, 86 and 103 R., Exhibits 8, 10 and 11, and pp. 10, 12 
and 13 R.; Bill of C. pars. 13, 16 and 17) and by the 
assertions of ownership of United States registration 
No. 148,928 and statutory rights thereunder in the 
United States Patent Office against plaintiff’s registra¬ 
tion No. 293,530 (p. 16 R., Bill of C. par. 20). j 

The relationship of the co-defendants as set <jmt in the 
bill of complaint is as follows: 

That the defendant-appellee Georg Jensens Sdlvsmedie 
A/S (Georg Jensen Silversmith Corporation) feting for 
itself and as the alter ego of Peder A. Pedersen, manu¬ 
factures in Denmark certain gold and silver articles and 
jewelry (p. 3 R., Bill of C. par. 5; p. 19 R., jBill of C. 
pars. 2 and 3) and is here sued in its own right and as 
the agent of the co-defendants Peder A Pedersen, Georg 
Jensen & Wendel A/S and Thorolf Mdller (p. j 2 R., Bill 
of C. par. 2) and the alter ego of the co-defendant Peder 
A. Pedersen (p. 21 R., Bill of C. par. 26). 
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That the defendant-appellee, Peder A. Pedersen is the 
managing director and agent of said co-defendant and 
is here sued in his own right and as such managing 
director, agent and alter ego of said co-defendant. 

That the defendant-appellee, Georg Jensen & Wendel 
A/S, acting for itself and as the alter ego and agent of 
the co-defendant Thorolf Mpller, deals at retail in Den¬ 
mark in the gold and silver articles and jewelry manu¬ 
factured bv the co-defendant Georg Jensens Sdlvsmedie 
A/S under contracts with that co-defendant (p. 19 R., 
Bill of C. par 23) and is here sued in its own right and 
as the alter ego of the co-defendant Thorolf Mpiler and 
the agent of the co-defendants Thorolf Mpiler, Georg 
Jensens Solvsmedie A/S and Peder A. Pedersen (p. 2 
E., Bill of C. par. 2). 

That the defendant-appellee, Thorolf Mpller, deals at 
retail in said gold and silver articles and jewelry 
through his alter ego y the co-defendant Georg Jensen & 
Wendel A/S (p. 19 R., Bill of C. par. 23) and is the 
managing director of said co-defendant; and is here sued 
in his own right and as such alter ego and managing 
director, and as the agent of the co-defendants Georg 
Jensens Splvsmedie A/S, Georg Jensen & Wendel A/S 
and Peder A. Pedersen. 

The trade-mark involved in this suit comprises many 
forms (p. 3 R., Bill of C. par. 4) i. e. 

“the words Georg Jensen and Jensen, the letters, 
or initials GJ, GI, Gi (the two latter being Danish 
alternative forms of writing the letters GJ) and 
any letter, letters or monograms indicative or 
symbolic as are J, GJ, GI, Gi of the notation 
Georg Jensen or Jensen, alone, or in combination 
with a line surrounding or a geometrical figure 
enclosing said words, or initials, or letters, or in 
combination with a plurality of dot forms sur¬ 
rounding said words or initials, or letters, in ellip¬ 
tical, or circular, arrangement: or other words, or 


initials, or letters, so surrounded by Said dot 

/ 7 + I 


l words, 
aid dot 


forms and surmounted by a crown: or sai 
or initials, or letters, so surrounded by 
forms, the whole being inclosed within an Elliptical 
or a circular line or figure: or said words, or 
initials, or letters, so surrounded by said dot 
forms and so enclosed within an Elliptical, 
or a circular, line or figure with a crpwn sur¬ 
mounting the whole.” 


Some of these forms are shown in Exhibit 3, parts 1 to 
12, pp. 38-49 R., Bill of C. par. 7; Exhibit 4, jl 52 R.; 
Exhibit 6, p. 57 R.; Exhibit 7. p. 60 R.; Exhibit 10, 
p. 84 B.; Exhibit 11, p. 97 R. and in United States regis¬ 
trations granted to plaintiff-appellant Xo. 292,638 dated 
March 22, 1932 and Xo. 293,530 dated April 26, 1|932 (pp. 
52, 57 R., Exhibits 4 and 6), U. S. registration! granted 
to the defendant-appellee Georg Jensens Sojvsmedie 


A/S Xo. 148,928 dated Xovember 29, 1921 (]i 


). 60 R., 


Exhibit Xo. 7), and in the applications for registrations 
Ser. Xo. 331,369 filed October 19, 1932 (p. 99 R., Ex¬ 
hibit 11) by the defendant-appellee Georg Jensens 
Sdlvsmedie A/S, and Ser. Xo. 330,787 filed Sept. 29, 
1932 by the defendant-appellee Georg Jensen AVendel 
A/S (p. 84 B., Exhibit 10). 

The plaintiff-appellant, Georg Jensen II 
Silver Inc., is a Xew York corporation locatec 


landmade 
in Xew 


York City (p. 2 R., Bill of C. par. 1), doing business in 
and throughout the United States of America, and its 
business is the buying of gold and silver articles and 
jewelry manufactured in Denmark for it by the defend¬ 
ant-appellee Georg Jensens Sdlvsmedie A/S, 
porting of said goods into the United States of 
and the exploiting, advertising, marketing, vending and 
selling in interstate commerce throughout the United 
States of America under the trade-mark here in contro¬ 
versy said gold and silver articles and jewelry' (p. 3 R., 


the im- 
America, 


12 


Bill of C. par. 5); the business having been established 
by plaintiIT’s predecessor, Freaerik Limning in the year 
1923 (p. 3 R., Bill of C. par. 5) in New York City. Said 
Limning acquired for himself, his personal representa¬ 
tives and assigns by certain agreements dated August 31, 
1923, January 30, 1925 and April 13, 1926 (Lxliibit 1, 
parts A, B and C, pp. 28-36 R.) between himself and 
the co-defendants-appellees Georg Jensens Solvsmedie 
A/S, Fedor A. Pedersen and Thorolf Mailer and one 
Georg Jensen, not a party hereto, the exclusive right to 
sell in the United States of America the gold and silver 
articles and ieweirv manufactured bv the defendant- 

V «r 

appellee Georg Jensens Solvsmedie A/S and an assign¬ 
ment of all rights in and to any business, trade and good¬ 
will including anv and ail rights in and to the trade-mark 
here involved and in any and all forms together with any 
and all rights in and to any and all trade-marks and 
trade names used or to be used in connection with said 
gold and silver articles and jewelry that said defendants- 
appellee may have acquired or may claim to have 
acquired in the United Slates of America (pp. 4-5 R., 
Bill of C. 1 par. 6). On June 8, 1928 said Frederik Lun- 
ning assigned by an instrument in writing (Exhibit 2, 
p. 36 R.) to plaintiff-appellant Georg Jensen Handmade 
Silver Inc., its successors and assigns, the entire right 
in and to said business, good-will, trade-marks, contracts, 
assets and property of every description (pp. 5-6 R., 
par. 6, Bill of C.). 

This trade-mark in its various forms has been con¬ 


tinuously used in plaintiff’s 


business in interstate com¬ 


merce in the United States of America by plaintiff and 


its predecessor (p. 6 R., Bill of C. par. 7 and Exhibit 3, 
parts 1 to 12, pp. 38-49 R.), since its foundation on the 
gold and silver articles and jewelry (p. 6 R., Bill of C. 
par. 7 and Exhibit 3, parts 1 to 12, pp. 38-49 R.) manu¬ 
factured in Denmark for it by the defendant-appellee 
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Georg' Jensens Solvsmedic A/S: and plaintiff: by its 
extensive use and bv other means has taught the Ameri- 
can trade and public to know and that the trade and 
public does know, that the letters GJ in whatever form 
or arrangement displayed when applied to said gold and 
silver articles and jewelry are equivalent with and 
indicative and svmbolic of the name Georg Jensen or the 
letters Gi and mean said gold and silver articles and 
jewelry sold by plaintiff (pp. 6-7 K., bill of C. par. 8). 

The bill of complaint sets out that United States 
registration Xo. 362,638 for the trade-mark in the form 
shown in Exhibit 4 (p. 52 lu) and Xo. 293,53) for the 
trade-mark in the form shown in Exhibit 6 (p. 57 it.) 
granted to the plaintiff and U. S. registration Xo. 148,928 
for the trade-mark in the form shown in Exhibit 7 (p. 59 
K.) granted to the defendant-appellee Georg Jensens 
Soivsmedie A S are interfering registered trade-marks 
(pp. 9, 10, 11, 11., Bill of C. par. 11, 12, 13) and seeks 
cancellation of registration Xo. .148,928 (p. 23 IE, Bill 
of C. par. 3). 

The bill also sets out that the defendant Georg 
Jensen Wendel A/S has offered to sell and has sold 
in the United States and the defendant Georg Jensens 
Splvsmedie A/S has shipped to the United | States to 
others than plaintiff at the request and on t|he orders 
of said Georg Jensen & Wendel A/S gold and silver 
articles and jewelry bearing the trade-markj here in¬ 
volved in its various forms against plaintiffj’s protest 
and in infringement of plaintiff’s rights in said trade¬ 
mark and plaintiff’s registrations Xos. 293,530 and 
292,638 (pp. 16, 17 IE; par. 21 Bill of C.); and in sworn 
statements accompanying the defendant’s clai^n to own¬ 
ership of said trade-mark, i.e., their applications for 
registrations Ser. Xos. 330,787 and 331,369, filed in the 
United States Patent Office in 1932, defendants have 
admitted the use of the trade-mark in the United 
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States (Exhibits 10 and 11; pp. 86, 103 R.; and p. 16 R., 
par. 21 Bill of C.). 

The bill also sets out certain unfair acts such as 
spying and surreptitiously obtaining plaintiff’s price 
lists (p. 18 R., par. 22 Bill of C.) underselling plain¬ 
tiff, advertising propaganda circulated in the United 
States (p. 20 R., par. 26 Bill of C.) to impair the 
prestige of plaintiff’s trade-marks, asserting to the 
trade in the United States ownership of plaintiff’s 
trade-mark and representation in plaintiff’s business 
(p. 17 R., par. 21 Bill of C.) and conspiracy among said 
defendants (p. 21 R., par. 26 Bill of C.) to invade plain¬ 
tiff’s contractual rights and by said acts to entice plain¬ 
tiff’s customers to themselves, all of which wrongful 
and unlawful acts arise in connection with defendants’ 
infringement of plaintiff’s trade-mark by their use in 
the United States of the trade-mark of which thev, as 
heretofore pointed out, claim ownership (pp. 16-22, pars. 
21-26 Bill of C.). 


I. 

Was the Defendants’ attempted special appearance a 
general appearance by which they submitted them¬ 
selves to the jurisdiction of the Court. 

Under this head will be argued assignments of errors 
Nos. 1 to 6 inclusive. 

The defendants herein, as we shall show, have en¬ 
tered a general appearance both by reason of the plead¬ 
ings and papers tiled on their behalf in the case, and 
also by argument in open court. 

Section I of the motion of the defendant Silversmithy 
was as follows (p. 112 R.): 

Comes now Georg Jensens Splvsmedie A/S, 
one of the above-named defendants, appearing 


15 


specially by its attorneys for the purpose of 


pursuant 
to the 
to 


ovmg 


d return 


moving to quash service of subpoena 
to the bill of complaint and objectin 
jurisdiction of the court over it and mf 
dismiss the bill of complaint, without waiving 
objection thereto, for lack of jurisdiction and for 
no other purpose, and moves— 

(a) That the service of subpoena ar 
of service thereon be quashed; and 

(b) That the bill of complaint be dismissed for 
want of jurisdiction of this court. 

Section II of the motion papers (pp. 112, 113, 114 R.) 
contains a discussion of the merits of the case an ex¬ 
ample of which is shown by paragraph 7 of Section II 

(7) That while the bill of complaint also pur¬ 
ports to set forth a cause of action predicated on 
alleged interference between this defendant’s 
Registration No. 148,928 and plaintiff’s Registra¬ 
tions Nos. 292,638 and 293,530, and seek 
said Registration No. 148,928 adjudged 
void, said Registration No. 148,928 ha 
expired by operation of law and has ceased to be 
in force, because the mark was previo 
istered in a foreign country and ceased tj 

jjI* If* • . l C'l i 


s to have 
null and 
; in fact 


uslv reg- 

* o 

o be pro¬ 


tected in such foreign country on September 20, 
1929, wherefore, in such aspect of the bill of 
complaint, the suit does not constitute a valid 
proceeding within the contemplation of said Act. 

It will be observed that here the defendant argued 
the scope of Section 12 of the Trade-marl!: Act of 
1905 which section provides 

Sec. 12. That a certificate of registration shall 
remain in force for twenty years, except that in 
the case of trade-marks previously registered in 
a foreign country such certificate shall! cease to 
be in force on the day on which the trade-mark 
ceases to be protected in such foreigii country 
and shall in no case remain in force nfiore than 
t wen tv years unless renewed * * *. 
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Note that Section 12 of the Trade-mark Act does not 
say that the United States certificate shall cease to be 
in force on the day that the foreign registration lapses 
or expires, it deals with, a trade-mark apart from the 


reyistration thereof, and provides that when the trade¬ 
mark ceases to be protected in such foreign country 
then the United States certificate shall cease to be in 


force. Defendant is therefore asking the Court to find 
that under the laws of Denmark a trade-mark ceases 


to be protected when the Danish registration expires. 
Defendant is further asking lhe Court to construe the 
language above quoted of Section 12 of the Trade-mark 
Act to mean that when the Danish registration ex¬ 
pires the United States certificate ceases to be in force. 
It is clear that, in asking the Court to pass upon this 
question, the defendant has argued merits and has gone 
far beyond the question of the Court’s jurisdiction 
over him. it is immaterial that the bill alleges (par. 14 
B. of C. pp. 11 and 12 lx.) that defendant’s registra¬ 
tion No. 148,928 has expired by reason of the fact that 
its Danish registration No. 741 has expired by limita¬ 
tion of time. Because the bill also alleges (par 20 B. 
of C. pp. 15 and 16 R.) that the defendant has been 
and is asserting rights under said registration No. 
148,928 and asks the Court to order defendant to de¬ 
liver up the U. S. certificate for cancellation, the ob¬ 
ject of which is to clear the records of the United 
States Patent Office. In other words the allegations in 
the bill is what the plaintiff wants the Court to find 
and is obviously a conclusion of mixed law and facts. 

Attention is also called to paragraph 4 of Section 11 
of defendant’s motion which is as follows: 


That this suit seeks to establish plaintiff’s 
ownership, and to enjoin defendant’s use in ad¬ 
vertising or otherwise, of a multiplicity of trade¬ 
marks and trade-names which are not the sub- 
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ject of any application to register, or reg 


tiled or obtained by this defendant, and which are 
therefore not properly the foundation of any pro¬ 
ceedings within the contemplation of said Act. 


ist ration, 


Accompanying defendant’s motion is a memor 
support thereof (pp. 115, 116, 117 K.) and in t| 
orandum defendant savs 


mdum in 
tlliis mem- 


4 ‘but the bill extends to questions of owi 
and more or less remotely connected wifi 
ber of other trade-marks” 


ership of 
i a num- 


but the bill shows (pars. 4 and 8, p. 3, 6 & 7 
these are but different forms of the same ti| 
and that the nlaintiff*s mark is being 
Obviously here again the defendant is argui 
because bv implication it is saving that thek'e are no 
interfering registrations and no infringement. Whether 


1\.) that 


ade-mark 
infringed, 
ig merits 


or not the various forms of the mark mean 
thing to the public is obviously a question of 
one which should go to the jury as it did in 


the same 
fact and 
the earlv 


days when cases of this character were tilled before 


a jury. 


<4 It was held by the Court of Common Pleas, as 
early as 1(847, that the following questions were 
properly left to the jury by Williaijis, J., in 
Rodgers v. No will; —(1) whether there| was such 
a resemblance to the plaintiffs’ marks, in the 
marks put on the knives made by the defendants, 
as was calculated to make an ordinary person 


believe that the marks were the mar 
plaintiffs, denoting that the knives 
knives of the plaintiffs? 


# * ? > 


ks of the 
were the 


The foregoing quotation is from Kerly on Trade-Marks, 
Fourth Edition, page 445, and the case of Rodgers v. 
Nowill is reported in 5 C. B. 109; 17 L. J. C. P. 52. 
Section 1 of the motion papers hied in behalf of the 
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other defendants (pp. 117, 123, 127 R.) were, except for 
tlie names, identical with Section I of the motion of the 
Silversmithy above quoted. These other defendants, like 
the Silversmith}', also argued merits. Thus in paragraph 
4 of Section II of Jensen & Wendel’s motion papers it is 
argued contrarv to the allegations of the bill that the 
various forms of the mark are not the same trade-mark. 
The bill (par 21, p. 18 R.) also alleges that defendant 
Mdller signed the contract Exhibit 1 (pp. 2S-36 R.) for 
the purpose of binding Jensen & Wendel, and that the 
latter is the alter crjo of Moiler. In contradiction of this, 
defendant Jensen Wendel argues in paragraph 7 of 
Section Ii of the Jensen & Wendel motion papers that it 
is not a party to the contract. In the memorandum 
accompanying Jensen & Wen del’s motion papers (p. 122 
R.) it, as did the Silversmith}', said 

“but the bill extends to questions of ownership of 
and more or less remotely connected with a num- 
her of other trade-marks” 


thus controverting the allegations of the bill that the 
various marks shown are but different forms of the 
trade-mark. 

In Section II of the motion papers of defendant Mdller 
it is alleged that Iverslake is not an agent or representa¬ 
tive of Miller for any purpose whatsoever; that he 
(M0ller) never designated Kerslake as a person who 
might be served under Section 3 of the Trade-mark Act; 
and that it does not appear in the bill of complaint that 
he, M0ller, has ever been or claimed to be an applicant 
for registration of any United States trade-mark “the 
right of ownership of which might be affected by this 
suit” or that he has ever owned or claims to be the 
owner of any such trade-mark. 

Note that this is not an affidavit but a mere statement 
by counsel. Defendant M0ller is here clearly arguing 
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merits because the bill of complaint alleges j (par. 2, 
p. 2 R.) that defendant Jensen & Wendel is the alter ego 
of Mbller so that when Mdller signed the Kerslake 
designation on behalf of Jensen & Wendel he was also 
signing for himself. 

o o 

The motion brought bv defendant Pedersen is identi- 
cal with that brought bv defendant Moller and the argu- 
ment just advanced with respect to Miller’s motion is 
equally applicable to Pedersen’s motion because the bill 
of complaint likewise alleges (par. 26, p. 21 R.) that the 
Silversmithy is the alter ego of Pedersen, so that when 
Pedersen signed the Kerslake designation on behalf of 
the Silversmithy he also signed for himself. 

At the hearing of defendants’ motion, counsel for de¬ 
fendants, without distinguishing between them, argued 
not only the points of merit which we have pdinted out 
in the pleadings tiled in behalf of the defendants but 
proceeded to interpret the contracts (Plaintiff’s Exhibit 
1, parts A, B, and C, pp. 28-36 R.) and went into other 
details as will appear from pages 144 to 14-6 of t he Record. 


Defendants’ counsel admits that he made a dot 


ail analv- 


sis of the contents of the bill of complaint and of the 
contracts (see pages 150 and 151 of the Record) but 
savs in substance that it was necessary to do so in order 
to argue the question of jurisdiction of the Court over 
the person of defendants. We submit that what counsel 
for defendants actually did was to attempt to show that 
plaintiff had stated no cause of action so that, even if 
the Court took jurisdiction, plaintiff could not prevail. 
Such argument goes to the merits. 

During the argument made by defendants’ cbunsel, an 
objection was entered by counsel for plaintiff that de¬ 
fendants were arguing merits. Defendants’ counsel re¬ 
plied that he was relying on Ryan v. McAdoo, 46 App. 
D. C. 117, and the Court permitted defendants’ counsel 
to proceed but at a later point in the argument! the Court 
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of its own motion raised the question as to the effect of 
the then recent decision by the Court of Appeals in 
Manning v. Furr, 66 F(2) 807 and asked counsel to rec¬ 
oncile the two decisions. 

In the case of Merchants Heat & Light Company v. 
Clow, 204 tr. S. 488, Justice Holmes said: 

44 There is some difference in the decisions as 
to when a defendant becomes so far an actor as 
to submit to the jurisdiction, but we are aware of 
none as to the proposition that when he does be¬ 
come an actor in a proper sense he submits .’’ 

Judge Learned Hand in the case of Armstrong et al v. 
Langmuir, 6 F(2) 369 points out that in three out of the 
nine circuits a party sued in the wrong district may 
couple a motion to dismiss on that ground with a motion 
to dismiss for lack of substantive jurisdiction over the 
subject matter but Judge Hand also savs: 

“While of course we agree that a special ap¬ 
pearance and motion to dismiss for lack of per¬ 
sonal jurisdiction cannot be coupled with a motion 
upon the merits, it seems to us that the two mo¬ 
tions here coupled do not fall within that rule.” 

and he then proceeds to show why in that particular 
case the motions were dependent one upon the other and 
therefore did not come within the rule but is careful to 
add that 

“A man may not say that he is not properly 
befbre the court, and in the same breath argue 
that, if he be, there is no ground to hold him.” 

It is submitted that the decision of this Court in 
Manning v. Furr must be accepted as superseding the 
earlier decision in Ryan v. McAdoo. In Manning v. Furr 
the objectionable ground was 

“and for other matters apparent on the face of 
the record” 
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The Court held that such an assignment searches the 
entire record. But is it not equally true that the mo¬ 
tions brought by defendants herein 

“ (b) That the bill of complaint be disnjissed for 
want of jurisdiction of this court. 7 ’ 


are not limited to the question of jurisdiction over the 
person but search the entire record? Defendants’ coun¬ 
sel, as a matter of fact, did search the entire record in 
his argument in open court as pointed out above and 
argued the merits of the case. Obviously, the defendants 
cannot pretend to appear specially and under (the guise 
of that argue merits. 

In Thames c6 Mersey v. United States , 237 IT. S. 19, 
at page 24, the Supreme Court says: 

“'While the Government asserted ii its de¬ 
murrer that it appeared specially, it raised by 
that pleading not simply the question of the 
jurisdiction of such a suit against the United 
States, but also that of the merits, seeking, and 
thus obtaining, a decision as to the constitutional- 
itv of the tax, and hence of the insuffipiencv of 
the facts alleged to support a recovery. Such a 
demurrer is in substance ‘a general appearance 
to the merits’, and is a waiver of objection with 
respect to the district in which the suit was 
brought.” 

i 

So here the defendants have sought and procured from 
the Court a holding on the merits that registration No. 
148,928 is no longer in force and bv so doing have 


waived objections to jurisdiction of their persons. 

In the case of Stephen Jones v. Joseph 11. j Andrews, 
77 U. S. 327, the Supreme Court held that a motion 


on a general ground attacking the plaintiff’s 
failing to state a cause of action amounts in 
a general demurrer. In that case a bill was 
equity against a non-resident defendant. The c 


case for 
effect to 
filed in 
efendant 
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filed an appearance attacking* the bill on two grounds; 
first, for lack of jurisdiction of the Court over his 
person (which by itself is held by the authorities to be 
a special appearance even though not so denominated); 
and, secondly, for want of equity in the bill. The 
Supreme Court held: 

“"Whether, if he had made the motion on the 
first ground alone he would have waived his per¬ 
sonal exemption, it is not necessary to decide. 
His moving to dismiss for want of equity was 
dearly a waiver , and he was properly required 
to answer the bill. After this the question of 
jurisdiction over the person was at an end, and 
the decree of the Circuit Court dismissing the 
bill for want of jurisdiction must be reversed.” 

In Marion Coal Co. v. Peale, 204 F. 161, at page 162, 
the Court (C. C. A. 3rd Cir.) said: 

“as the right to be sued in a particular court, 
and not elsewhere, is merely a personal privilege, 
a defendant may waive it, expressly or impliedly; 
and the company (defendant) did waive it im¬ 
pliedly no doubt through a natural desire not to 
omit any ground of objection. For, instead of 
confining its demurrer to the single ground that 
the plaintiff had sued in the wrong district, the 
company set up also the ground that the plaintiff 
had no case on the merits, and thus required the 
Circuit Court to pass on the substance of the 
controversy. To do this is to waive the privilege 
just referred to, as the Supreme Court has often 
held;” 

In the very recent case of Hireen v. Interstate Transit 
Lines et al, 52 F. (2) 182, at page 183, the Court said: 

“there was a demurrer to the jurisdiction of the 
court over the person of the defendant and the 
subject-matter of the action. * * * the inclusion 
of the additional ground of want of jurisdiction 
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of the subject-matter of the action constituted 
a general appearance and submitted the jperson of 
the defendant to the jurisdiction of the court.” 

An examination of the decisions to the contrary of 
the above holdings seems to indicate that thdy can all 
be traced back to the case of Davidson Brothers Marble 
Co. v. United States, 213 U. S. 10. That case involved 
the validity of the rule of a court that no special ap¬ 
pearance would be recognized unless the defendant 
stated in his motion papers that if the purpose for which 
such special appearance was made shall not be sanc¬ 
tioned or sustained by the court he will appear generally 
in the ease. Under that rule the very insistence that 
the defendant appeared specially would be treated as a 
general appearance. In other words, a defendant would 
have his right of appeal on the question of jurisdiction 
over his person cut off and the Supreme Cfmrt held 
such a court rule invalid. The decision was confined 
to this point alone. 


Does the Court have jurisdiction over the persons of 
the defendants under Section 3 of the Trade-Mark 
Act of February 20, 1905. 

I 

In order to avoid undue repetition, assignments of 
errors Xos. 1 and 2, and 7 to 22 inclusive will be argued 
under this head. 
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POINT 1. 


Trade-Marks are property, to be protected like other 
property, and primarily for the benefit of the owner. 

Trade-Mark Cases, 100U. S. 82, 92, 25 L. ed. 550, 551; 
Upton, Trade -Marks, p. 10; Le Page Co. v. Russia 
Cement Co.; 17 L. R. A. 354, 2. C. C. A. 555, 5 U. S. App. 
112, 51 Fed. 941; Scandinavia Belting Co. v. Asbestos 


& Rubber I Corks of America, 169 C. C. A. 87, 257 Fed. 
937; Hanover Star Mill. Co. v. Metcalf, 240 U. S. 403, 
60 L. ed. 713, 36 Sup. Ct. Rep. 357; Fred G ret sell Mfg. 
Co. v. Schooling, 151 C. C. A. 630, 238 Fed. 780; Boesch 
v. Graff, 133 U. S. 697, 703, 33 L. ed. 787, 790, 10 Sup. 
Ct. Rep. 378; Dickerson v. Tinting, 28 C. C. A. 139, 55 
U. S. App. 217, 84 Fed. 192; Dickerson v. Matheson, 6 
C. C. A. 466, 14 U. S. App. 569, 57 Fed. 524; Daimler 
Mfg. Co. xj Conklin, 27 L. R. A. (X. S.) 534, 95 C. C. A. 
346, 170 Fed. 70; Ammon & Person x. Narragansett 
Dairy Co., 262 Fed. 880; Gorham Mfg. Co. x. Weintraub, 
196 Fed. 957, and Bourjois x. Katzel, 260 U. S. 689. 

This principle is so well settled as to require no dis¬ 
cussion, and we merely pause here to note the language 
of Justice Holmes in Bourjois x. Katzel who, in speaking 
about a trade-mark right that was infringed with the 
connivance of an alien corporation that had previously 
transferred its rights to the American plaintiff, said: 


“We are of the opinion that the plaintiff’s 
rights are infringed. After the sale the French 
manufacturers could not have come to the United 
States and have used their old marks in competi¬ 
tion with the plaintiff.” 


And again 

“It (the trade-mark right) deals with a delicate 
matter that mav be of great value, but that easilv 
is destroyed, and therefore should be protected 
with corresponding care.” (Matter in brackets 
inserted.) 


POINT 2. 

Section 3 of the Trade-Mark Act of 1905 should be 
Broadly construed, and should not be harrowed 
from the plain meaning of its language. 

Section 3 of the Trade-mark Act of 1905 is as follows: 

That every applicant for registration oi a trade¬ 
mark, or for renewal of registration of a trade¬ 
mark, who is not domiciled within the United 
States, shall, before the issuance of the certificate 
of registration, as hereinafter provided f 


or. 


desig¬ 


nate, by a notice in writing filed in the Patent 


Office, some person residing within th 


e United 


le owner, 
or under 


States on whom process or notice of proceedings 
affecting the right of ownership of the trade-mark 
of which such applicant may claim to be t 
brought under the provisions of this act 
other laws of the United States, may he served, 
with the same force and effect as if seryed upon 
the applicant or registrant in person, j For the 
purposes of this act it shall be deemed! sufficient 
to serve such notice upon such applicant, regis¬ 
trant, or representative by leaving a cop 


process or notice addressed to him atj 
address of which the Commissioner of Pa 
been notified (15 U. S. C. A. Sec. 83). 


of such 

V 

the last 
tents has 


In Scandinavia Belting Co. v. Asbestos , 257 Fed. 937, 
the Court in discussing the word “owner” in ihe trade- 

V J 

mark statute, said: 

“It is an established rule governing the con¬ 
struction of statutes that they are th have a 
rational and sensible interpretation. The object 
which the legislative bodv sought to attain and 

the evil which it endeavored to remedv mkv alwavs 

%/ •/ * 

be considered to ascertain its intentioin and to 
interpret its act. 




The object of Section 3 of the Trade-mark Act of 1905 
is to place aliens seeking the protection of the trade- 
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mark laws of the United States within the jurisdiction 
of the Courts of the United States in suits affecting the 
right of ownership of their trade-mark. 

On the floor of the House and of the Senate nothing 
was said with respect to this section when the act was 
passed. Prior to the passage of the bill, H. E. 16560, 
58th Congress, which eventuated into the Act of 1905, 
there apparently were extensive hearings before both 
the House Committee and the Senate Committee. Plain¬ 
tiff-appellant has been unable to obtain or examine 
reports of those hearings and we are reliably advised 
that the hearings were not reported. 

Senate document Xo. 20, 56th Congress, second ses¬ 
sion, is, however, a report of the Commissioners ap¬ 
pointed under the Act of June 4, 1S98, to revise and 
amend the laws of the United States concerning trade 
and other marks. On page 129 of this report a proposed 
section 4 was embodied reading as follows: 


“4. That every applicant for the registration 
of a trade-mark not domiciled in the United States 
shall before the issuance of the certificate of regis¬ 
tration designate by a notice in writing filed in 
the Patent Office some person residing within the 
United States on whom process or notice of pro¬ 
ceedings affecting the right of ownership in the 
trade-mark of which he may claim to be the owner 
brought under the provisions of this act or under 
other laws of the United States may be served 
with the same force and effect as if served upon 
the applicant or registrant in person/' 


As will be seen from a comparison with present Sec¬ 
tion 3 of the Trade-mark Act, it is substantially the 
same as proposed Section 4, and at page 130 of the 
Commissioners ’ report this proposed section 4 is thus 
commented upon 

“The purpose of this section is to require ap¬ 
plicants for registration of trade-marks who re¬ 
side out of the jurisdiction of the United States 
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courts to place themselves constructive!]’ within 
such jurisdiction. Being; given the advantages of 
the laws of the United States so far as bringing 
suits against others for the protection of their 
rights to their trade-marks, they should submit to 
the jurisdiction of the courts of the United States 
in case suits affecting their rights to their trade¬ 
marks are brought against them.” 

Although Section 3 of the Trade-mark Act of 1905, 
so far as the question here involved is concerned, has 
not heretofore been judicially construed, this Court, as 
well as other Courts, has not hesitated to interpret the 
Trade-mark Act of 1905 liberallv. 

Athins v. Moore, 212 U. S. 285 
Baldwin v. Howard, 253 U. S. 35 
American Steel v. Robertson, 262 IT. S. 209 
U. S. ex rel Baldwin v. Robertson, 265 U. S. 168 
Alexandrine v. Coe, 71 F(2) 348 
Bourjois v. Katzel, 260, U. S. 689 
Scandinavia Belting Co. v. Asbestos, 257 F. 937 

Whatever the rule of interpretation may be as to acts 
providing substitute service, we find no case holding that 
an act, like Section 3 of the Trade-mark Act, clear in 
intent and using broad language should be construed 
to defeat its purpose. 


POINT 3. 


Section 3 is broad enough to include marks “either in 
the identical form”, shown in the registration or 
application for registration, or “in such near re¬ 
semblance thereto as might be calculated to de¬ 
ceive.” 

Defendants urged in the Court below that only the 
“particular” mark of a defendant could be involved. 
But by the expression “particular mark” the defendants 
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obviouslv meant the “identical form of the mark shown 
in defendant’s registration.” 

In Scandinavia v. Asbestos, 257 F. 937, a case having 
many points in common with that at bar, the Court said 

(p. : .>) : 

“But wo may call attention to tlie fact that, if 
the English owner should make application to 
register the trade-mark at anv time after it had 
granted the exclusive use to the plaintiff, it 
would be obliged to tile along with its applica¬ 
tion a written declaration and to verify it stating: 
‘that no other person, firm, corporation or asso¬ 
ciation, to the best of the applicant’s knowledge 
and belief, has the right to use such trade-mark 
in the United States, either in the identical form 
or in such near resemblance thereto as might be 
calculated to deceive;’ * * * ” 

The Court’s quotation is from Section 2 of the Trade¬ 
mark Act of 1905. Other sections of the Trade-mark 
Act might be referred to as showing that it is not 
merely the identical form that is to be protected. Thus 
Section 1G of the Trade-mark Act dealing with infringe¬ 
ment places a prohibition on a person that shall “re¬ 
produce, counterfeit, copy or colorably imitate any such 
trade-mark. ’ ’ 

The defendants in this suit have made the oaths 
called for by Section 2 of the Trade-mark Act, see Ex¬ 
hibits 8, lo/ll, pp. G5, 8G, 103 R, 

To hold that Section 3 of the Trade-mark Act ap¬ 
plies only to the identical form of the mark shown in a 
defendant’s registration would be unreasonable in view 
of the language of Section 3 itself and would also be 
repugnant to Section 2 and other sections of the Act; it 
would open the door to the very frauds that the statute 
seeks to prevent. 

There is ample authority for the position taken here 
by plaintiff. Thus in I Valdes v. International, 257 F. 
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502, an Austrian concern sued an American [company 
for infringement and also asked that the pourt to 
order the defendant’s registration cancelled. Tflaintiff’s 
and defendant’s marks were not in identical form but 
the Court nevertheless ordered the defendant’s regis¬ 
tration cancelled. Said the Court: 

“Hence the user here would be enough, even 
though the ‘Rival’ cards were disregarded, be¬ 
cause we have an earlier use of the mark, continu¬ 
ous and substantial, to which no objection can 
possibly be taken. I do not, however, believe 
that the ‘Rival’ cards should be thrown out of 
consideration. That question turns upon whether 
the use of half a hemisphere is enough like the 
use of the plane globe to identify the goods as 
belonging to the same maker. I cannot see why 
not. In several of the other cards the base of 
the globe is more or less cut off, but no one would 
question that enough is left clearly to indicate 
that the globe is portrayed. I cannot jsee what 
difference it makes how much of thej globe is 
shown, so long as there be enough to put it be- 
vond doubt that a globe is meant. Sometimes 
people like to represent the globe as floajing amid 
clouds, which conceal a substantial part of the 
hemisphere. It would, I think, be absurd to say 
that such a user was not the user of the globe it¬ 
self. There is certainly no rule of rigidly un¬ 
deviating similarity in the user of the mark. 
Such notions lose sight of the whole underlying 
theory of the matter, which, it cannot be|too often 
repeated, is that the mark is only a representa¬ 
tion, and will represent as far as it is recognized 
as identical with what has become farqiliar. 

“People sometimes talk as though registration 
put some rigid limitation on user, but I know of 
none such. Registration confers no right, and 
limits none; it is a mere procedural advantage, 
depending upon commonlaw ‘ownership’, which 
can exist quite as well without it. In a case like 
this, where the jurisdiction of the court does not 
depend upon it, it gives scarcely any advantage 
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of any sort, except under section 16. It is not, 
like the issuance of a patent, the condition and 
the limitation of the owner’s rights. 

“Now no one can doubt that the half hemi¬ 
sphere on the ‘Rival’ card, being so distinctive as 
it is, indicates the globe, and only that, and no 
one can doubt that, to minds accustomed to an 
association of a half hemisphere with these fas¬ 
teners, the full representation of a globe would 
carry out that association. If, indeed, the only 
use of the mark had been a half hemisphere, I 
should not hesitate to hold it infringement to 
use 'the whole. For the the same reason I do 
not hesitate to include within the actual user of 
the mark such a user as the ‘Rival’ card pre¬ 
sents.” 

In the above cited case we have an instance of an 
alien coming into the courts of this country and pro¬ 
curing cahcellation of a trade-mark registration ob¬ 
tained by an American corporation, the trade-mark 
involved being used in different forms by the plaintiff 
and defendant. Can it be doubted that Section 3 of the 
Trade-Mark Act was intended to and does furnish a 

similar remedv to an American concern who wishes to 

•/ 

proceed against an alien seeking the benefit of our laws ? 


FOINT 4. 

Section 3 of the Trade-Mark Act of 1905 is not limited 
to patent office proceedings or proceedings under 
Section 22 of the Act. 

In defendants’ brief below, an attempt is made to 
find an analogy between Section 3 of the Trade-mark 
Act and Section 57 of the Judicial Code. Section 57 
of the Judicial Code is limited strictlv to actions in rem , 
whereas the case at bar, according to defendants’ brief 
below (p. 23) involves questions that “concern the acqui- 
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sition of jurisdiction over the persons of the defendants 
and not the scope of the court’s jurisdiction”. 

“Hence section 57 lias been sustainedjupon the 
ground that it pertains to suits having tp do with 
property in such territorial jurisdiction * * * 
section 57, resting, as it does, upon the power of 
the court over property within its territorial juris¬ 
diction.” 

(Maya Corp . v. Smith, 32 F. [2] 350.) 


r Section 
to suits 


The question at issue in that case was whethej 
57 of the Judicial Code, construed as limitec 
involving res within the jurisdiction of the particular 
Federal Court, would sustain jurisdiction after an 
amendment, to the bill of complaint, that made the action 
in rem entirely subordinate to a claim not unde 
57, where there was adequate federal jurisdict 
new claim in another district. This is not at 
ogous to the present question, involving jurisdiction of 
the person. Suits based on Section 57 of thp Judicial 
Code are analogous to state suits to quiet ti|tle where 
service of non-residents by publication is adequate, and 
such suits are indisputably in rem and do not 
jurisdiction of the persons apart from the 


r Section 
on of the 
all anal- 


give any 
property 


question involved. (See Arndt v. Griggs, 33 L. Ed. 
918.) 

Defendants take the position that the process or pro¬ 
ceedings referred to in Section 3 really refer onlv to 

*—■ 1 v | * 

proceedings in the Patent Office and appeals tjherefrom, 
and that at the utmost the only class of suits jthat could 
be comprehended within the service contemplated by 
Section 3 would be suits under Section 22 oif the Act 
providing for interfering registered marks. The Court 
below virtually adopted the same view (p. 132 R.). This 
line of reasoning is apparently founded on the mistaken 
notion that interfering registered marks must be in 
identical form. We have treated of that questjion in our 
point 3. 
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There is nothing in the Trade-mark Act to indicate 
that the “process or notice of proceedings” referred to 
in Section 3 is limited to proceedings in the Patent Office. 
The word “process” is never applied to proceedings in 
the Patent Office. Moreover, Section 3 defines the 
process or proceedings referred to as those that are 
“brought under the provisions of this Act or under other 
laws of the United States”. There are no other laws 
of the United States, except the Trade-mark Acts, under 
which proceedings can be brought in the Patent Office. 
The use of the word “process” and the inclusion of the 
words “other laws of the Tailed States” in the section 
amply demonstrate the wide scope intended to be 
covered. 

Hopkins on Trade-marks comments thus on Section 3: 

“This section is new and made desirable bv the 
provisions of Section 2 providing for the registra¬ 
tion of marks by persons domiciled in foreign 
countries. In the manner indicated, effective 
service can be had in case suit is instituted in¬ 
volving the mark registered.” (P. 555 Hopkins 
on Trade Marks 4th Edition.) 


The process or proceedings contemplated by the 
statute do not relate merely to the right of registration 
but go to anv proceeding “affecting the right of owner- 
ship of the trade-mark”. It is difficult to conceive of 
anv broader language that could be used. The statute 
does not sav “the trade-mark registration”; it savs 
“trade-mark”. It does not say “ownership” but the 
“right of ownership”. And it is not alone this right 
in itself but anything that “affects” it. 

The words “other laws of the United States” clearly 


indicate the broad scope of the class of cases to which 
the service of Section 3 is applicable. It can obviously 
mean an action “affecting the right of ownership” 
under Section 24 of the Judicial Code giving the Fed- 
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oral Courts jurisdiction in cases involving paijties hav¬ 
ing diverse citizenship and where the amount ijn contro¬ 
versy’ is in excess of three thousand dollars. Both of 
these elements are here present (Bill pars. 2 and 9, 
pp. 2 and 7 R.). 

The Judicial Code is certainly a law of the United 
States. It is a part of the United States Code, the 
opening paragraphs of which are: 

“Sec. 1. Be it enacted bv the Senate and 
House of Representatives of the United States of 
America in Congress assembled, that the fifty 
titles hereinafter set forth are intended to em¬ 
brace the laws of the United States, general and 
permanent in their nature, in force oi(i the 7th 
day of December, 1925, compiled into a single 
volume under the authority of Congress^ and des¬ 
ignated 4 The Code of the Laws of tl|e United 
States of America’. 

“Sec. 2.(a) The matter set forth in the Code, 
evidenced as hereinafter in this section provided, 
shall establish prima facie the laws of the United 
States, general and permanent in their nature in 
force on the 7th day of December, 1925.” 

IT. S. C. A. title 1 §§1 and 2. 

Similarly the Trade-mark Act is a law of the United 
States. (See Jacobs v. Beecham , 221 U. S. 263; 55 L. Ed. 
729, [especially p. 732 L. Ed.] ). 

This case cites with approval 

Warner v. Searle & H. Co., 191 U. S. 195, 
205, 206. | 

In the latter case infringement of a registered trade¬ 
mark was charged and the Court held that although the 
averments of the bill were quite defective (they were 
sufficient to invoke the jurisdiction of the court as the 
case “arose under a law of the Lnited Statep.” 
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POINT 5. 

The Bill of Complaint states a cause in equity under 
Sections 3, 16, 17 and 19 of the Trade-Mark Act 
cf 1905. 


Section 16 of the Trade-mark Act of 1905 is as fol¬ 
lows : 


That the registration of a trade-mark under 
the provisions of this act shall be print a facie 
evidence of ownership. Any person who shall, 
without the consent of the owner thereof, repro¬ 
duce, counterfeit, copy, or colorably imitate any 
sucli trade-mark and affix the same to merchan¬ 


dise of substantially the same descriptive prop¬ 
erties as those set forth in the registration, or to 


labels, signs, prints, packages, wrappers, or recep¬ 
tacles intended to be used upon or in connection 
with the sale of merchandise of substantially the 
same descriptive properties as those set forth 
in such registration, and shall use, or shall have 
used, such reproduction, counterfeit, copy, or 
colorable imitation in commerce among the sev¬ 
eral States, or with a foreign nation, or with the 
Indian tribes, shall be liable to an action for 
damages therefor at the suit of the owner thereof; 
and whenever in any such action a verdict is 
rendered for the plaintiff, the court may enter 
judgment therein for any sum above the amount 
found by the verdict as the actual damages, ac¬ 
cording to the circumstances of the case, not 
exceeding three times the amount of such verdict, 
together with the costs. (15 U. S. C. A. Sec. 
96.) 


Section 17 of the Trade-mark Act of 1905 is as fol¬ 
lows : 

That the district and territorial courts of the 
United States and the Supreme Court of the Dis¬ 
trict of Columbia shall have original jurisdiction, 
and the circuit courts of appeal of the United 
States and the Court of Appeals of the District 
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of Columbia shall have appellate jurisdiction of 
all suits at law or in equity respecting trade¬ 
marks registered in accordance with the pro¬ 
visions of this act, arising under the present 
act, without regard to the amount in controversy. 

(15 U. S. C. A. Sec. 97.) 

: 

Section 19 of the Trade-mark Act of 1905 is as fol¬ 
lows : 

That the several courts vested with jurisdiction 
of cases arising under the present act shall have 
power to grant injunctions, according to the 
course and principles of equity, to prevent the 
violation of anv right of the owner of a trade- 
mark registered under this act, on such terms as 
the court may deem reasonable; and upon a de¬ 
cree being rendered in any such case for wrong¬ 
ful use of a trade-mark the complainant shall 
be entitled to recover, in addition to the profits 
to be accounted for by the defendant, the dam¬ 
ages the complainant lias sustained thereby, and 
the court shall assess the same or cause the 
same to be assessed under its direction. The 
court shall have the same power to incifease such 
•damages, in its discretion, as is giveji by sec¬ 
tion sixteen of this act for increasing damages 
found by verdict in actions of law; and in assess¬ 
ing profits the plaintiff shall be required to prove 
defendant’s sales only; defendant must prove all 
elements of cost which are claimed. (15 U. S. 
C. A. Sec. 99.) 

The bill of complaint charges the defendants with in¬ 
fringement of plaintiff’s trade-mark rights ^nd of its 
trade-mark registrations under the Trade-rjaark Act 
of February 20, 1905, Nos. 292,638 and 293,5$) (pp. 16 
and 17; par. 21 Bill of C.) by offering to sell, selling and 
shipping to others than plaintiff in the United States 
of America gold and silver articles and jewelry bearing 
the trade-mark in its various forms and notwithstanding 
plaintiff’s protests (pp. 16 and 17 R.; par. 21 jEpill of C.). 
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Defendants! admit in sworn statements (pp. 86 and 103 
R., Exhibits 10 and 11) accompanying their applications 
that the trade-mark has been used in commerce among 
the several states of the United States. The infringe- 
men i and unlawful and wrongful use of the trade-mark 
here involved constitutes a violation of plaintiff’s trade¬ 
mark under Sections 16 and 19 of the Trade-mark Act of 
February 20, 1905, Section 17 of which gives the Court 
jurisdiction of the subject matter. Plaintiff seeks to 
enjoin by this bill of complaint (p. 24 R., prayer 8 Bill 
of C.; p. 26 R.; prayer 11, Bill of C.; p. 27 R., prayer 
13, Bill of 1 C.) this infringement of its trade-mark and 
trade-mark registrations. As the defendants claim 
ownership of this mark in sworn statements (p. S6 R., 
Exhibit 10 and p. 103 R., Exhibit 11; pp. 12 and 13, pars. 
16 and 17, Bill of C.) in applications for registration 
of it Ser. Nos. 330,787 and 331,369, filed in 1932 in the 
United States Patent Office and still pending and have 
prima facie evidence of ownership of it under Section 
16 of the Trade-mark Act of 1905 by reason of the 
existence of United States trade-mark registration No. 
148,928, this is a proceeding charging infringement, by 
defendants’ use in the United States of a mark of 
which they claim to be the owner, of plaintiff’s trade¬ 
mark and registrations. This suit for infringement is 
therefore a proceeding affecting the right of ownership 
of a trade-mark of which defendants claim to be the 


owner arising out of violation of plaintiff’s rights and 
brought under the Trade-mark Act of 1905 and is with¬ 
in the scope of Section 3 of that Act so that the Court 
below has not only jurisdiction of the subject matter 
under Section 17 of that Act but also jurisdiction over 
the defendants under Section 3 of that Act. Plaintiff 
has not registered in the United States Patent Office 
the trade-mark in all of its forms but the two registra¬ 
tions, Nos. 293,530 and 292,638 granted to it, cover 
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every essential element of the various forms of the 
mark involved herein (p. 3 R., par. 3, Bill df C.) as 
used (p. 6 R., par. 7, Bill of C.) and made l|aiown to 
the American public by plaintiff as symbolic and equiv¬ 
alent one of the other and as wrongfully used bv the 
defendants including the forms shown in defendants’ 
II. S. registration Xo. 148,928 (p. 60 R., Exhibit 7) and 
defendants’ applications for registration Ser. Nos. 
330,787 and 331,369 (pp. 84, 99 R., Exhibits lOj and 11), 
the U. S. registration of plaintiff Xo. 292,638 (Ser. No. 
319,694) for Gi (p. 52 R., Exhibit 4) having been 
granted by the United States Patent Office as indica¬ 
tive of GJ as shown by the “remarks” in page 54 R). 
It must be borne in mind that the initials of the name 
element of the trade-mark have been used interchange- 
ablv with the name element as shown bv Eixliibit 3, 
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parts 1 to 12 (pp. 38-49 R.) and several forijis of the 
mark have been used upon one and the same Article as 


shown in part 2 of Exhibit 3, where the forms of plain¬ 
tiff’s registrations Nos. 292,638 and 293,530 are used 


together and as shown in part 5 of the same exhibit, 


where both Gi of plaintiff’s registration No. 292,638 
(Exhibit 4) and GJ in the monogrammic form of the 
defendants’ application Ser. No. 331,369 (Exhibit 11, 
p. 107 R.) are used together so that the trade and pub¬ 
lic, as set out in the bill of complaint (p. 7 B., par. 8, 
Bill of C.) not only recognize the Gi of plaintiff’s 
registration No. 292,638 as GJ but also know that GJ 
in whatever form or arrangement when applied to said 
gold and silver articles and jewelry, will and di>es mean, 
to the trade and public in the United States of America 
said gold and silver articles and jewelry (pp. 6 and 7 
R., par. 8, Bill of C.) as sold by plaintiff. 

It is, of course, well settled that initials or letters 
may stand for certain names or titles in tlie public 
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mind. Nims on Unfair Competition and Trade-Marks, 
Third Edition, says on pag*e 148: 

“Nicknames are not confined to persons. Goods 
have nicknames; business houses have them. 
Oftentimes they are just as valuable as the full 
name, of the goods or the formal name of the 
house, sometimes more valuable. Business firms 
with long, cumbersome names often become known 
bv snorter ones or bv initials. So of names of 
commodities. ‘S & TP revolvers are no doubt as 
well known to the shooting public as ‘Smith & 
'Wesson’ revolvers. Abbreviations like ‘B. & A.’, 
‘B. & M.’, ‘D. L. & W.\ are names—not initials 
merely,—and the right to use them is valuable. 
To advertise a nickname of a competitor, may 
well 'cause confusion and injury, and such a use 
is actionable under the rules of unfair competi¬ 
tion.” 

The Court below was therefore clearlv in error when 

i * 

it held that “the only matters in the bill which could 
be considered as coming within this provision [Section 
3] is that part of the bill which seeks to cancel the 
Silversinithy registration No. 148,928 * * * ” (p. 132 B.). 


POINT 8. 

The Bill of Complaint states a cause in equity under 
Sections 22 and 3 of the Trade-Mark Act of 1905. 

Section 22 of the Trade-mark Act of 1905 is as follows: 

That whenever there are interfering registered 
trade-marks, any person interested in any one of 
them may have relief against the interfering reg¬ 
istrant, and all persons interested under him, by 
suit in equity against the said registrant; and 
the court, on notice to adverse parties and other 
due proceedings had according to the course of 
equity, may adjudge and declare either of the 
registrations void in whole or in part according 
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to the interest of the parties in the trade-mark, 
and may order the certificate of registration to 
be delivered up to the Commissioner of Patents 
for cancellation (15 U. S. C. A. Sec. 102). 

Section 12 of the Trade-mark Act provides as follows: 

“That a certificate of registration shall remain 
in force for twenty years, except that ir. the case 
of trade-marks previously registered in a foreign 
country such certificates shall cease to be in force 
on the day on which the trade-mark ceases to be 
protected in such foreign country and shall in no 
case remain in force more than twenty years un¬ 
less renewed. * * *” (15 U. S. C. A. Sec. 92). 

One of the aspects of the bill of complaint affecting 
the right of ownership of the trade-mark plates to 
interfering registered trade-marks under Section 22 of 
the Trade-mark Act of 1905. Defendant Georj^ Jensens 
Sdlvsmedie A/S has a United States registration No. 
148,928 (Exh. 7, p. 60 R.) based upon Danish registration 
No. 741 (Exh. 9, p. 76 R.). It also has an application 
for registration Ser. No. 331,369 (Exh. 11, p. 97 R.). 
Defendant Georg Jensen & Wendel A/S has an applica¬ 
tion for registration Ser. No. 330,787 (Exh. j 10, p. 82 
R.). Plaintiff has two registrations Nos. 292,638 and 
293,530 (Exhs. 4 and 6, p. 52-57 R.). The bill shows 
that all these are forms of the same trade-mark (par. 8, 
p. 7 R.). The bill further alleges that the registration 
No. 148,928 of Georg Jensens Sblvsmedie A/S has 
expired by reason of the fact that the Danish registra¬ 
tion No. 741 on which it is based was expunged Sept. 
20, 1929 by reason of limitation of term and asks the 
Court so to hold and to clear the record of the United 
States Patent Office (par. 14 and prayer 3, pp. 11 and 
23 R.). Exh. 7, pp. 58-60 R., a certified copy dated 
Dec. 12, 1933, of defendants’ registration 148,928 
shows that so far as the records of tlje United 
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States Patent Office go there is nothing to indicate 
that the trade-mark has ceased “to be protected ’ 7 in 
Denmark (Section 12 of the Trade-mark Act) or that 
the Dinted States registration is null and void. Note 
that Section 12 does not say when the registration 
“ceases to be protected”, but when the trade-mark 
“ceases to be protected”. The bill further says (par. 
20 B. of C., p. 16 R.) that the defendants have been and 
are asserting rights under said registration, and are 
parties interested under registration No. 148,928 (p. 23 
B. of C., p. 19 R.) The filing of U. S. applications Ser. 
Nos. 331,369 and 330,787 by the defendants is a part 
of the assertion of this right bv all of the defendants 
and evidence of said interest. Defendants argue, on the 
merits, thht as the Danish trade-mark has ceased to be 
protected (the Danish Registration No. 741 being ex¬ 
punged) the corresponding U. S. registration No. 148,928 
is no longer in force and that therefore the Court has 
no jurisdiction over the person of the defendants because 
the suit does not constitute subject matter covered by 
Section 3 of the Trade-mark Act. It is a well-known 
fact that because a United States registration lapses, 
the trade-mark thereof does not cease to be protected. 
An aggrieved party may fall back on his common law 
rights (Section 23 of the Trade-mark Act). What is 
the meaning of “ceases to be protected”? No court 
has ever passed on this question, so far as we know; and 
what is tlie law of Denmark, is the trade-mark protected 
after its registration expires? These are questions that 
obviously cannot be answered on a motion to quash 
service and to dismiss the bill. 

In the Senate document No. 20 referred to in this brief 
under point 2, the following comment on the question 
“ceases to be protected” was made at page 35: 

“The provision with respect to trade-marks 
previously registered in a foreign country is sub- 
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stantially the same in effect as the provision con¬ 
tained in the section of the present law above 
quoted. The right of foreign trade-marjv owners 
to the benefits of the laws of the United States 
rests on treaty agreements and it is expressly 
stipulated in many of these treaties that trade¬ 
marks shall cease to be protected here ^hen they 
cease to be exclusive property in the country in 
which they originate. Substantially the same pro¬ 
vision is contained in the trade-mark laws of 
most countries.” 

. 

It will be seen from this that the mere lapse of a 
registration in a foreign country does not necessarily 
mean that the trade-mark would cease to be exclusive 
property in the country of origin. 

Defendants in their brief below pointed to the decision 
in Walter Baker Co. v. Worth, 1912 C. D. 109, in support 
of their contention but it must be pointed out that in 
that case the registration had run its full tern and an 
examination of the Patent Office record world reveal 
whether or not the registration was still in existence. 
In the case at bar the registration No. 148,928 runs for 
an indeterminate period not in excess of twenty years 
and how is the public to ascertain when this indeter¬ 
minate period expires? 

The Court below fell into the not uncomipon error 
of confusing a trade-mark with its registration, and 
held that the “bill shows on its face that tjhe trade¬ 
mark is no longer in force” (p. 132 R.). No such al¬ 
legation is contained in the bill. In the case of 
Phillips v. Hudnut £ Mack, 263 F. 643, Chief Justice 
Smytlie, speaking for the Court of Appeals of the Dis¬ 
trict of Columbia, pointed out the well-knowp distinc¬ 
tion between a trade-mark and its registration^ 

As regards the allegations in the bill, it ib elemen¬ 
tary that conclusions of fact well pleaded must be ac¬ 
cepted as true for the purpose of a demurrer), the mo- 
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tions to dismiss brought by the defendants herein be¬ 
ing a demurrer, but plaintiff's allegation (par 14, Bill 
of C. pp. 11 and 12 R.) that the trade-mark has ceased 
to bo protected is a conclusion of mixed fact and law 
alleged on information and belief and must be taken in 
connoction with the allegations of paragraph 20 of the 
bill (pp. 15 and 16 R.) which alleges that the de¬ 
fendants are making fraudulent use of the statutory 
prima facie evidence of ownership (Section 16 of the 
Trade-mark Act) afforded by their IT. S. registration 
No. 148,928, to assert statutory rights in the United 
States as by attempting to cancel plaintiff's trade¬ 
mark registration No. 293,530. Defendants attempt to 
meet this bv saving that if the U. S. registration No. 
148,928 is no longer in force, plaintiff has a perfect 
defence to anv attack that the defendants mav make. 
In making this assertion, defendants have evidently 
overlooked the decision of this Court in Corning Glass 
Works v. Robertson (65 F [2] 476) wherein the Court 
said (at p. 477): 

“We are clearly of the view that section 13 
authorizes a proceeding in the Patent Office for 
the cancellation of a registered mark, and that 
section 22 provides for an independent equity 
suit. In other words, concurrent remedies are 
provided by the two sections, one in the Patent 
Office, the other in a court of equity." 

POINT 7. 

The Bill of Complaint herein is directed to matters 
“affecting the right of ownership of the Trade- 
Mark." 

S 

Under point j^ve have shown that the bill of com¬ 
plaint stdtes a cause in equity against defendants for 
infringement of plaintiff's trade-mark and registrations, 
but it must be remembered that these defendants are 
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not located in this country. Therefore, to create a 
market here and carry out their infringing apts they 
have resorted to conspiracy, advertising propaganda, 
price cutting, false claim of ownership of the trade¬ 
mark (par. 21, Bill of C., p. 17 R.), etc., etc., and these 
are the very acts that enable them to commit and which 
constitute a part of the infringement of plaintiff’s 
trade-mark. (See Hum v. Oursler, 289 U. S. 238.) 

In the case of Bourjois v. Katzel, 260 IJ. S. 689, Justice 
Holmes considered questions outside of any technical 
trade-mark questions when he said: 

“We are of opinion that the plaintiff’s rights 
are infringed. After the sale the French manu¬ 
facturers could not have come to the: United 
States and have used their old marks in competi¬ 
tion with the plaintiff. That plainly follcjws from 
the statute authorizing assignments. Act) of Feb¬ 
ruary 20, 1905, chap. 592, §10, 33 Stat. a[t L. 727, 
Comp. Stat. §9495, 9 Fed. Stat. Anno. £d ed. p. 
777. If, for the purpose of evading t^ie effect 
of the transfer, it had arranged with the defend¬ 
ant that she should sell with the old label, we 
suppose that no one would doubt that the con¬ 
trivance must fail. There is no such conspiracy 
here, but, apart from the opening of a door to 
one, the vendors could not convey their goods 
free from the restriction to which the vendors 
were subject. Ownership of the goods does not 
carry the right to sell them with a specific mark. 
It does not necessarilv carrv the right to sell 
them at all in a given place. If the goods were 
patented in the United States, a dealer who 
lawfully bought similar goods abroad from one 
who had a right to make and sell tli^m there 
could not sell them in the United States;. Boesch 
v. Graff, 133 U. S. 697, 33 L. ed. 787, 10 Sup. Ct. 
Rep. 378. The monopoly in that case is jmore ex¬ 
tensive, but we see no sufficient reason for hold¬ 
ing that the monopoly of a trade-mark, so far as 
it goes, is less complete. It deals with g delicate 
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matter that may be of great value, but that easily 
is destroyed, and therefore should be protected 
with corresponding care.” 


If is well settled that, jurisdiction of the United 
StaUs Cohrts having attached, it extends to the de¬ 
termination of all questions involved. 


Greene v. L. & I. Ry. Co., 244 U. S. 499, 37 S. Ct. 
; 673, 61 L. Ed. 1280, Ann. Cas. 1917E, 88 
Texas Co. v. Brown, 258 U. S. 471, 42 S. Ct. 375, 
66 L. Ed. 721 

Ohio River cO W. R. Co. v. Dittey, 232 U. S. 576, 
34 S. Ct. 372, 58 L. Ed. 737 


Hopkins v. Southern California Telephone Co., 
275 U. S. 393, 48 S. Ct. 180, 72 L. Ed. 329 
Sterling v. Constantin, 287 IT. S. 378, 53 S. Ct. 
190, 77 L. Ed. 375 

Burn v. Oursler, 289 U. S. 238, 53 S. Ct. 586, 
77 L. Ed. 114S 


Risty v. C., R. 1. & P. Ry. Co., 270 U. S. 378, 
46 S. Ct. 236, 70 L. Ed. 641 


Also, in Storm Waterproofing Company v. L. Sonne- 
horn Sons Inc., 31 F(2) 992, the court took jurisdiction 
under the Trade-mark Act, examined the contract re¬ 
lating to the trade-mark, held the contract valid, and 
rendered a decision holding plaintiff had no right of 
ownership in the mark and consequently was not en¬ 
titled to relief as for infringement of the registered 
trade-mark. 
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POINT 8. 

The question of alter ego cannot be decided until the 
proofs are taken. 

i 

I 

The agreement (Exhibit 1, part A, p. 28 1^.) is be¬ 
tween the corporation defendant Silversmithy as a 
party of the first part; the individual defendants Peder¬ 
sen and Mdllcr as parties of the second part; plaintiff’s 
predecessor in business Lunning as party of the third 
part; and Georg Jensen himself as party of the fourth 
part. Corporate defendant Georg Jensen & Wendel A/S 
is not a party to the agreement but the bill alleges that 
Mpller’s signature bound Georg Jensen & Wendel A/S 
(par. 21 Bill of C. p. 18 R.). The agreement recites 
that defendant Silversmithy lias acquired and is now 
the owner of all the rights of Georg Jensen to manu- 
facture the goods made from his designs ]j>ast and 
future together with the use of his name and all pat¬ 
ents and trade names and trade marks. The rest of 
the agreement consists of covenants between defendant 
Silversmithy and plaintiff’s predecessor Lunning ex¬ 
cept that part which states (p. 30 R.) 

“For the purpose of enabling the party of the 
third part, his personal representative^ and as¬ 
signs, to establish, acquire and enter upon, man¬ 
age, conduct, continue and carry on the business 
of selling the said gold and silver articles and 
jewelry manufactured by said Georg' Jensen 
Silversmith Corporation, its successors and as¬ 
signs, the party of the first part does ffor itself, 
its successors and assigns, and the parties of 
the second and fourth parts do for their personal 
representatives and assigns, by these jpresents, 
covenant, grant, promise and agree to and with 
the said party of the third part, his personal 
representatives and assigns, that from and after 
the execution of this agreement, they will not at 
any time for the period of twenty years from and 
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after the date hereof, either alone, or jointly with, 
or as agent for any person or persons, firms or 
corporations, except only as agent for said party 
of the third part hereunto, his personal represen¬ 
tatives or assigns, and either directly or indi¬ 
rectly sell any gold and silver articles or jewelry 
in the United States of America or to any per¬ 
son or firms for resale in the United States of 
America, nor set up, make, carry on or encourage, 
or be engaged or interested in any opx>osition 
to the business established and to be established 
in the United States of America bv the said 
party of the third part, his personal representa¬ 
tives and assigns, nor to do anything to the 
prejudice thereof. 

From this it will be seen that all the rights were 
vested in the Smithv and bv it conveved for the United 
States of America to Limning. The individuals Peder¬ 
sen, MOiler and Jensen signed the agreement first as 

directors of the Smithv but were also brought in as 

* 

individuals to covenant, as did the Smithv, that tliev 

i # . 

would nbt either directlv or indirectly interfere with 
Lunning’s business or do anything to the prejudice 
thereof. Clearly it was recognized that these indi¬ 
viduals, Pedersen, Mbller and Jensen constituted the 
real power behind the corporation Silver smithy, else 
why attempt to bind them when on the face of it the 
Silversmithy was the owner of all the rights. 

Pedersen and Mpller have been brought in here as 
defendants and it is alleged in the bill (par. 26 p. 21 B.) 
that the Silversmithy is the alter ego of Pedersen and 
that the corporation Georg Jensen & Wendel A/S is 
the alter ego of Mpller. It is therefore contended that 
when Pedersen signed the appointment of Kerslake as 
representative (Exh. 11, pp. 102 and 103 B.) for the 
Silversmithy he appointed him also as representative 
for himself (Pedersen). So, likewise, when M0lier 
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signed the appointment of Kerslake as representative 
(Exh. 10, pp. 85 and 86 E.) for the eorporatioji Georg 
Jensen & Wendel A/S he appointed him also as repre¬ 
sentative for himself (Miller). 

These are questions of fact and the allegations must 
be accepted as true for the purpose of this motion. 
See Horton v. Horton, 72 F (2) 831, a decision of this 
Court. 

In Weston Electrical Instrument Co. v. Empire, 177 
F. 1006, the Court said: 

“This court absolutely and entirely rejects 
the not uncommon view that the fiction of dis¬ 
tinct corporate existence can be made to kerve as 
a shield against the consequences of individual 
wrongdoing. Upon the presentation of a case 
showing active participation by an officer of a 
corporation in the infringement of a parent, we 
have been, and shall be, not slow to disregard 
the corporate device and enforce personal re¬ 
sponsibility. 7 ’ 

In other words, a court of equity may well look be¬ 
hind the corporate screen and determine where the real 
and responsible power lies. 

But these are obviously questions that cannot be de¬ 
cided on a motion to quash service for lack of personal 
jurisdiction; they cannot be decided until th4 proofs 
are in. 

■ 

CONCLUSION. 

In view of the foregoing the decision of the Court 
below should be reversed. 

Kespectfully submitted, 

Axel V. BEEKEk, 
Attorney for Plaintiff-Appellant. 
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OF THE DISTRICT OF COLUMBIA!. 
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Georg Jensen Handmade Silver, Inc.|, 
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vs. 

i 

Georg Jensens Solvsmedie A/S, Georg Jansen 
& Wen del A/S, Tiiorolf Holler, and 
Peder A. Pedersen, 

Defendant^-Appellees. 


BRIEF FOR DEFEK'DAUTS-APPELIEES. 


P 


Statement of tlie Case, 

i 

Tlie plaintiff here attempted to obtain jurisdiction over 

citizens of Denmark in a suit on various causes of action, 

largely predicated on contracts requiring to be interpreted, 

on the pretext that two of the four defendants liad applied 

to register certain trade-marks—not at all involved in some 

and only incidentally in others of the causes asserted—and 
«/ «/ 

in their applications, pursuant to the Registration Statute, 
had designated an agent for service of process solely in pro¬ 
ceedings affecting those registrations. The Couri below, Mr. 
Justice Bailey, quashed the service and dismissed the suit 
for lack of jurisdiction of all defendants, and plaintiff took 
this appeal. 

Believing that the statement of the case presented by plain¬ 
tiff is not sufficiently full and complete to present the ques- 


tions for review, we submit the following analysis of the 
facts. 


The Parties and Their Relationship. 

The defendant, Georg .Jensen Splvsmedie A/S (herein 
for convenience designated the Silversmithy) is a Danish 
corporation 1 engaged in the manufacture, in Copenhagen, of 
gold and silverware and jewelry. The defendant, Pedersen, 
a Danish subject and resident, is an officer of the Silver- 
smithy. 

The defendant, Georg Jensen & Wendel A/S (hereinafter 
designated Jensen & Wendel corporation) is likewise a Dan¬ 
ish corporation, located in Copenhagen and engaged in the 
sale of wares fabricated bv the Silversmithv. The defendant, 

%/ v / 

Mpller, also a Danish subject and resident, is an officer of 
Jensen Wendel corporation. 

In August 1923 a contract was entered into, in Copen¬ 
hagen, between the Silversmithy, Pedersen, Mpller, Georg 
Jensen* and one Frederik Lunning. It appears from the 
contract (Rec. p. 28) that Lunning thereby secured for a 
specified term of years, for himself and his assigns, the ex¬ 
clusive right to sell, in the United States, articles manufac¬ 
tured bv the Silversmithy from the designs made bv the 

artist Jensen. The Silversmithv undertook to deliver its 

«/ 

wares to Lunning at a discount from current wholesale prices 
and Lunning, in turn, obligated himself to make a specified 
minimum volume of sales yearly, the latter requirement being 
in the nature of a warranty the breach of which would justify 
cancellation of the contract; Lunning was also allowed the 
use of all patents, trade names and trade-marks in connection 
with the business. 

As a measure of protection to Lunning, the other parties 
undertook, for a period of twenty years, to refrain from 
selling the same wares in Lunning's exclusive territory, viz. 


* Georg Jensen, it may be stated, is the artist from whose designs the 
SiLversmithy’s wares are fabricated. He is not a party to the suit. 
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the United States; Limning, on the other hand, agreed to sell 
only the products of the Silversmithy (Rec. p. 36). 

In January 1925 and April 1920 the same parties entered 
into supplementary agreements (Rec. pp. 31 and $3) there¬ 
by the twenty year term of the 1923 contract was extended 
• * / • 

and Running’s obligation was modified as respects {he annual 
yolume of sales required of him: the 1920 contract also 
modified Running's prior obligation to purchase only from 

the Silyersmithy. 

* 

The defendant, Jensen & TVendel corporation, jwas not a 
party to any of these contracts. 

In June, 1928, Running assigned his entire business in the 
United States (including his rights under the contracts) to 
Georg Jensen Handmade Silyer, Inc. (Rec. p. 30) 
corn being a New York corporation and the plaii 
lant herein. Its business is the sale in the United States of 
the Silversmithy’s products. 

Some six years later, in January, 1934, the instant suit 
was begun. 

Before alluding to the method by which plaintiff attempted 
to subject the defendants to the jurisdiction of the Supreme 
Court of the District, brief reference will be mpde to the 
nature of the matters which plaintiff would hayei the Court 
pass upon in this suit against citizens and residents of a 
foreign country. 


that con- 
itiff-appel- 


The Nature of the Cause. 


The bill is voluminous and prolix. It avers that “this is a 
cause in equity arising under the trade-mark laws of the 
R^nited States’’ (Rec. p. 2), and were it to be judged by the 
number of references to "trade-marks” which it contains, it 
might well be assumed to be of the character specified. But 
it is otherwise. 

Neither before the Court below nor in its brief here did 
plaintiff attempt any lucid analysis of the true nature and 
scope of the suit. It contents itself with a characterization 


I 
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of the bill as one “for trade-mark relief' 7 (Br. p. 8) and de¬ 
votes its entire argument to but two of the many phases of 
the bill. The fundamentals to which we shall first refer are 
ignored. 

It will be observed that the seventh prayer for relief seeks 

“A decree adjudging that the contracts, recited in 
paragraph 6 of this bill of complaint, * * * and the 
assignment, recited in said paragraph 6 dated June 8, 
1928, are valid and of full force and effect and binding 
on the parties hereto, their successors, assigns and per¬ 
sonal representatives; and an order enjoining said de¬ 
fendants, Georg Jensens Solvsmedie A/S Georg Jensen 
& Wen del A/S, their successors and assigns, Thorolf 
M0ller and Peder A. Pedersen, their personal represen¬ 
tatives, and their servants, agents, attorneys and work¬ 
men, and all those in privity with said defendants, and 
each and every of them, both provisionally and perpetu¬ 
ally, from doing any acts in contravention thereof or in 
anv wav interfering with the rights, trade-marks and 
business thereby secured to plaintiff, or in opposition 
or prejudicial to the business of plaintiff” (Rec. pp. 23, 
24). 

In the body of the bill, in support of the above prayer for 
an adjudication of validity of the contracts, the plaintiff 
pleads performance. It is alleged: 

“That plaintiff and, on information and belief, its 
predecessor in business Frederick Lunning have sold no 
gold arid silver articles and jewelry other than said gold 
and silver articles and jewelry specified in said contracts 
recited in paragraph G; that the amount of the purchases 
by plaintiff and its predecessor from the defendant 
Georg Jensens Solvsmedie A/S within the prescribed 
time limit provided in said contracts is greater than said 
contracts required; that plaintiff and its predecessor 
have paid to defendant Georg Jensens Splvsmedie A/S 
the prices asked of them for said gold and silver articles 
and jewelry; that plaintiff and its predecessor in these 
and every other way have in good faith complied with 
all the terms of said contracts; and that said contracts 
have always been, and are now, in full force and effect 
and are now irrevocable' 7 (Rec. p. 14). 
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Again, the ninth prayer (Rec. pp. 24, 25), predicated upon 
supporting allegations scattered throughout the bill, seeks to 
enjoin the defendants 

“from selling in, or shipping to, the United! States of 
America, to any person other than plaintiff or those 
designated in writing by plaintiff, said gold or silver 
articles or jewelry;” 

“from stating, representing or advertising that plaintiff 
is the agent of said defendants, or either of them, or that 
said defendants, or any of them, can and will sell for 
importation into the United States goods siiiiilar to or 
identical with goods dealt in by plaintiff:” 

“from offering to sell said goods for importation into the 
United States at prices other than those fixed by plain - 
tiff;” 

Without more, it will be apparent that in its fundamentals 
the bill seeks primarily to establish the validity f>f the con¬ 
tracts and, secondarily, to secure equitable relief against al¬ 
leged violation, the latter involving charges of price-cutting, 
invasion of assigned sales territory, mis-representation as 
to the plaintiff's status and rights, and even conspiracy 
among all the defendants to defraud the plaintiff of its rights 
acquired under the contracts (Rec. p. 21). It will also be 
observed that the very scope of the agency is brought into 
question, in that whereas the contracts obliged [the Silver- 
smithy, et al,, to refrain from selling these goods in the 
United States, the bill seeks to enjoin them from shipping 
the goods to the United States, even though the goods were 
sold abroad. 

While, as stated above, the bill is replete with references 
to “trade-marks”, “the trade-marks involved in th^s suit” and 
like phrases tending, with obvious design, to bbscure the 
major issues above alluded to, the scope of the suit is never¬ 
theless clear. The two trade-mark “issues”, so prominently 
featured in plaintiff-appellant's brief, will be discussed below, 
as well as other trade-mark phases of the suit to which plain¬ 
tiff has not even alluded; in the nature of things (they are of 
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secondary importance and incidental to the main (contract) 
features of the suit. 

The Attempt to Secure Jurisdiction. 

The defendants were not found within the District, nor is 
it alleged that they are doing business within the District; 
so far as the bill shows none of them has ever had any place 
of business in the United States or has ever entered this 
country. 

Immediately following the assertion that this is a trade¬ 
mark suit, the bill alleges that 

“the defendants, not being domiciled within the United 

States of America, all have appointed a person residing 

within the United States of America and in the District 

of Columbia on whom process or notice of proceedings 

affecting the right of ownership of the trade-marks here 

in controversy may be served with the same force and 
•/ */ 

effect as if served upon themselves in person, giving this 
Court jurisdiction'* (Dec. pp. 2, 3). 

While no process agent is named, jurisdiction was in fact 
sought to be obtained over all defendants by service of sub¬ 
poenas upon one Herbert R. Kerslake, a resident of the Dis¬ 
trict of Columbia. 

The statute relied upon by plaintiff in support of its at¬ 
tempt, by that service, to compel these non-resident aliens to 
submit this 1 controversy to the jurisdiction of the court be¬ 
low, is Section 3 of the 1903 Trade-mark Act (15 U. S. C. sec. 
83) which provides 

“That every applicant for registration of a trade¬ 
mark, or for renewal of registration of a trademark, who 
is not domiciled within the United States, shall, before 
the issuance of the certificate of registration, as here¬ 
inafter provided for, designate, by a notice in writing, 
filed in the Patent Office, some person residing within 
the United States on whom process or notice of proceed¬ 
ings affecting the right of ownership of the trade-mark, 
of which such applicant may claim to be the owner, 
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brought under the provisions of this act or upder other 
laws of the United States may be served, with the same 
force and effect as if served upon the applicant or reg¬ 
istrant in person. 77 

It is further alleged, and is conceded: 

That in 1921, the Silversmithy did apply for find secure 
a certain Trade-mark Registration Xo. 148,928 and subse¬ 
quently filed an application for Trade-mark registration 
Serial Xo. 331,309 and that in those applications such cor¬ 
poration designated said Herbert R. Kerslake as its special 
process agent, pursuant to and for the purposes of said Act: 

That Jensen & Wendel corporation filed an Application 
for Trade-mark registration Serial Xo. 330,787 and that in 
such application it likewise designated said Herbert R. Ker¬ 
slake as its special process agent, pursuant to apd for the 
purposes of said Act. 

However, neither Pedersen nor M0ller has ever, jm his own 
account, filed any application for trade-mark registration in 
the United States; true it is that Pedersen and Miller signed 
the trade-mark applications above referred to, bfit only as 
officers and on behalf of the respective corporations, not as 
individuals. 

To meet that difficulty, and by the same manoeuvre to tie 
Jensen & Wendel corporation to the contracts (t|o which it 
was not a party), the pleader alleges: 

That the Silversmithy is sued in its own right 
agent of Mpller, of Pedersen and of Jensen & Wj 
poration. Jensen & Wendel corporation is sued 
right, as the alter ego and agent of Holler, and ; 
agent of the other two defendants. Mpller is sued 
light, as Managing Director of Jensen & Wendel Corporation 
and as the agent of the other defendants. Pedersen is sued 
in his own right, as the Managing Director and Also as the 
agent of the Silversmithy (Bill, para. 2, Rec. p. 2j. 

Thus appears the rather remarkable situation |of each of 
these defendants except Pedersen acting as principal for 
each of the others and also as agent for each of the others; 


and as the 
r endel cor- 
in its own 
Uso as the 
in his own 
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the defendant Jensen & Wendel corporation is not claimed 
to be an assignee of any of the defendants with whom the 
contract was made, but merely their agent. Pedersen only is 
not sued as the agent of any defendant except the Silver- 
smithy. The necessity for plaintiff to resort to such a de¬ 
vice of pleading will presently appear. 

1 Tiie Proceedings Below. 


In the premises and believing that the mere filing of the 
above-mentioned statutory designations as part of certain 
trade-mark’ applications in the Patent Office did not require 
that they subject themselves to the jurisdiction of the courts 
of this country with respect to litigation of the nature and 
scope contemplated by the bill, each of the defendants ap¬ 
peared specially and only for the purpose of objecting to the 
jurisdiction. The motions of the several defendants appear 
in the Record at pages 112-132. 

After oral argument and the submission of briefs, all of 
the motions were granted. In a memorandum filed June 11, 
1031 (Rec. p. 132) the Court below found that as respects 
the defendants Pedersen and Mpller, neither of them had 
designated any process agent: also that the allegations of 
the bill as to the relationship of the parties did not change 
the fact that the service provided by the statute brings before 
the Court the one who appoints the process agent and not 
third parties “whose agent the appointing party may be*\ 
As respects the corporate defendants, the Court found itself 
without jurisdiction, regardless of whether or not the pro¬ 
ceedings referred to in the statute are limited to Patent 
Office proceedings: that the agency of Iverslake was limited 
bv the statute: that the onlv matter which could be considered 

V / W 

as within the limitation was that paid of the bill which sought 
to cancel the Silversmithy Registration Xo. 118,928, which 
the bill itself showed to be no longer in force; and that under 
such a pretext as the last-mentioned matter, the defendants 
could not he brought before the Court for purposes not 
t cithin'the statute . 
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Whereupon a decree was entered quashing the s 
dismissing the bill (Rec. p. 133). 

Thereafter, plaintiff made a motion (Rec. p. 1331 to vacate 
the decree, urging that defendants had waived thep* privilege 
to object to the jurisdiction and had in fact subnjitted to it 
by arguing what plaintiff termed the “merits” of the case, 
meaning, apparently, that the mere examination of the bill 
to determine whether the subject matter was such as to 
justify service on Kerslake, i. e. whether the suit as a whole 
was within the contemplation of the statute relied upon, 
constituted a waiver of the privilege. 

Pending action of the court on the petition for rehearing, 
the decree of dismissal was in fact vacated (Re£. p. 116). 
Further briefs were submitted and, after due deliberation, 

i 

the Court denied the petition (Rec. p. 152). A decree of 
dismissal was entered and this appeal was then taken. 

Under the ensuing heads we point out why, as we submit, 
the Court below was clearly right in granting defendant’s 
motions. 

i 

ARGUMENT. 

I. 

The special statute invoked is of limited 
application. 

While Section 3 of the Trade-mark Act seems ne|ver to have 
been judicially construed, it is analogous to numerous state 
and federal statutes providing for the appointment of what 
may be termed limited process agents, by which is meant 
process agents service upon whom is effective to give the 
Court jurisdiction over the absent defendant solely in suits 
of the character, or with respect to certain subject matter, 
specified in the particular statute. 

As where a Maryland statute provided for the appointment 
of an officer or attorney for service in connectioii with pro- 
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ceedings to regulate fares, service on such attorney in general 
proceedings was improper; Washington R. R. Co. v. Johnson, 
127 Hal. 218, 90 Atl. 445. A suit for value of goods furnished 
is not “for damages to person or property" and hence service 
on an agent; whose authority to receive service was limited 
as indicated, was improper; St, Louis Co. v. Barnes, 55 Ark. 
95. See also Toledo Ry. Co. v. Oiren, 43 Ind. 405, wherein 
the tortious killing of an animal on the tracks of a railroad 
was held not included in “causes growing out of the business 
of the agency". 

“An agency must in fact exist or be indisputable, 
wherein the agent may be regarded as representative of 
the corporation in respect to the proposed litigation” 

Fletcher Cyc. of Corporations, Edition I, pp. 4439- 
40 ; see also 

Olson v. Buffalo Co., 130 Fed. 1017.* 

Section 3 discloses on its face that its scope is closely and 
specifically limited in three major aspects, viz. as regards 
the persons who are subject to it, the procedure by which 
their process agent is appointed, and the character of the 
proceedings in which he may be effectively served. 

As respects the persons subject to the Act, it is manifestly 
essential that they be applicants for registration of a trade¬ 
mark, or applicants for renewal of registration of a trade¬ 
mark. 

As respects the procedure, the agency is made effective by 
the trade-mark applicant's designation of his agent, by a 
written notice, filed in the Patent Office. 

As respects the scope of the process agency, it is limited 
(a) to proceedings affecting the designator's right of owner¬ 
ship of the trade-mark of which he “may claim to be the 
owner” i. e. the particular trade-mark which is the subject 
of his application and (b) to proceedings brought under the 


* See also Maya Corporation V. Smith , infra, page 23. 
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provisions of the Trade-mark Act or other laws of the United 
States, i. e. statutory proceedings. 

Unless the above conditions have been satisfied and unless 
the suit is so confined, service pursuant to this special statute 
is ineffective. 

The question will at once occur to the Court whether the 
power of attorney referred to in the above section is of any 
use except in proceedings before the Fatent Office. We sub- 


and rightly 
s not essen- 
. The lan- 
to indicate 
before the 
proceedings 


mit that it is not, although the Court below held, 
we believe, that determination of that question w; 
tial to the decision of the motions (Eec. p. 132] 
guage of the section and its context would seem 
that proceedings therein referred to must be 
Fatent Office, as, for example, the Cancellation 
provided for in Section 13 of the Act, or the Opposition 
proceedings provided for in Section 6, or the interference 
proceedings provided for in Section 7, in all of which pro¬ 
ceedings a right of appeal to the Courts is given by Section 9 
of the Act. The only possible exception would seem to be 
as respects the Cancellation suit contemplated in Section 22, 
discussion of which is taken up under Foint VIII, post, page 
30. 

In any event, it was certainly never contemplated that the 
section should apply to any proceedings not brought under 
the provisions of the Trade-mark Act or under cither United 
States statutes. The very use of the words “other laws’ 7 
immediately following the reference to the <,: Trade-mark 
Act” admits of no other interpretation.* 

The allegation of the Paragraph 3 of the bill (Rec. p. 2) 
that “This is a cause in equity arising under the Trademark 


* It might be noted that in Sec. 50 of the Judicial Ccd4 providing for 
re-examination of final decrees in cases in which is drawn into question 
the construction of “any law of the United States”, th^se words have 
been construed by the Supreme Court to mean only acts of Congress of 
general application—not even special acts applicable only to the District 
of Columbia. American Security Co. v. Commissioners , |224 U. S. 491 . 
Similarly under the removal act, “laws of the United States” means acts 
of Congress; Beck v. Johnson , 169 Fed. 154 . 
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Laws of the United States of America" would seem to indi¬ 
cate that plaintiff recognized the limitation to statutory and 
bona fide trdde-mark registration proceedings and attempted 
by this assertion to bring the suit within the Act. Bevond 
its significance as indicating such recognition, the allegation 
is of little consequence. 


“Applicant claims that the action involves, and its de¬ 
termination depends upon, the construction of certain 
laws of the United States * * *. Of course, a mere 
statement that a construction of certain federal statutes 
involved in a case is not sufficient to bestow such juris¬ 
diction.'* 


Jefferson v. Gypsy Oil Co., 27 Fed. 


(2d) 301. 


Furthermore, 

“provisions for substituted process are not favored, and 
are strictly construed against the right.” 

Mclya Corporation v. Smith, 32 Fed. (2d) 350. 


And as stated by the 2sew York Court of Appeals: 

“Whenever it is necessary to determine whether juris¬ 
diction has been obtained over a defendant in an action 
by service of the summons in some way other than by 
personal service thereof, it must be remembered that the 
general rule in regard to the service of process estab¬ 
lished by centuries of precedent, is that process must be 
served personally within the jurisdiction of the court 
upon the person to be affected thereby. Substituted serv¬ 
ice when provided by statute is in derogation of such 
general rule, and, consequently, the directions thereof 
must be strictly construed and fully carried out to con¬ 
fer any jurisdiction upon the court." 

Erickson v. Macy, 231 X. Y. S(>, 90. 

See also 

Gage, et al. v. Riverside Trust Co., Limited, et al., 
15G Fed. 1002, at 1001, and cases there cited. 
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In the premises, plaintiff's attempt to avail itself of the 
statute in question was dej>endent for success upcjn it clearly 
appearing (i) that the defendants are all trade-^nade appli¬ 
cants, (ii) that they have actually designated statutory pro¬ 
cess agents, (iii) that this suit is one affecting the right of 
ownership of the trade-mark or trade-marks of which the 
defendants have claimed to be the owner, and (iv) that the 
suit is in fact one arising under the Trade Mark Act or other 
laws of the United States. 

As respects this last requirement, the pleader elected to 
stand on the allegation that the suit is one arising under the 
Trade Mark Act and it is to be doubted whether it is even 
open to it to try to justify the suit as one arising under any 
other Federal statute. 

“The pleading cannot be made elastic, scj as to bend 
to changing views of counsel as the cause proceeds. It 
must proceed to the end upon the theory uijon which it 
is constructed. It must be good on the theory upon 
which it proceeds, or it will not be sufficient, though it 
states facts enough to be good on some o|her theory, 
for the plaintiff can have no relief on a theqry different 
from that disclosed by his pleading. Kibler's Adm ? r v. 
Whiteman, 2 Harr. (Del.) 401; Toledo, etc. R. Co. v. 
Lew, 127 Ind. 168, 26 N. E. 773: Seeberg^r v. Schles- 

inger, 152 U. S. 581, 585, 14 S. Ct. 729, 38 L. Ed. 560.” 

I 

Storm Waterproofing Corp . v. L. Sont\eborn Sons, 
28 Fed. (2d) 115. j 

I 

However, the case does not require the strictj application 
of that rule of pleading, for, as we presently poipt out, under 
no theory is plaintiff's position sound. 

Before proceeding to a detailed examination of the bill we 
first take up the alleged waiver by defendants of their privi¬ 
lege to object to the jurisdiction. 
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II. 


T3ie defendants did not submit to fbe juris¬ 
diction. 


The propriety of service pursuant to the Act, capable of 
subjecting a defendant to the jurisdiction of the court, is 
manifestly dependent upon the concurrence of the four con¬ 
ditions above recited (p. 13). But the gist of plaintiff's 
argument on its application for rehearing, and again in its 
brief here, seems to be that one may not “search the record”, 
even to determine the existence or non-existence of those very 
conditions; and that the defendants in questioning, and the 
court in determining those matters, respectively argued and 
decided the “merits” of the case. 


Thus stated, and accurately it is thought, plaintiff's posi¬ 
tion amounts substantially to a denial of the right of a de- 
fendant even to question jurisdiction without submitting to 
it, as we shall proceed to illustrate by reference to plaintiff's 
contentions as set out in its brief (p. 14, et seq.) : 

Plaintiff intimates that the determination of whether or 

not the individuals Moller and redersen ever filed anv trade- 

mark applications requires the Court to go into the “merits 

of the case.” Having the statutory conditions in mind the 

mere statement of the contention discloses the fallacy. If 

«/ 

the Court might not inquire as to the fact of a defendant 
haying filed a trade-mark application the whole question of 
personal privilege to challenge the venue would be fore¬ 
closed. 

Plaintiff seems to find a waiver of the privilege to result 
from defendants’ argument that the appointment under Sec¬ 
tion 3 of h representative by one party, with respect to one 
certain trade-mark registration, was not the appointment of 
a representative with respect to any other registration. If 
defendants might not so argue it would follow, again, that 
the court could not enquire into the existence of the condi¬ 
tions pre-requisite to sendee under this statute. 
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“agency 


” 'and “alter 
en the fact 


Plaintiff seems to draw like conclusions from defendants’ 
contention that this is a contract case rather th^in a trade¬ 
mark case, but we fail to see how the fourth pre-requisite to 
service under Sec. 3 can be found unless the nai:ure of the 
bill is fully explored and its real nature disclosed. Appar¬ 
ently plaintiff would require the defendants, and the court, 
to accept the single allegation of the bill that this is a cause 
arising under the trade-mark laws and disregard the other 
allegations which disclose its true character. 

Plaintiff considers the questions of 
ego” also as touching the merits of the cause, wh 
is, obviously, that the allegations of the bill on these points 
are mere devices of pleading designed to facilitate plaintiff's 
attempt to secure jurisdiction by service pursuant to Sec¬ 
tion 3. 

Plaintiff asserts that in its memorandum the court “passes 
on the merits and holds that registration Ao. 148,928 is no 
longer in force”. Far from passing on any merits of the 
cause itself the court merely took notice of the expiration 
by operation of law of that registration, as is actually alleged 
in the hill (Rec. p. 11) and concluded, necessarily we sub¬ 
mit, that the inclusion of the registration in the bill was also 
a mere device of pleading or pretext, and that it must fail. 


This point is more particularly discussed below, 
The procedure followed was proper and the aq 
hold. 


^)age 30. 
thorities so 


“It is urged by counsel for the appellant that the de¬ 
fendants invoked the exercise of the jurisdiction upon 
the merits, by requiring the court to pass upon the facts 
of the case in order to determine the nature of the relief 
demanded against each of the defendants. But we think 
this is a forced construction of the language employed. 
It teas indeed necessary for the court to look into the 
hill and ascertain from its allegations and the prayer 
for relief whether the nature of the case was such as to 
authorize it under the provisions of section 73S, Rev. 
St., and of section 8. Act March 3, 1875, c. 1.37,18 Stat. 
472 (U. S. Comp. St. 1901, p. 513), to obtain jurisdic¬ 
tion of the defendants by publication of notice or service 
of process outside of its territory, for service could not 



16 


i 

be bad within it. Without such examination and con¬ 
sideration of the nature of the relief sought, the court 
could not know 'whether it was an ‘action to enforce any 
legal or equitable lien upon, or claim to, or to remove 
any incumbrance of lien, or cloud, upon the title to real 
or personal property within the district where such suit 
is brought/ to use the language of the statute, authoriz¬ 
ing substituted service. The defendants, therefore, prop¬ 
erly referred to the nature of the relief sought by the 
bill as a reason for denying the jurisdiction of the court 
over their persons, for as they were neither citizens of 
the state nor residents therein, personal service could 
not be had, and the question for the court would then 
be whether the nature of the case was such that the sub¬ 
stituted service authorized by the statute could be re- 
sorted to.” 

Jones v. Gould, 149 Fed. 153, 156 (C. C. A. 6th). 

In another case, in deciding a motion to vacate an order 
for substituted service under Section 8 of Act of March 3, 
1875 (U. S. Comp. St. 1901, p. 513), the Court said: 

‘‘There is no question but that, on a motion to vacate 
an order for substituted service made under that sec¬ 
tion, the Court must examine the bill in order to ascer¬ 
tain whether or not the case is within the statute * * * 
Facts, which would otherwise be heard only on the 
merits/must necessarily be considered in determining 
the legality of the service” 

Gage, ct al. v. Riverside Trust Co. Limited, ct al., 
156 Fed. 1002, 1C03-4. 

See also 

Findlay v. Florida East Coast Ry. Co. et al, 3 Fed. 
Sup. 393, 398. 

In its brief (pp. 20-23) plaintiff cites and quotes from sun¬ 
dry cases bearing on the subject of general demurrers, and 
motions to dismiss for want of equity coupled with motions 
addressed to the jurisdiction, but they do not bear on the 
case at bar. Defendants’ motions, in terms as well as in sub¬ 
stance, aTe strictly limited to the question of jurisdiction. 
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IT 

Plaintiff also refers (Br. p. 19) to the fact that in the 
course of the oral argument before the Court below f reference 
was made to Manning v. Furr, 62 App. D. C. 281, 66 Fed. 
(2d) 807, but obviously the Court’s mind was set at rest by 
the subsequent exposition of the case and of the [true char¬ 
acter of the question involved—as shown by the granting of 
the motions, as well as by the denial of the rehearing peti¬ 
tion after further briefs, on the very point under discussion, 
had been submitted. The very authorities on which plaintiff 
now relies were put forward by it in support of its petition 
for rehearing (Rec. p. 134, et seq.) as well as other cases on 
which it no longer relies. Furthermore, in the Manning case 
the moving party was held to have appeared, not bjy virtue of 
his motion to dismiss for lack of jurisdiction, but by reason of 
his having coupled with it a motion to dismiss “for jother mat¬ 
ters apparent on the face of the record” i. e. matters other 
than jurisdictional. It was in the nature of a general de¬ 
murrer. 

In Davuison Bros. Marble Co. v. U. S., 213 U. S. 10, the 
defendants appeared and moved as follows: 

“The defendants above named and each of them hereby 
appear specially in the above-entitled cause for the pur¬ 
pose only of moving the said court to quash and set aside 
the service of the summons in the said cause, gnd to dis¬ 
miss the said action, upon the ground that the said court 
has no jurisdiction of the persons of the defendants, and 
upon the further ground that the said court has no juris¬ 
diction of the person of the plaintiff; and upqn the fur¬ 
ther ground that neither the plaintiff nor the defendants, 
or any or either of them, are citizens of tile state of 
California or residents of the Northern District of Cali¬ 
fornia in the Ninth judicial circuit, and upon the further 
ground that the said court has no jurisdiction of the con- 
troversv at issue.” 

The Supreme Court recognized this as a special appear¬ 
ance. 

In the case at bar, however, the motions did not proceed 
so far but only challenged the jurisdiction over the persons 
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of these defendants as the same was attempted to he secured 
by service on Kerslake. 

Inasmuch as the service of process was upon an alleged at¬ 
torney in fact of the defendants, and inasmuch as the author¬ 
ity of that attorney in fact, under the Statute, is limited both 
as to parties and subject matter , it was essential to determine 
whether the authority conferred upon the attorney in fact 
was sufficient to support the service. The determination of 
the authority of the agent is a question vital to the jurisdic¬ 
tion of the court (Philadelphia Reading Co. vs. McKibbin, 
243 U. S. 204) and onlv bv close scrutinv of the facts and by 
analysis of the true nature of the cause of action presented, 
could the presence or absence of the statutory requirements 
be determined. 

The contention that the privilege has been waived is, we 
submit, without merit and the Court below rightly so held. 


III. 

As a bill for adjudication of contract the 
complaint does not state a cause within the 
contemplation of the act. 

The real scope of this suit, disclosing that jurisdiction over 
these defendants is sought far beyond the limits of any stat¬ 
utory proceeding affecting the right of ownership of any 
trade-mark registration that any of them sought or obtained, 
is evidenced bv the facts referred to in the Statement of the 
Case, supra, page 4. We there referred to plaintiff's plead¬ 
ings of performance of the contracts and its prayer for 
an adjudication of their validity; also to the injunctive relief 
sought in the ninth prayer for relief. As foundation for the 
latter the bill alleges various acts such as invasion of plain¬ 
tiff's exclusive selling territory and offering to sell goods at 
prices below plaintiffs selling price (Rec. p. 16); circulation 
of propaganda prejudicial to plaintiffs business (id.); resort 
to “unethical” means and devices with the result of dam- 
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aging plaintiff's business (Rec. p. 18); shipping goods to 
the United States to others than plaintiff (Re<|*. p. 20) and 
various other practices. 

Shorn of its disguise, the bill evidences a controversy as to 
the division of the business of selling the wares Of the Silver- 
smithy, as regards the prices at which the goo^ls should be 
sold and the extent of the territorv or trade intended by the 
contracts to be served by the respective parties.! 

Xot limited to the few alleged wrongs we have selected for 
illustration, the frame-work of the bill is an appeal to the 
court to examine the contracts referred to, determine their 
validity, find that they are binding on all the pi 
both individual and corporate, and adjudicate 
their respective rights. 

In so far as the bill alleges this to be a c 
under the Trade-Mark laws it merelv asserts i conclusion 
of law and fact. Storm Water proofing Cor pc rat ion v. L. 
Sonneborn Sons, supra. In that case cancell 


jirt-ies hereto, 
and declare 


a use arising 


than enforcement of a contract was sought 


t butj 


ntion rather 
the holding 


of the court as respects the nature of the suit applies here: 




the main purpose of the bill isj to obtain a 
cancellation of the contract, and, that accomplished, in¬ 


junctive and other trade-mark relief. Such 


bills do not, 


however, present a case arising under the trade-mark 
statutes. The motion to dismiss must be granted.” 

While the analogy is not complete, the same principle is 
applied in the Federal Courts wherein, not infrequently, the 
attempt is made to acquire jurisdiction by alleging that a 
suit is one arising under the Patent laws when 
fundamentally based on contract. For example, 

Sanford, 10 How. 99, a bill in equity was filed 
circuit court setting forth complainant's ownership of a pat 
ent, an assignment to defendants of a license in consideration 
of five promissory notes, with a condition of 
complainant on failure to pay any note. The 
that the first two notes were not paid, insisted 


in fact, it is 
in Wilson v. 
in a federal 


eversion to 
jbill averred 
that the li¬ 


cense was forfeited bv the failure and the licensor was fully 
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reinvested at law and in equity with all his original rights, 
that the defendants were using the patented machine and 
were infringing the patent, prayed an account of profits 
since forfeiture, a temporary and permanent injunction, and 
a reinvestiture of title in the complainant. On demurrer, 
the hill was dismissed for lack of jurisdiction as not arising 
under the patent laws, because, said Chief Justice Taney, 
“The rights of the parties depend altogether upon common 
law and equity principles.” 

The foregoing was quoted with approval in Lockett v. 
Delparlc, 270 U. S. 496, wherein numerous other authorities 
to like effect are cited. 

While the several allegations and prayers to which we 
have alluded are relegated to the latter part of the bill and 
are flanked by sundry references to “trade-marks”, it cannot 
be concealed that the granting or refusal of the relief sought 
in the above-mentioned prayers depends neither on any ques¬ 
tion of ownership of trade-marks nor on the interpretation 
of any Federal statute, but solely on common law and equity 
principles. 

A suit of this essential character is clearly not within the 
fourth requirement of the statute [supra, p. 13) and 
since service on the limited process agent was ineffective to 
give jurisdiction over the defendants, the motions were 
properly granted. 

As respects one of the defendants, we shall now refer brieflv 
to a still further ground for dismissal of the suit. 


IV. 

Defendant Jensen Sc Wendel Corporation was 
not a party to the contracts. 

As stated above this defendant was not a party to any 
of the contracts, but, since they are at the very founda¬ 
tion of the suit, it was necessary for plaintiff to attempt to 


connect this defendant in some way with thesd contracts. 


This was attempted to be accomplished by the allegation of 
the bill that Jensen & Wendel Corporation is the ;jgent of the 
Silversmithy and that the contracts were signed] by the de¬ 
fendant Moller “for himself and as the Managing Director 
of the defendant Georg Jensen & Wendel A/S”, with intent 
to bind, and did so bind, said defendant Georg Jensen & 
Wendel A/S (Dec. p. 5). In the copies of the three contracts 
(Rec. pp. 28-33) there can be found no suggestion whatever 
that 2d pi lor signed other than personally. 

While in some portions of the bill Mpller is (^escribed as 
the agent of Jensen & Wendel corporation, in other portions 
of the bill, as in paragraph 21 (Rec. p. 1(5), tie relations 


between the two are stated as reversed, and the Jensen & 


Wendel corporation is described as the agent!of Mpller; 
and it is only by reliance upon this subterfuge that any 
argument can be put forward to justify the attempt to bring 
these parties within the jurisdiction of the court. | As regards 
the contracts, Mpiler is attempted to be used :o bring in 
Jensen & Wendel corporation but as regards the trade-mark 
matters, below discussed, Jensen & Wendel corporation had 


to be used to bring in Mpller—hence the curious reversible 


relationship which the pleader contrived. 

The contracts, we submit, must speak for themselves and 
parties to them cannot be added or subtracted to suit the 
exigencies of the pleader's cause. 

In the premises the service was properly quashed not only 
for the reasons asserted with respect to the Silversmithy, 
i. e., because the cause is not within the process agency, but 
also because Jensen & Wendel corporation was not even a 
party to the contracts upon which the suit is bottomed. 
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V. 

Since jurisdiction over the defendants conld 
not be had for the primary purposes of the suit, 
it was properly dismissed for all purposes. 

Before entering upon a discussion of the other questions, 
i. e. other than contract, which the suit presents, reference 
should be made to what appears to us to be the fundamental 
error of plaintiff's argument. 

Predicated upon an attempted showing that the suit does 
include a minor cause of action of a character to justify 
resort to service on Iverslake (which defendants deny), plain¬ 
tiff seems to take the view that it has satisfied the require¬ 
ments of the statute it relies upon. 

At page 44 of its brief, plaintiff states that “jurisdiction 
of the United States Courts having attached, it extends to 
the determination of all questions involved''. But examin¬ 
ation of the cases cited to support that statement discloses 
that none of them is concerned with the acquisition of juris¬ 
diction of the person by resort to other than personal service. 
On the contrary, they involve only questions as to what 
incidental matters a Federal court may properly consider 
and determine after the suit has been shown to be essentially 
of a character within the limited jurisdiction of Federal 
courts. Typical of those cases is the first one, wherein it was 
held that since the suit really presented a “substantial con- 

troversv under the Constitution of the United States” the 
•/ 

lower court properly took jurisdiction and was at liberty to 
decide ancillary questions whether or not strictly within the 
court’s “subject matter” jurisdiction. Greene, et al. v. L. & 
I. R. R. Go., 244 U. S. 499. 

The questions raised by the motions of the defendants in 
the case at bar concern the acquisition of jurisdiction over 
their persons and not the scope of the court’s jurisdiction. 
And our contention is that even were there presented by the 
bill one or more incidental causes or questions within Section 
3 so as to justify service on Kerslake, such sendee could not 
be used to subject these non-resident defendants to the juris- 




diction as respects other causes or questions not contem¬ 
plated by Section 3. Especially is this so when, as here, the 
basic (contract) questions are so clearly not within the 
statute.* 

Although, as above stated, this section appefirs never to 
have been judicially construed, a striking parallel is pre¬ 
sented in the case of Maya Corporation v. Smith, 32 Fed. 
(2d) 350. | 

In that case, the defendants, who were non-rejudents, were 
served outside the district of the forum pursuant to sec¬ 
tion 57 of the Judicial Code (28 U. S. C. sec. 118) permit¬ 
ting jurisdiction to be so acquired in suits to enforce liens. 
After they had appeared and answered, an amendment to the 
bill was permitted and defendants thereupon moved for leave 
to withdraw their appearance on the ground that as a re¬ 
sult of the amendment to the bill the suit was no longer 
within the contemplation of section 57 and that the section 
could not be used to hold them in or force them into litiga¬ 
tion of a general character outside of the district of which 
they were inhabitants. It appears that by the amended bill 
equitable relief was sought in relation to a contract between 
the parties. Said the court, by Judge Morris: 

‘*A bill which seeks judicial relief from a contract, 
and also relief under section 57, conditioned upon ob¬ 
taining equitable relief with respect to the contract, does 
not present a case under section 57 of the Judicial Code. 
* * * The questions here presented are, however, not 
concerned with jurisdiction of the cause or with venue, 
but in a basic sense, they have to do with the extent to 
which jurisdiction over nonresident defenejants may be 
acquired by service under section 57 * * | *. But, in 
view of the fact that provisions for substituted process 
are not favored, and are strictly construe^ against the 


* Plaintiff’s citation of Storm Waterproofing Co. V. Sonnebom, 31 Fed. 
(2d) 992 (Br., p. 44), further evidences its misconception of the ques¬ 
tion at issue. That case (as distinguished from the suit similarly entitled 
and cited elsewhere in our brief) was an ordinary trade-mark suit. The 
parties were regularly before the Court and the “contract” question was 
there injected by the defendant, who by its answer asserted that a certain 
agreement evidenced plaintiff’s abandonment of the trade-mark sued upon. 
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right, Tidal v. South American Securities Co., 276 F. 
S55 (C. C. A. 2), and in view of the specific enumera¬ 
tion of the suits to which section 57 relates, and the ab¬ 
sence of any general phrase extending its provisions to 
any other action, local or otherwise, its scope cannot be 
extended by any process of construction. Ladew v. 
Tennessee Copper Co., 218 U. S. 357, 31 St. Ct. 81, 54 
L. Ed. 1060 * * *. I think the law is and should he 
that the enforced appearance of non-residents for one 
purpose should not he used for a broader and different 
purpose, Hap v. Tuttle, 67 Minn. 56, 60 X. AY. 606”. 

Maya Corporation v. Smith , 32 Fed. (2d) 350. 

So in the case at bar, service purporting to be made pur¬ 
suant to a law specifically limiting its effectiveness to pro¬ 
ceedings brought under a Federal statute and affecting the 
right of ownership of a trade-mark sought to be registered 
by the party attempted to be held, cannot be used for the 
broader and! different purpose of subjecting that party to 
the jurisdiction of the court in relation to a chancery pro¬ 
ceeding predicated on contract. 

In the result, it follows that the plaintiff's reliance upon 
Section 3 of the Trade-mark Act must fail, regardless of what 
subsidiary or incidental matters the suit presents. 

Especially in view of the character of plaintiff-appellant's 
brief, the Court will doubtless enquire as to the nature of 
such other matters as are involved and those we shall now 
briefly discuss. 


VI. 


As a bill to prevent the filing: of applications 
for registrations the complaint is not within the 
statute. 

The fourth prayer of the bill (Rec. p. 23) seeks: 

“A decree adjudging that the defendants Ge.org Jen¬ 
sens S0LYSMEDIE A/S, Georg Jensen & Wendel A/S, 
Thorolf M0ller and Peder A. Pedersen, or any of 
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them, are not entitled to register in the United States 
Patent Office any trade-mark used on or in! connection 
with the gold and silver articles and jeAvelry herein in¬ 
volved ' 

In the aspect of the suit presented by this prayer (another 
of the considerations which plaintiff ignores), the proceed¬ 
ing does not relate to any registration- sought or obtained by 
any of the defendants. It is directed to unidentified and un¬ 
known trade-marks, as to none of which can any of the de¬ 
fendants be said (a) to be an applicant for registration or 
(b) to have designated any process agent. 

Sol have we here a statutory proceeding, but solely one 
in chancery. The right, if any, to this relief springs from 
the contracts, which fact precludes argument that the case 
is one arising under the trade-mark laws. Stfinn Water¬ 
proofing Corp . v. Sonneboni, 28 Fed. (2d) 115; Maya Cor¬ 
poration v. IS with, supra. And by the same token Jensen & 
AVendel corporation, not a party to the contracts, cannot be 
brought in under any circumstances (supra, pp. 20 et seq .). 

If any of these defendants should hereafter seek to reg¬ 
ister a trade-mark, a process agent would have io be desig¬ 
nated with respect to such trade-mark. Such agent might 
or might not be Kerslake, but at present and until such 
designation is made, these alien defendants arc not to be 
subjected, under the guise of jurisdiction obtained pursuant 
to Section 3 of the Act, to litigation affecting such •‘pros¬ 
pective*' applications. To recognize Kerslake as the statu¬ 
tory process agent with respect to any future trade-mark 
which any of the defendants might adopt and seek to reg¬ 
ister, avou Id unlawfully determine, in advance, the forum 
before Avhich the parties' rights concerning any such mark 
should be litigated and foreclose the designation of a process 
agent of their own selection. 

Surely the limitations of Section 3 cannot be so ignored 
as to permit a designation or appointment by an applicant 
in connection with his particular mark to be used to sub¬ 
ject him to the jurisdiction in respect to a non-statutory pro- 
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ceeding looking to enjoin him from filing any future appli¬ 
cation to register other marks. 

The jurisdictional limitations of the statute as completely 
ignored and the inclusion of any such prayer further re¬ 
quired that the service be quashed and the bill dismissed. 


VII. 

As a bill to declare ownership of marks not 
registered by defendants the complaint is not 
within the statute. 

Reverting to Section 3 of the Registration Statute and as 
we have heretofore pointed out, there is a definite jurisdic¬ 
tional limitation to proceedings affecting the right of owner¬ 
ship of the trade-mark of which such applicant may (as evi¬ 
denced by his application) claim to he the owner. 

The onlv trade-mark registrations alleged to have been 
applied for* by any of these defendants are: 

(1) The Silversmithy's application Serial No. 331,- 
369, and 

(2) Jensen & Wendel corporation's application Serial 
No. 330,787. 

The first of these comprises the letters GJ arranged as a 
monogram (Rec. p. 99). 

The second consists of a fanciful arrangement of the let¬ 
ters GJ in a rectangular frame (Rec. p. 96). 

Notwithstanding, paragraph 4 of the bill asserts: 

“That the trade-marks involved in this suit comprise 
the words Georg Jensen and Jensen, the letters, or 
initials GJ, GI or Gi, (the two latter being Danish 
alternative forms of writing the letters GJ) and any 
letter, letters or monograms indicative or symbolic as 
are J, GJ, GI, Gi of the notation Georg Jensen or 


* Other than Registration No. 148,928, which is discussed hereinafter. 
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Jensen, alone, or in combination with, a line surround¬ 
ing or a geometrical figure enclosing said words, or ini¬ 
tials, or letters, or in combination with a plurality of 
dot forms surrounding said words or initials, or letters, 
in elliptical, or in circular, arrangement: or said words, 
or initials, or letters, so surrounded bv said dot forms 


or initials, 
, the whole 
liar line or 


and surmounted bv a crown: or said words, 

9 / 7 

or letters, so surrounded by said dot formsi 
being enclosed within an elliptical or a circ 
figure; or said words, or initials, or letters, so surround¬ 
ed by said dot forms and so enclosed within an ellipti¬ 
cal, or a circular, line or figure with a crowj surmount¬ 
ing the whole, exemplified among others in trade-mark 
registrations Xos. 148,92S, 292,038 and 293,330 issued 
by the United States Patent Office and in « 
in the United States Patent Office for reg 
trade-marks Ser. Xos. 330,787 and 331,309 
more fully referred to:* 7 (Ilec. p. 3). 


pplications 
stration of 
hereinafter 


cs an adju- 
middble list 
tered trade- 


the agent 


The second prayer for relief (Rec. p. 22) see 
dication that plaintiff is the owner of this for, 
of real and imaginary, registered and unregis 
marks. 

It is inconceivable that Herbert R. Iverslake 
designated in each of the corporate defendant's single appli¬ 
cation as its process agent with respect to statutory proceed¬ 
ing affecting the right of ownership of its particular mark 
only, can be effectively served in proceedings affecting a 
host of other and different marks which the defendants have 
not sought to register and as to which they have therefore 
not evidenced any claim of ownership. 

Some of those other marks, such as “Georg Jensen and 
Jensen, alone"—to quote the bill—are not ejen “trade¬ 
marks' 7 and in fact are excluded by law from r|egistration, 
it being provided by Section 5 of the Trade-mark Act of 
1905 (15 U. S. C. sec. 85) : 

“That no mark icliich consists merely in the name of 
an individual, firm, corporation, or association not writ¬ 
ten, printed, impressed, or woven in some particular or 
distinctive manner, or in association with a portrait of 
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the individual * * * shall he registered under the 
terms of this Act.” 


Under this statute, form is the essence of the mark and 
the mere names “Jensen'' or “Georg Jensen” not only are 
not, but could not be, the subject of any lawful registration. 
And certainly none of these defendants has tiled any appli¬ 
cation by which it has claimed to be the owner of those bare 


names. 


* 


]Sor can it be said that the various marks referred to are 
the same, i. e., are mere variations or different forms of the 
same trade-mark. In support of this assertion we refer to 
the actions already taken bv the Patent Office as evidenced 

w 

by Exhibits Nos. 4, 10 and 11, attached to the bill (Rec. pp. 
50, 82 and 97). Those papers show: 

That in March, 1932, the Patent Office passed favorably 
on plaintiff's application to register a mark consisting of 
the letters Gi. 

That on December 2nd, 1932, the Office passed favorably 
on Jensen & Wendel corporation's application to register a 
mark consisting of a fanciful arrangement of the letters GJ. 

That on December 16th, 1932 the Office passed favorably 
on the Silver smithy's application to register a mark consist¬ 
ing of a’GJ monogram. 

Clearly the officials of the Patent Office recognized the 
subject matter of those three applications as different trade¬ 
marks. To hold otherwise would lead to the absurd con¬ 
clusion that the Patent Office had decided to allow the same 
trade-mark to three different parties and, further, would re¬ 
quire the conclusion that the Commissioner of Patents had 
failed to perform the duty imposed of him by Section 7 of 
the Act of 1905 (15 U. S. C. sec. 87) under which he is re¬ 
quired to declare an interference between applications or 
registrations, by different parties, for either the same trade- 


* The only registration sought by any of them which even includes 
the words GpoRG Jensen as a part of its design is the Silversmithy’s reg¬ 
istration 148,928 which has lapsed and, on the plaintiff’s own showing, 
no longer evidences a claim of ownership. 
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mark or for one “which so nearly resembles sucji trade-mark 
* * * as, in the opinion of the Commissioner,' to be likely 
to be mistaken therefor by the public”. No suclij interference 
was declared and the plain inference is that! the Patent 
Office officials recognized not only that the ithree marks 
above mentioned differed from each other, i. e., were different 
trade-marks, but also that each differed from that shown in 
plaintiff's registration No. 293,530 (embodying the words 
“Geoug Jexsex*' in an elliptical figure surmounted by a 
crown) and lienee that none of these applications consti¬ 
tuted a claim to ownership of the marks sho^n in any of 
the other applications. 

“The registration of a trade-mark does not give the 
registrant a monopoly of every word in the trade-mark 
howsoever disposed and used”. 

Lotifjlirati v. Quaker City Co., 290 Fed. 822 (C. C. 

A. 3rd). 


With these fundamentals in mind the intended scope of 
the process agency contemplated by Section 3 bf the Act is 
clear. When that section speaks of “the trade-mark of which 
such applicant may claim to be the owner” it | of necessity 
means the particular trade-mark actually soughjt to be regis¬ 
tered, i. e., the particular collocation of features for which 
registration is sought. Beyond that it confers no jurisdic¬ 
tion whatsoever. 

In so far as plaintiff's claim is predicated on title to all 
these marks alleged to have been granted by or to have arisen 
out of the contracts, it is open to the same objections as 
above set forth with respect to the other contract phases 
of the bill, including the objection that Jenseh & Wendel 
corporation was not a party thereto. But whether viewed as 
a part of or independently from the contract controversy, 
the suit in the aspect under discussion cannot qualify as a 
proceeding brought under a Federal Statute. 

In the result, the attempt to have the court declare plain¬ 
tiff's ownership of the long list of words and symbols recited 
in the bill must fail. 
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VIII. 


As a bill for relief against interfering regis¬ 
tered trade-marks the complaint is without 
foundation to give jurisdiction. 

(A) As Respects tiie Silversmithy : 


Set out in paragraphs 11, 12 and 13 of the bill (Rec. pp. 
8-11) are certain allegations of interference between Regis¬ 
tration Ao. 118,928 granted to the Silversmithy and Regis¬ 
trations Xos. 292,028 and 293,530 granted to plaintiff, and 
paragraph 3 of the prayer for relief seeks to have the Sil- 
versmithy's certificate of Registration ]So. 118,928 ordered 
to be delivered up to the Commissioner of Patents for can¬ 
cellation. Such a proceeding is contemplated by Section 
22 of the 1905 Trade-mark Act (15 U. S. C. sec. 102) and 
although it is difficult to see how any such order, if granted, 
could be enforced against any of these alien, non-resident 
defendants, our objection to the bill in its aspect now under 
discussion is that no foundation in fact exists for any such 
cancellation proceeding and hence no basis of jurisdiction 
under the Act.* 

As appears from the copy of it affixed to the bill as part 
of Exhibit 8 (Rec. p. 01), Registration Xo. 118,928 was 
issued to the Silversmith}’ in 1921—two years before the 
first of the Contracts above referred to was signed, lleing a 
foreign corporation this defendant's application for regis¬ 
tration was subject to the requirement of Section 2 of the 
Trade-mark Act (15 U. S. C. sec. 82) that— 

“If the applicant resides or is located in a foreign 
country, the statement required shall, in addition to the 


* If Section 3 in fact contemplates only proceedings in the Patent 
Office, the service is improper for that reason alone. In the preceding 
and ensuing discussion we have endeavored to show that, regardless of 
the view taken on that point, the motions were properly granted. 
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foregoing, set forth that the trade-mark has been regis¬ 
tered by the applicant * * * in the foreign country 
in which he resides * * 

Pursuant to the foregoing tiie Silversmithy’s application 
duly stated that the mark had previously “been registered 
in Denmark on September 20th, 1919 Xo. 741”. This state¬ 
ment likewise appears in the certificate of registration (Ex. 
S, at Rec. p. 65). 

The significance of this requirement is that “under Sec¬ 
tion 5 of the Trade-mark Act (15 U. S. C. sec. 92) it is 
provided that— 

“A certificate of registration shall remain in force 
for twenty years, except that in the case of trade-marks 
previously registered in a foreign country such certifi¬ 
cate shall cease to be in force on the day on which the 
trade-mark ceases to be protected in such foreign coun¬ 
try * * * ” 

It is alleged in paragraph 14 of the bill (Rec. p. 11), sup¬ 
ported by duly certified copies of the record and therefore 
established as a fact for the purposes of this motion, that 
the Silversmithy’s Danish registration Xo. 741 expired on 
September 20, 1929 and was expunged from the Danish reg¬ 
ister, whence it follows, as in fact is alleged in the bill, that 
the Silversmithy’s U. S. registration Xo. 148,928 ‘[has ceased 
under the statutes of the United States to be in force and 
is null and void and of no effect” (Bill, Rec. p. |12). 

The said U. S. Registration certificate provides, on its 
face (Ex. 7, Rec. p. 59) that it “shall remain ip force for 
twenty years, unless sooner terminated by late” j. Clearly, 
and on the plaintiff’s own showing, it has been so termi¬ 
nated. Plaintiff thus asks this court to order cancelled a 
lapsed or non-existent registration; one that by operation of 
law has already ceased to be in force, and has, ip effect, ex¬ 
pired. It does not, we submit, constitute such a claim of 
ownership as Section 3 contemplates. 

At the hearing below it was urged on behalf of plaintiff 
that the very purpose of such cancellation proceedings is to 


secure the removal from the register of trade-marks which 
have expired rather than those improvidently granted. In 
answer to this assertion we need only refer to the language of 
the Commissioner of Patents in a proceeding brought in the 
Patent Office to procure the cancellation of a registration 
which had expired: 

“* * * there is no valid existing registration on which 
a judgment for cancellation can operate”. 

Walter Balcer Co. v. Worth , 1012 0. D. 100. 

In so far, therefore, as it attempted to represent this suit 
as being a h6na fide statutory proceeding affecting the right 
of ownership of the trade-mark shown in the Silversmitliy's 
certificate No. 148,028 and hence within the purview of 
Section 3 of the Act so as to justify service on Herbert R. 
Kerslake, the bill clearly failed. The right sought to be ex¬ 
tinguished is non-existent. Furthermore, as the Court below 
held, this phase of the suit could not successfully be em¬ 
ployed to bring the defendants before the Court for pur¬ 
poses not included within the Statute (Rec. p. 132). 

Presumably, in anticipation of this difficulty, paragraph 
20 of the bill alleged, in effect, that the Silversmithy was 
asserting Registration No. 14S.928 against the plaintiff in 
certain Patent Office proceedings. What this allegation 
means does not appear, but if it were a. fact that the Sil¬ 
versmithy, in any proceeding against the plaintiff, were tak¬ 
ing a. position which depended upon the validity of said 
registration, it is clear that the fact of its having lapsed by 
operation of law would be a matter of and a complete defense 
to plaintiff upon proof of the simple facts above recited. 

The plaintiffs purpose in attempting to raise this actually 
non-existent issue of conflicting trade-mark registrations was, 
manifestly, we submit, to present, ostensibly, a statutory pro¬ 
ceeding affecting the right of ownership of a trade-mark to 
justify service on the limited process agent, but even were 
the issue properly presentable, alone, it cannot be used as a 
foundation to support the other causes or purposes which 
are not within the scope of the process agency. 
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(B) As Respects the Other Defendants. 

Even were there any bona fide conflict of registrations, 
which manifestly there is not, the issue would be confined 
to plaintiff and the Silversmithy. It does not appear that 
Jensen & Wendel corporation (or Pedersen or ^fuller) had 
any part in securing registration Xo. 14S,92S: nor that any 
of them has claimed to be the owner of that registration or 
the mark shown in it. On its face the registration certifi¬ 
cate shows that it was issued to the Silversmithy, and the 
application papers (Ex. S, Rec*. p. (51) include the required 
statement that at the time the application was filed it, the 
Silversmithy, was the owner of the mark and that “no other 
person, firm, corporation or association * * * has the right 
to use said trade-mark”. 

To meet this difficulty in the Court below, plaintiff sought 
to avail itself of certain language in Section 2'i of the Act 
of 1905 (15 U. S. C. sec. 102) which provides that: 

“Whenever there are interfering registered trade¬ 
marks, any person interested in any one o|f them may 
have relief against the interfering registrant, and all 
persons interested under him, by suit in equity against 
the said registrant; and the court, on notice to adverse 
parties and other due proceedings had acco 
course of equity, may adjudge and declare < 
registrations void in whole or in part accoi 
interest of the parties in the trade-mark, and may order 


the certificate of registration to be delivere 
Commissioner of Patents for cancellation” 


'ding to the 
ither of the 
dins: to the 


d up to the 


red to jus- 
and Mpller 
dings, was 


The argument presumably intended to be off* 
tify the joinder of Jensen & Wendel, Pedersen 
as parties defendant to the cancellation proce 
that they are “persons interested”, as alleged irt paragraph 
23 of the bill. 

Such argument, however, overlooks that, first; Section 22 
does not relate to jurisdiction ; that must be found, if at 
all, under Section 3. Secondly, even under Section 22 the 
remedy is specifically stated to be “by suit in equity against 



the said registrant” viz: the Silversmithy. The only effect 
of the reference in Section 22 to “all persons interested 
under him' 7 is to bind by the decree such persons as are truly 
“interested*v even though, after notice, they do not choose 
to appear and defend their particular interests. 

As stated above, the immediate question concerns the ac¬ 
quisition of jurisdiction over the parties and, Ave submit, the 
facts do not meet the statutory limitations. 


As a bill to enjoin alleged trade-mark in¬ 
fringement the complaint is not within the 
statute. 

Relief Avas also sought, in prayer number 11 (Ree. p. 
26), as folloAvs: 

“A decree adjudging that the defendants, Georg Jen¬ 
sens Solvsmedie A/S, Georg Jensen & Wendel A/S, 
Thorolf Moller and Peder A. Pedersen, and each and 
every of them, have Anolated and infringed, and have 
contributed to violation and infringement of, plaintiff's 
exclusive rights in and oAvnership of said trade-marks 
here in controversy secured and accrued to plaintiff by 
and under said contracts and said assignment recited in 
paragraph 6 of this bill of complaint and bg plaintiff’s 
adoption and use of said trade-marks; and an order, 
both provisional and perpetual, enjoining said defend¬ 
ants, Georg Jensens Solvsmedie A/S, Georg Jensen 
& Wendel A/S, their successors and assigns, Thorolf 
Moller and Peder A. Pedersen, their personal represen¬ 
tatives, and their servants, agents, attorneys and Avork- 
men, and all those in privity Avith them, and each and 
eA'ery of them, from infringing or violating, or contrib¬ 
uting to infringement or Adolation, of the exclusive rights 
secured and accrued to plaintiff by and under said con¬ 
tracts and said assignment and by plaintiff's adoption 
and use of said trade-marks”. 



The “said trade-marks'* to which the foregoing paragraph 
refers comprise those listed at length in paragraph 4 of the 
bill and in this aspect of the bill, for relief against alleged 
infringement, the jurisdictional limitations ar£ again ig¬ 
nored. To insist, as plaintiff does, that there is but one 
trade-mark here involved is to fly in the face of the facts 
and to require that all of the registrations referred to, plain¬ 
tiff's and defendants', be considered as protecting the same 
subject matter. Manifestly that is absurd. At most, there¬ 
fore, plaintiff could seek relief with respect toj the marks 
which are actually the subject of defendants 7 applications— 
a small fraction of the list of marks with respect to which 
relief is actually sought. 

In so far as concerns alleged infringement of unregistered 
trade-marks this is not a statutory proceeding but a suit for 
unfair competition, governed by general principles of com¬ 
mon law and equity. Actually the phase of the suit under 
discussion is directed not to the particular trade-marks which 
are the subject of defendants' applications, bat primarily to 
the marks of which ownership is claimed by plaintiff. 

Here again the relief sought against alleged infringement 
is incidental to and fundamentally dependent upon the re¬ 
lief sought on the contracts, wherefore the caus^ is not one 

arising under the trade-mark laws. 

* 

j 

i 

Throughout the foregoing discussion of the tyll we have 
not distinguished between the status of the several defend¬ 
ants except to point out that Jensen & Wendel Corporation 
was not a party to the contracts. However, in jiddition to 
the points heretofore made, the defendants Pedersen & Moller 
may not be involuntarily subjected to the jurisdiction by 
sendee on Iverslake for the reasons now to be taken up. 
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X. 

Neither Pederseu nor Miller is within the 
purview of Section 3. 

It does not appear that either of the individual defend¬ 
ants has ever been an “applicant for registration of a trade¬ 
mark, or for renewal of registration of a trade-mark". Nor 
has either of them ever claimed to be the owner of a trade¬ 
mark, the right of ownership of which might be affected by 
these proceedings and accordingly neither of these defend¬ 
ants is within the contemplation of the Act or susceptible 
of being subjected on account of its provisions to the juris¬ 
diction of this or any other United States Court. 

It does not appear that either of the individual defend¬ 
ants has ever designated any resident of this District on 
whom process might be served in lieu of service upon such 
defendants, and certainly Iverslake, the person actually 
served, lias never been so designated or appointed (Rec. pp. 
125, 129). , 

By the allegations of paragraph 2 of the bill, it was ap- 

i ~~ 

parently attempted to be established that the individual 
defendants are to all intents and purposes the owners and 
moving spirits of the respective corporations, whence the 
argument proceeds that since such corporations, as trade¬ 
mark applicants, have filed certain statutory designations 
in the Patent Office, thereby the process agent of the corpora¬ 
tions became the process agent of the individuals. 

Plaintiffs “alter ego" theory is not even plausible and is 
aptly answered by the opinion of the Court below, who 
said: 

“Neither of the defendants, Pedersen and Mpller, has 
designated a process agent under the trade-mark laws, 
and while the bill claims that the corporate defendants 
represent the individual defendants, being as the bill 
expresses it each an ‘alter ego' of the individual defend¬ 
ants, a suit against an agent is not a suit against the 


i 
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principal. The service provided by statute brings be¬ 
fore the Court the person who appoints the process 
agent, and not any third person whose agejat the ap¬ 
pointing party may be. An agent cannot ije sued on 
a cause of action arising from the acts of the Iprincipal” 
(Rec. p. 132). 

On page 47 of its Brief plaintiff quotes from Weston Elec¬ 
tric Instrument Co. v. Empire, 177 Fed. 100G and offers the 
suggestion that a court of equity may disregard the corporate 
entity. But the case from which it quotes (and 
others like it can be found in the books) is cone 
with liability for corporate wrong in a suit, properly laid as 
to venue and jurisdiction, against the individual charged to 
be responsible. The principle applied in such cases is not to 
be confused with the instant attempt to secure jurisdiction 
of the individual by service upon an agent of the corporation. 


numerous 
brned onlv 


In matters of personal jurisdiction the courts 


have con¬ 


sistently refused to disregard the corporate entity and have 
held that a corporation is not the process agent o ' its stock¬ 
holder, Peoples Tobacco Co. v. American Tobacco Co., 24G 
U. S. 79. Xor would the fact that one corporation were a 
subsidiary of another make the first a process agent of its 
parent; Philadelphia d Reading Ry. Co. v. McKibbin, 243 
U. S. 264; and the Supreme Court has likewise denied the 
effectiveness of service, on a corporation, “notwithstanding 
it may have been for all practical purposes merely the instru¬ 
ment of the defendant v sought to be held. Petersen v. Chi¬ 
cago, Rock Island d Pacific Railway Co., 205 U. S. 3G4. 
Clearly, then, the allegation that the individual is the alter 
ego of the corporation is without significance on] the ques¬ 
tion of jurisdiction. 

In the premises, we submit that regardless of tin 
ship of the individuals to the respective corporations, Ker- 
slake, the statutory process agent of the corporations can¬ 
not, by any such fiction as is here relied upon, be converted 
in the process agent of Mr. Pedersen or Mr. Mpller, in com¬ 
plete disregard of the specific requirements of the Act and 
the principles above referred to. 


e relation- 



In conclusion, we respectfully submit that the bill evi¬ 
dences an attempt, by means of prolix, broad and obscure 
allegations, overlapping and interwoven as to subject mat¬ 
ter and defying all the canons of pleading with respect to 
the separate statement of causes of action, to subject these 
alien defendants to the general jurisdiction of the courts of 
this country because the two corporations filed applications 
to register trade-marks here and, in that connection and in 
compliance with the statute, designated a process agent for 
service in proceedings of a special and limited character. 
The attempt is without precedent and, we submit, was rightly 
disposed of by the Court below. 


Walter C. Clephane, 

'. J. Wilmer Latimer, 

Gilbert L. Hall, 
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the purpose of objecting to the 
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